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INTRODUCTION

Those associated with the practice of patent law are often admonished
to recall that the claims, as distinguished from the rest of the specifica- -
tion, define the “metes and bounds of the invention.”' Although accurate =

in a broad sense, this principle should not be misunderstood to mean that -

patent claims are to be evaluated in a vacuum. Rather, the law recogniz-
es that patent claims are composed solely of words, and as Sﬁch‘may. _
imperfectly reflect the intent of their draftsperson.? In this regard, the -
patent law is analogous to the many contract principles that implicitly

temper the strict literal meaning of words by exempting the 'pa:ties from - S
the rigid structure imposed by the traditional doctnnes of i mtegranon and o

the parole evidence rule.

Patents are acknowledged to be “ome of the most: d.\fﬁcuh legal T

instruments to draw with accuracy.” Perhaps it is the level of technical
detail and the need to capture a multitude of permutations employing a

single basic idea that most complicaies the"craftipg -of claims. - Or, the
difficulty may stem from the fact that patents may issue only for “novel”
ideas* that have yet to work their way into the common vernacular,
forcing the draftsperson to strain the meanings of well-known terms 10

" * Associate, Fish & Richardson, Boston, Massachusetts. S.B., Massachusetts Institte
of Technclogy; .M., The University of California at Berkeley; J.D., Harvard Law School, -
The views expressed in this Article are those of the author, and do not necessarily mﬂect :
the opinions of any organization with which the author is affiliated. :

1. Pennwalt Corp. v. Durand-Wayland, Inc., 833 F.2d 931, 946 (Fed. Cir. 1987)
(Bennett, J., dissenting in part), cert. denied, 485 U.S. 1009 (1988). The philosophy
underlying this characterization views the -description of the preferred embodiment or
embodiments as analytically distinct from the claims. The former instructs society on how
to capitalize on the invention, whereas ihe latter sets forth the breadth of the inventor’s
monopoly to exclude for seventeen years others from “making, using, or selling the
invention throughout the United States.” 35 U.5.C. § 154 (1988). )

2. See Zechariah Chafee Ir., The Disorderly Conduct of Words, in FREEDOM'S PROPHET
35 (Edward D, Re ed., 1981), See generally Giles Rich, Escaping the Tyranny of
Words—Is Evolution in Legal Thinking Impossibie?, 60 1. PAT, OFF, S0C'y 271 (1978).

3. Sperry v. Florida, 373 U.8. 379, 383 (1963) (guoting Tophff v. Tophff 145 U.S.
156, 171 (1892)).

4. 35 U.S.C. § 101 (1988).
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articulate best the core inventive notion.

Perhaps in recognition of these difficulties, Lhe patent faw mcludes a . S

collection of interpretive doctrines, some statutory and some Judlcxally—

developed, that allow courts to look beyond the literal language of the - “

claims. “[E]very patentee may be his own lexicographer,” and thusis

free to define claim terms in the body of the specification.” Similarly, if
the court is uncertain as to the meaning of a claim, it “must look to the
language of the claim, and the patent's specification and prosecutlon
history to properly interpret the scope of a patent claim.”

Moreover, since 1952, inventors have been permmed to recii:e ‘
individual claim elements as a “means for” performing a particular
function.” In determining whether an accused device infringes a claim so ,
drafted, the court first ascertains whether the accused device performs the
specified function. If not, there can be no literal infringement. If so, the
court then determines whether the structure in the accused device that
perform.s the specified function is the substantial equivalent of the
structure disclosed in the specification that performs the same function.
If they are substantial equivalents, then that “means for” element is

present in the accused device.® If all other claim elements are also .

present, then the accused product literally infringes the disputed claim.®

The foregoing interpretive principles are in essence simply techniciues .
for construing the literal language of the claims. On occasion, however, =
courts will set aside the literal language altogether, invoking the “ddctriiie “
of equivalents” to expand the scope of the patent monopoly conferred by
the claim: ‘

[A] patent is like any other legal -instrument; but it is
peculiar in this, that after all aids to interpretation have been
exhausted, and the scope of the claims has been 'enlarged as.
far as the words can be stretched, on proper occasions

5. See Dennis v. Pitner, 106 F.2d 142, 148 (7th Cir. 1939). But the patent apphcaut
must clearly communicate his intended meaning. See id.

6. Read Corp. v. Portec, Inc., 970 F.2d 816, 823 (Fed Cir. 1992) .

7. See35U.5.C. § 112, 16 (1988). A “means plus function” element is in essence a
generic limitation that encompasses a class of items, each of which performs the specified
function. See 4 DONALD S. CHISUM, PATENTS § 18, 03 [5] (Supp. 1992) [heremafter
CHISUM].

8. See Valmont Indus., Inc. v. Reinke ‘\dfg Co., 25 US.P.Q 2d (BNA) 1451 1454:
(Fed. Cir. 1993).

9. 4 CHISUM, supra note 7, § 18.04.
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courts make them cover more than their meamng will -
bear.'

In particular, a claim not literaily ix_ifrix_lged can be infringed under the
doctrine of equivalems if the accused device “performs sﬁbstantially the
same function in substantlally the same way to obtam the same result"“
as the claimed invention. : ‘

Although purporting to state a test, this tripartite function/way/result
princip]é in fact does nothing more than restate, albeit more precisely, the .

problem.? For instance, even if a court were able to characterize '

precisely the “way” both the accused and patented devices “function, ” .
and the “results” thereby achieved, a formidable task in and-of itself, the

language of the test suggests no articulable yardstick for determining’
whether those “ways,” “functions,” and “results” are “substantially the :

same.” The test, therefore, identifies only the factors that are to be

compared, not how that comparison is to be performed _
Part I of this Article examines the relevant case law in an effort to

highlight the issues that factor into the doctrine of equlvalents analysxs

and also to assess whether the courts have ‘developed a coherenf

framework for implementing the doctrine. Based upon this analysis, part .'
I1 explores in detail the practical difficulties inherent in the apphcauon of -
the tripartite test. This part further attempts to unravel the mynad o

justifications militating in favor of and against application of the doctriné S

Finally, part IIl undertakes 2 constitutionally-founded normative study of
the doctrine, focusing in particular on the scope of eqmvalents protectton -
afforded a patent holder. - This constitutional analysis is undertaken for

two alternative purposes. First, it is possible that the Intellecthal Property '
Clause' requires courts to grant a certain scope of equivalents protection

10. Royal Typewriter Co. v. Remington Rand, Inc., 168 F.2d 691, 652 (2d Cir. 1948)
(L. Hand, I.}. '

11. Sammry Refrigerator Co. v. Winters, 280 U.S. 30 42 (1929). The doctrme is:
limited in that it cannot broaden tire patent monopoly to include a device in the prior art.
Further, the patentee cannot regain caverage surrendered during prosecution to obtain the
patent. See Loctite Corp. v. Ultraseal Ltd., 781 F.2d 861 870 (Fed. Cu' 1985) (explammg
concept of “prosecution history estoppel™).

12.- See Texas Instruments, Inc. v. U.S. Int'l Trade Comm n, B0S F.2d 1558, 1569 (Fed
Cir. 1986). .

13. The U.S. Constimtion provides:

To promote the Pfogrcss of Science and useful Arns, by securing for
limited Times to Authors and Inventors the exclusive Right to their -
respective Writings and Discoveries
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to patent holders. Second, in the absence of such an obligation, the - |

metaprinciples that underlie the Clause ought nonetheless inform the
exercise of either the courts’ discretion or Congress’ discretion or both
when determining the proper scope of equivalents. These metaprinciples,
then, are the secondary foci of this final section. ‘

I. THE CASE LAW

A. Major Supreme Court Precedent

The origins of the doctrine of equivalents, as well as the ongoing
debate over its nature and scope, can be traced back nearly a century and
a half to the Supreme Court’s decision in Winans v. Denmead.™ At issue
in Winans was a patent for an improved raitroad car design. Earlier cars
had generally been rectangular. While acceptable for transporting lighter
loads, these rectangular cars had to be constructed from thick iron stock
in order to haul heavier fare. In fact, for dense cargos such as coal, the
car would often weigh as much or more than its payload. .

The patent-in-suit claimed a railroad car in the shape of a frustum of '
acone, with the smaller diameter portion directed towards the ground.'s
Because of the load-distribution characteristics of this design, a car’
constructed in accordance with the patent would weigh only about one
quarter as much as its coal cargo. The accused infringer, after observing
and measuring one of the patentee’s cars, apparently recognized the
benefits of this approach and fashioned a car similar to the patentee’s car
in overall dimension, shape, and iron stock thickness, but with an
octagonal cross-section. Because a frustum is circular, and notwithstand-
ing that the accused car concededly had been constructed to realize the
same advantages as the claimed car, the district court concluded that there -

17.8. CONST, art. I, § 8, cl, 8.

14. 56 U.S. 330 {(1853).

15. A frustum is “the basal part of a solid cone or pyramid that is formed by cutung off
the top by a plane parallel to the base . . . .7 WEBSTER’S NEW COLLEGIATE DICTIONARY
{Frederick C. 10th ed. 1993). :

16. In pertinent part, the patent claimed:

What I claim as my invention . . . is, making the body of a car. . . inthe
form of a fristum of a cone, whereby the force exerted by the weight -
of the load presses equally in all directions .

56 U.S. at 331.
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was no infringement,

On appeal, the patentee suggested several theones of infringement.
First, a true, perfect frustum is a practical impossibility. Thus, the patent
must have contemplated something broader. Second, it would have been
impossible, given the claim-drafting standards of the day, for the claims -
to have encompassed the infinite number of embodiments that capitalized
on the patentee’s load-distribution concept. In view of this, the patentee’s
core idea would have been unprotectable: “if the original construction of
the body in right lines saved the infringement, an hundred-sided polygon
would be without the patent . . . "%’

The Court, in a five- four opinion, followed nelther course  of
reasoning. The majority first observed that no patent can be granted for
a mere change in the form of an existing device. Rath_er, imly a change
in form that “introduce[s] and employ[s] other mechanical- principles or
natural powers, or, as it is termed, a new mode of operation, and thus
attain[s] a new and useful result, is the subject of a patent.”"® According-
ly, that “new mode of operation is, in view of the patent law, the ’thing ‘
entitled to protections.”® And thus “to copy the principle. or mode of

operation described, is an infringement, although such copy shou]d be
totally unlike the original in form or proportion.™

Per this analysis, that which distinguishes a clalmed invention from the
“prior art”®' alone determines the scope of the patent monopoly. .An
inventor can of course limit that scope by restricting his claims, but in the
./ absence of an express intent to do so, such a construction should be

rejected for two reasons: -

1. Because the reasonable presumption is, that, having a just right -
to cover and protect his whole invention, ke intended to do so.

2. Because specifications are to be construed Liberally,-in accor-
dance with the design of the Constitution and the patent laws of the
United States, to promote the progress of the useful arts, and to
allow inventors to retain to their own use, not anything which is

17. H. at 333.

18. M. at 341.

19. Id

20, Id, at 342,

21. “[P]rior art includes both references in the art in question and references in such

allied fields as a person with ordinary skill in the art would be expected to examine fora . -

solution to-the problem.” 2 CHISUM, supra note 7, § 5.03[1].
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matter of common right, but what they themselves have created z

Arguably, the majority’s second point suggests the existence of a
constitutional imperative to accord patents the broadest possible construc- -
tion. The concept that judicial discretion when determining proper claim
scope may not be entirely unfettered finds further support later in the
Court’s opinion. In the context of reiterating that the trier of fact is to
look to the substance of the invention, not the form in which it was
claimed,” the Court again echoed the language of the Intellectual
Property Clause, stating:

The exclusive right to the thing patented is not secured if the
public are at liberty to make substantial copies of it, varymg
its form or proportions.?

Tke Court then remanded the matter for a factual determination of
whether the accased device employed the patentee’s mode of operation to
attain the same advantageous result. _

The dissent neither acknowiedged nor responded to the suggestions
woven throughout the opinion of an underlying constitutional constraint.
Instead, it took issue with the majority’s “mode of operation” analysis.
The dissent perceived such an approach to be flaily inconsistent with the
statutory obligation, imposed on all patent applicants, to “particularty
‘specify and point’ out what [the inventor] claims as his invention.”?
The dissent viewed the majority’s efforts as nothing more than an attempt
‘to remedy the patentee’s inadequate claim drafting. Whatever ‘merits
recommended this benevolence, the dissent felt they were outweighed by
the need to give clear notice of the areas of a particular art into which

22, 56 U.S. at 341 (citations ommcd)

23.  Where form and substance are inseparable, it is enough to look at the form
only. Where they arc scparable; where the whole substance of the
invention may be copied in a different form, it is the duty of courts and.
juries to look through the form for the substance of the invention -— for that
which entitled the inventor to his patent, and which the patent was designed
to secure; where that is found, there is an infringement; and it is not a
defence, that it is embodied in a form not described, a.nd in terms claimed
by the patentee.

56 U.S. at 343,

24, Id

25. Id. at 347 (Campbell, J., dissenting). This obllganon is today codified at 35 U.S. C
§ 112, 12 (1988). L
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.other practitioners may not veature: -

Fullness, clearness, exactness, preciseness, and particularity, |
in the description of the invention, its principle, and of the
matter claimed to be invented, will alone fulfil the demands
of Congress or the wants of the country, Nothing, in the -
administration of this law, will be more mischievous, more
productive of oppressive and costly litigation, of exorbitant '
and unjust pretensions and vexations demands, more:
injurious to labor, than a relaxation of these wise and
salutary requisitions of the act of Congress.”

The seminal contemporary Supreme Court decision addressing the
policies underlying, and the substance of, the doctrine of equivalents
came nearly one hundred years later. In Graver Tank & Manufacturing.
Co. v. Linde Air Prods. Co.,” infringement by equivalents was found,
again by a sharply, divided Couri.. Unlike Winans, however, the Graver
Tank opinion nowhere intimates that either the Constimtibn:qr;‘ some
vision of natural rights demands a patenteg’s monopoly-be e:ipaq‘i&ed to
encompass the entire “mode of operation” of the claimed invention. In
fact, the Court indirectly suggests the contrary. While summarizing the
nature of the doctrine, the majority noted that “pioneer” inventions, those
inventions that represent great advances over the prior art, deserve a
broader range of equivalents than more mundane “secondary”  inven-
tions.® However, even a pioneer invention can in no event be accorded
a range of equivalents broader than its mode of operation.” If secondary
mvenuons are necessarily entitled to somethmg \ess, afortiori they cannot
receive the scope of equivalents protection that Winans suggested to be
constitutionally required.*

26. 56 U.S, ar 47.

27. 339 U.S. 605 (1950). :

28. See id. at 608. See also Continental Paper Bag Co v. Eastern Paper Bag Co., 210
U.S. 405, 414-15 (1508).

29. See Wilson Sporting Goods Co. v. David Geoffrey & Assocs., 904 P.2d 677, 684

(Fed. Cir.), cert. denied, 498 U.S. 992 (1990), discussed infra notes 94-96 and accompany- L

ing text.

30. An aliernative explanation for the Court s statement lies in the fact that the scope of
a pioneering invention is, by definition, almost completely unrestrained by prior art. A -
secondary invention, by contrast, is by its nature an advancement on or development of
some other invention or inventions, which operate as outside limits on how far the range of
equivalents ascribed to the secondary invention can be extended. Thus, if each type of
invention is expanded to include its full mode of aperation, defined as that which
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_ Instead the purpose of the doctnne acoordmg to thei;Graver'Tmzk .
Court is to safeguard in view of the inherent madequacles of 1anguage,
agamst others commlttmg “fraud on the' patent T

- [T]o permit imitation of apatcnted mvent:onwhmhdm not_ e

copy every literal detail would be to convert the protecuonf S

of the patent grant: into a hollow .and useless thmg .

One who seeks to pirate an invention, like one who seeks to
pirate a copyrighted book or play, -may be expected 10
introduce minor variations to conceal and shelter the piracy. ..
Onutright and forthright duplication is a dull-and very rare -~ -
type of infringement. To prohibit no other would place the
inventor at the mercy of verbalism and would be subordmat .
ing substance to form.® ¥

In the context of reciting the test that pumorts to 1dennfy mfnngmg
equivalents, the majority. further noted: “To temper unsparing lOglC and

prevent an infringer from stealing the benefit of an mventmn, apatentee '

may invoke the doctrine to proceed against the’ producer of a device “if
it performs substantially the same function in substantiafly the same way

1o obtain the same result.” Thus, unlike the Winans Court with its o

focus on the monopoly to which the patentee qua patentee is emnled,‘ the

majority in Graver Tank was motivated by.a vaguely defined concern - B

over inequitable behavior on the part of the accused infringers.
The claims of the patent-in-suit in-Graver Tark related to electnc

welding fluxes that included “a combination of alkaline ‘earth metal - _; ]

silicate and calcium fluoride. " . The. accused ﬂux, however contamed

distinguishes the invention over the prior art, the pionecring patent wﬂ.l m a]] cases have a
broader relative range of equwal:nts To illustrate graphu:ally

A pioneer patent wluch occupies symbolmlly a su—mnh circle will have: L
three inches of equivalence if its range is fifty percent. - An improvement "
for secondary] patent occupying a two-inch circle has only one inch of - .
equivalence with the same range. Thus with relatively identical ranges, the
scope of the patent provides the pioneer patent with absolute!y a Jm-ger :
range of equivalence. Lo .

Autogiro Co. of America v. United Sixms 384 F.2d 391 401 (Ct Cl 1967)
31, 339 U.S. at 608. ‘ : ‘
32. M. ac607. )
33, M. at608 (foutnote omitted, quormg Samixry Rafngerator Co. v, Wmters. 230 U. S
30, 42 (1929)). o
34. Id. at 610.
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* calcium ‘silicate and- manganese smcate % BeCause only the former
compound is an alkaline earth metal snhcate and the latter i is not cﬂc1M‘- f
fluoride, the aocused product did not literally infringe the claims. S
‘It did, however, infringe under: the - doctrine of eqmvalents Solme
concluding that the welght of the evndence suppon:ed the dlstnct judge s' :
finding of infringement under the tnparnte ﬁmcnon!waylrwﬂt test ! ‘
majority attached significance to-three factors. - “First, "the clam:ed and R
accused fluxes were similar in operation and r&sult Second manganese‘ i
silicate can be “efficiently and cffectually” substituted for alkalme earth .
metal silicates in welding compositions.*. Third, the prior art referenced PR
by the patent-in-suit - specified that manganese sﬂ1cate “was . a usefnl
ingredient in welding compositions.™ x Sl
Curiously, after summarizing the various - evndennal mdlcla that T
- supported the district court’s finding of mﬁmgement, the ma_;onty R
commented that, in the absence of evidence that the accused pmduct was: - - o
developed by independent research, the trial court could properly infer ..
that the accused flux is the result of imitation rather than experimentation -
‘or invention.” Unlike copyright law,* however, patent law:does not o
consider independent creation to be a defense to mfnngement Poss:bly,‘ :
the majority felt that such a defense was dictated by the doctrme £
purpose of discouraging “theft.” There could have been no theft in fact -
if the accused product was the fruit of independent Tesearch and develop-‘. i
ment. While consistent with the stated policy, allowing such a defense -
would certainly further complicate an already intractable . doctrinal - .
analysis.®* Furthermore, by shifting the focus of the i inquizy-from:the’ =
claims of the patent and the teachings of the prior art to the actions of the .. =~ -
- accused infringer, the majority allows at least the pos51b111ty that adevice s L
clearly within the patent’s unclaimed mode of operanon will ot be
adjudged to infringe.. Even more troubling, it raises the possibility that
only one of two identical products might be found to mfnnge because one Ry
of the alleged mfrmgers copied the product wh:le the other mdependently ' S

35. Several of the claims in the onguml patent dld claim :!n: use nf manganese sﬂlcate L
These claims were, however, invalidated as overbmad by the lower courl. [d at 6]6' s
(Black, J., dissenting), ‘

36. 339 U.8. at 612,

37. M.

38. . ' T
39. See Fred Fischer, Inc. v. Dillingham 298 F, 145 147 (S. DNY 1524) (L. Hand i
1.). v

40. '[‘h1s defense has not been mlsed in any reporuad oases that have becn revmwed
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created it.®

The dissent, per Justxce Black, substanually echoed the sennments of R
the dissenters in Winans, noting that the doctrine of eqmvalents conflicts . = "
- squarely with the statutory- reqmrement -of -claim’ pamculanty 'I‘he'ji
dactrine - thus aperates to: dlsadvantage and dlscourage those-seeking to i,

create snmlar, ‘but nonidentical, products. At bottom Justice Black’s
concerns. centered‘on the majority’s failure to examme the doctrine in

light of the overall statutory scheme. - A ‘patentee who realizes that his” c
issued patent fails to claim a cnucal subset of his invention may- seek a-

reissue patent covering the additional subject matter.?- Moreover, Justxce_ ;
Black argued, in appreciation of the complexity of the subject matter and
the difficulties inherent in determining proper patent clalm scope, &
Congress has entrusted a specialized body, the Patent and Trademark -

Office (PTO), with the task of making those determmauons © Permitting
lay courts to revisit that analysis during mfnngement litigation therefore_ ‘

subverts legislative policy. :

B. The Federal Circuit

The doctrine of equivalents is frequently raised, typically in the
alternative to a charge of literal infringement, in patent infringemt
actions. As a consequence, the Court of Appeals for the Federal Circuit, -
created in 1982 as the exclusive appellate arbiter of patent matters at the
Circuit Court level, has addressed the issue repeatedly. Many have
opined, however, that notwithstanding these opportunities the Federal
Circuit has failed to synthesize an articulable doclnne of eqmvalents
jurisprudence.

An early and leading example of the Federal Circuit’s efforts to apply
the doctrine of equivalents is Hughes Aircraft Co. v. United States.*® The
patent in Hughes Aircraft related to spin-stabilized satellites. Unlike other
- designs, the patented satellite when placed in orbit would retain the same

41. See Hiltor Davis Chem. v. Warner-Jenkinson Co., Docket No. 93-1088 (Fed. Cir.
1994). At the time of publication of this Article, this case had been azgued but had not yet
been decided. } .

42. 35 U.5.C. §§ 251-52 (198B). The claims of a reissued patent can be broader than
the original claims only if the reissue is sought within two years of the grant of the orlgmal :
patent. Id. § 251.

43. Seeid. § 7.

4. 2B U.S.C. § 1295(a)(1) (1938).

45. 717 F.2d 1351 (Fed. Cir. 1983).



. spm-stabﬂ:zanon effect was accomphshed by determining the. rotanon of ;

_‘ No. 2] S Ductnne ‘of Equwalents 291

onentatwn relamve to a desued pomt on the sutface of the earth Th:s

- the satellite, calculaung the  necessary commands to correct for’ that{,-‘
" rotation, and delivering . those commands - to sma]l mrcumferennally sl
located jets. . The patent issued in 1966. Gwen the state. of computer;
technology at the time, the claims specified lhat all ‘calculations: were__’]- ST
 performed by ground-based computerS' rotation data were. transmltted to.. - .
the earth, where appmpnate control commands were calcu!ated and sent’ e
back.* : Rt
The accused infringing satelhte used the same data to perform the ST
same calculauons, but, given advances in the computer field, did 50 usmg T
an “on-board” microprocessor. ‘After examining the two desxgns thetrial -
court concluded that “[tJhere is no obvious and exact equivalent of
plaintiff’s means for providing an indication of the [instantaneous spin = .~
angle] to an external location” in the accused products.*’: Accordmgly, TR
there could be no infringement under the doctrine of eqmvalems o
Reversing, the Federal Circuit first criticized the lower court 'S test fnr‘ N
equivalents: E ‘ e

The failure to apply the doctrine of equivalents to the. - -
claimed invention as. a whole, and the accompanying -
demand for “obvious and exact” equlvalents oftwoelements -
the presence of which would have effectwely produced G
literal infringement, was error.® '

Per the Hughes Aircraft Court, then, it is unnecessary that the accused. )
product contain an equivalent of each limitation, or element,* found in

46. In pertinent part, the claims read:

1. Apparats comprising: 4!

e. means disposed on said body for providing an indication to a location external

to said body of the instantaneous spin angle position of said body about said axis .
and the orientation of szaid axis with reference to a fixed external coordinate system; -
f. and means disposed on said body for receiving from smd location control signals
synchronized with said indication;

Id. at 13535,

47. Id. at 1363.

48. M. at 1364.

49, The term “clement” can refer-either to a hl:mlauon in a claim, or to the suucmral
pants of an accused device or embodiment of the invention. See Perkin-Elmer Corp. v.

B il

e



22 " Harvard:founal ofLaw & Technology :"Z""‘[Vb'l*,f’? L

- the. dlsputed claims ofthe patent-m-smt T ] L

.- Applying -the ' Graver. Tank- funcnon.lwaylresult test, thc court,
' cons:stent with its mvennonasawhole language, compared from the " R

' record, ‘the ‘accused’‘device and the. cla:med satellite .and* observed‘- S

“striking overall similarities.”® - This together with tesumony ‘that: 1t"_~

would have - been obvmus to substitute the- later-developed computer o S T
hardware into the patented satellite, led the Federal Circuit to conclude, S
apparently as a matter of law,”' that the accused apparatus was an

infringing equivaient.

The viability of both the holding and the sense of Hughes Azrcraft are o o
uncertain, however, in view of two subsequent Federal Circuit opinions.

The first, Texas Instruments, Inc. v. United States International Trade -
Commission,* involved the substitution of contemporary hardware for -
previously state-of-the-art claim elements. At issue in Texas Fustritments
was a “pioneering” patent for a pocket electronic calculator, the disputed
claim of which was drafted in “means plus function” form.»

In performing the literal infringement analysis, the Federal Circuit
first identified the items in the specification that perfonned the functions
recited by the “means” elements. The court then compared these items
to the components in the accused products that performed the ‘same
functions, finding that each had been replaced with a technologically
updated version. The Federal Circuit concluded: “the total: of the
technological changes beyond what the inventors disclosed transcends the
equitable limits illustrated, for example, . in [Graver Tank and Hughes
Aircrafi] . n

The court rumed next to the claim of mfnngement under the doctrine
of equivalents. Echoing (but not citing) Hughes Aircraft, the Federal
Circuit acknowledged its task to be comparing the accused device with the
claimed invention “as a whole.”® -However, the court proceeded to
examine “the totality of change in the accused devices from that described
in the [patent] specification. For the reasons discussed in [the lteral

Westinghouse Elec. Corp., 822 F.2d 1528, 1533 n.9 (Fed. Cir. 1987). Stricdy speaking,

claims contain limitations, not elements. By specifying Timitations, the inventor in essence

indicates what he is not claiming as his invention, becanse if a single limitation is not met
by an accused device, no literal infringement can be found.

50. 717 F.2d at 1364,

51. Hd. at 1366. The case was remanded, but only for a determmatmn of damnges

52. 805 F.2d 1558 (Fed. Cir. 1986). :

53. See supra note 7 and accompanying text.

54, 805 F.2d at 1571.

55. M.
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s ’29.3]?‘75- i

mfrmgemem; analys1s,] the accused devxces are nut eqmvalent to the:'-““‘;. | o
claimed invention, applymg the cntena of Graver Tank.™ .The court
then focused on e]ement-by-elemem differences, arguably lgnormg the ~.

spirit, if not the letter, of the admomtwn in Hughes to examme the A

‘accused and claimed devaces for smk:ng overall smﬂannes

:Maoreover, the court s concludmg observauons suggest a concem over -

. too-liberal appllcatlon of the doctrme

[The dectrine of cquwalents] con..ututes adewatlon from the I
need of the public to know the precise legal Iimits of patent‘ S
protection  without recourse :to judicial ruling. ... We L
caution that. the incentive to innovation that flows fromq o
“invepting around” an- ‘adversely beld patent must be .
preserved. To the extent that'the docmnc of equwalents i
represents an exception to the requxrement ‘that:the claims - s
define the metes and bounds of the patent protection, We |

hearken to the wisdom of the Court in Graver Tank, that the SR

purpose of the rule is “to temper unsparing loglc and thus SR
to serve the greater mtercsts of Jusuce LA )

Although purporting to draw its authority from the wi‘sdb:ii of the Court

in Graver Tank,” the nature of the Federal Circuii’s comments indicates . i -

that it was most persuaded by the wisdom: of Justme Black in d1ssent :
The Federal Circuit in Perkin-Elmer Corp. v. Westinghouse Electric .-

Corp.*® again expressed reluctance to endorse the Hughes Aircraft pra.cnce -

of examining the “invention as a whole.” 'In particular, the. court
dismissed as dicta the suggestion, ' found in several Federal Cll‘Cl.llt
. opinions, that when detenmmng mfnngement by equwa]ents a court
should consider the “essence” or_ gist” of an invention. Hughes Aircraft -
should not, the Federal Circuit emphasized, be Tead to sanction “the
treatment of claim limitations as insignificant or immaterial in determining
infringement.”  Although in performing the analysis, each claim.
limitation must be “viewed in the context of the entire claim,” the party
charging infringement by equivalents “must shdw the‘presen'ce of every

56. Id. at 1572, _ - R
57. M. \
58. 822 F.2d 1528 (Fed. Cir. 1987),

59. I, at 1533.
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elemsnt .or its substantxal eqmvalent m the accused devwe. 'I‘hus, 8
substantlally eqmvalent" ‘element’ does not al;er “r.he way m wiuch the
function of the claimed- invention is-performed. ™. ‘

Perhaps in view of the dlfﬁculty involved in harmomzmg the above ‘
 trio of decisions, the. Federal Cu'cmt in 1987 granted en banc review® of _i' :
the infringement issues raised. in “Pennwalt :Corp.: v. Dumnd—WayIand 5h
Inc.® At issue in Pennwalt was a patented fruit sorter, a device’ that "
determined the color and weight ofa piece of freit and then, based on - o
those data, routed the fruit to the-appropriate location. The claims reclted SR
- two pos:txonmdmatmg means” that “ contmuously” indicated theposmon  '

of each piece 0 fruit traveling through the apparatus. & The first posmon :
indicating means tracked the fruit as it travelled between the color sensor "

and the scale, and the second tracked itas it travelled between the scale "

and the appropriate bin.

The accused fruit sorter also. ﬁrst evaluated the color of an item. Each )

color datum was then placed .at the end of ‘a-software “color queue.™

‘'From the speed of the conveyor belt on which the items travelled, I.he'
distance between the color sensor and the scale, and the elapsed time, ‘the -

system was then able. to identify the datum in the color queue that

 corresponded to the item currently at the scale. The wexght mformatwn '

generated by the scale, together with the color mformanon allowed the c
system to determine the proper destination bin, the identity of whlch was |
then stored in a “weight queue.” - From this mformatlon, the system o

determined the proper destination of each piece of fruit.’

After affirming the district court’s ﬁndmg of no literal mfrmgement

60. Id. (citations omitted).

T 61 M.

62. Enbanc review has been granted in patent cases only 16 times in the Federal ercult s
12-year history.’. In re Donakison, 16 F.3d 1189 (Fed. Cir. 1994); 'AC Aukerman Co. v.
RL Chaides Constr. Co., 960 F.2d 1020 (Fed. Cir. 1992); Aerojet-General Corp. v.

Machine Tool Works, Lid., 895 F.2d 736 (Fed. Cir. 1990); In re Dillon, 919 F.2d '688 ‘

(Fed. Cir, 1990); Copelands’ Enters., Inc. v. CNV, Inc., 887 F.2d 1065 (Fed. Cir.: 1989);
Kingsdown Medical Consultants Ltd, v. Hollister, Inc., 863 F.2d 867 (Fed. Cir. 1988);
Woodard v. Sage, 818 F.2d 841 (Fed, Cir. 1987); _Pcnnwalt Corp.-v. Durand-Wayland,
Inc., 833 F.2d 931, 946 (Fed. Cir. 1987), cer. denied, 485 U.S. 1009 (1988); Wyden v.

Commissioner of Patents and Trademarks, 807 F.2d 934 (Fed. Cir. 1986); In re Ener, 756

F.2d 852 (Fed. Cir. 1985); Paulik v. Rizkalla, 760 F.2d 1270 (Fed. Cir. 1985); SRI Int’l
v. Matsushita Elec. Corp., 775 F.2d 1107 (Fed. Cir. 1985); Atari, Inc. v. JS&A Group,
‘Inc., 747 F.2d 1422 (Fed. Cir. 1984); Gardner v. TEC Sys., Inc., 725 F.2d 1338 (Fed.
Cir. 1983), cert. denied, 469 U.S. 830 (1984); United States v. John C. Grimberg Co., 702
F.2d 1362 (Fed. Cir. 1983); South Corp. v. United States, 690 F.2d 1368 (Fed. Cir. 1982)
63. 833 F.2d 931 (Fed. Cir. 1987).
64. M. at 937.
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the Fedcral Cu‘cmt concluded t.hat I:he dlstnct court had also properly ’
found no mfrmgement under the doctrmc of eqmvalents The ]ower court .
* had performed an element-by—element companson, attemptmg to match
_'each of the elements in the asserted . claum ‘to 'some- structure in the ‘
accused device.” Finding nothmg in the accused device that cantmuausly -

indicated the posmon of each item, the district court had held for the - -

. defendant. The Federal Circuit agreed, rejcctmg the patentes’s argument
that the location of an item passing through thc accused apparatus could -
be calculated by evaluating the positions - in the queues of the data

associated ‘with the item. - Because the software queues of the accused_-
device did ‘not perform “the same or an cquwalent function”. of the -

claimed position indicating means, the accused fruit sorter. d:d nct satlsfy. L
the tripartite Graver Tank test. S

In an excoriating dissent, Judge Bemlett argucd that. the majonty s
clement-by-clement test was in substance identical to the. obvmus and "
exact equivalents” requirement rejected in Hugkes Atrcrafr “In support

of the Hughes Aircraft approach, the dissent observcd that the majonty s U f
test “blurs, if not eliminates,” the distinction, carefully recognized and Rk

identified by the majority, between mcans-plus-ﬂmcuon equnva]ents and R
equivalents. for purposes of the doctrine -of equivalents.® - While e

conceding that suchar ment of “onc-to-onc correspondence creates
g equire

a bright line rule easier to apply,” the dissent concluded that the rule ok

would be more “costly in terms of unfair rcsults in cxccpnonal cases. i

65. Id. at 939. The court also noted that the - “continucusly indicating™ position meaus '
were included during patent prosecution to dlstmgmsh the claimed device from the pnur art,
Id. at 938. If this is accurate, the conclusion that the accused device. contains no

continuously indicating position means should therefore ‘have ended the' doctiing of;'\;
equivalents analysis without even reaching the function/way/result test. Under the doctrine =

of prasecution history estoppel, a patentee is barred from regaining, using the doctrine of 2
equivalents, subject matter surrendered dunng prosecution to secure the patent See 4
CHISUM, supra note 7, § 18.05.

66, Id. at 943 {Bennett, J., dissenting). For a discussion of “means plus functmn
claims, see supra notes 7-8 and accompanying text. Generally speaking, a means plus
function claim element must be construed with reference to the structure in the patent
specification that performs that function. Because the patentee elected not to claim expressly
that structure, the court then looks to whether the similar structure in the accused device is

“substantially equivalent.” The equivalents analysis for this type of claim element therefore
must be “element-by-element.” By (apparentdy) eschewing the “invention as a whole”
analysis (wherein the court would look to whether the entire accused device is equivalent),
Judge Bennett charges that the majority is also performing. this “element-by-element™
investigation when applying the doctrine of equivalents. If so, the means plus function -
element would have no independent legal content, and 35 U S.C. § 112, Y6 would be 2 -
dead letter.

67 Id. at 946 (Benm:tt 1., dissenting).
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Intercstmgly, the dlssent then proceedcd to resolve the quesnon the ‘_" o

majority never reached" 68 whether - the . accused mfnnger ) software E
queves perform substantxally the same. function in substanually ‘the same

way to achieve substantially. the same result 2s the claimed: position - . e
indicating means. After scrut:mzmg the accused queue techmque, the: o

dissent concluded that the Graver Tank test was satisfied. . In so domg, Co
however, Judge Bennett if anything supported the reasoning of the
majority. For both majority and dissent, the focus of the comparison was

not the claimed and accused fruit sorters, but rather their respective E A

position indicating elements; neither group undertook to examine the

“invention as a whole.” Thus, and despite his protestations to the
' contrary, Judge Bennett's dispute with the majority distilled down to
nothing more than a different interpretation of the facts.

In an attempt to reconcile the positions of the dissent and majority,
Judge Nies, who also joined the majority, submitted “additional views”
on the matier. Purporting to demonstrate that the majority 'decision
overruled no precedent, Judge Nies first surveyed a substantial volume of
case law and concluded that, to establish infringement, every claim -
clement, or a substantial equivalent thereof, must be present in the
accused structure: ‘

[Thhe term “equivalents™ in the “doctrine of equivalenis”
refers to “equivalents” of the elements of the claim, not
“equivalents” of the claimed invention. While a device
found to be an infringement under the doctrine of equiva-
lents is, in a sense, “equivalent" to the claimed invention,
that conclusion follows from application of the doctrine. It
is not the equivalency determination to which the doctrine
is directed, but to the resuit thereof.®

Noting that the “invention as a whole” test does not appear in Grdver ‘
Tank,™ Judge Nies then explained that the use of that phrase in Hughes
Aircraft must be evaluated in the context of the aforementioned substantial-
body of precedent requiring all elements to be present. Judge Nies

68. Id. at 944.

69. Id. at 953 (Nies, I., additional views). ‘

70. Although the particular language did not appear in Graver Tank, the mpamm test was
there applizd to the claimed blasting compound, not to the mdmdual components of the
chemical,
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‘ attnbuted the Hugkes Azrcraﬁ‘ court's faﬂure to amwlate ttus reqmrement L o e

| tothe everyone—knows—that syndrome it was snnply aproposmon too‘_ o

seif-evident to bother restating, A close readmg of Hugkes Atrcraﬁ,j"-;_ S

Judge Nies asserted, reveals: that “an equwa.lent of each element of thef, :
ciaim was found in the accused device.™” Judge Nies failed, howevcr, o

to point to an illustrative passage. It is unclear wha.t strucmre in the*
accused satellite Judge Nies considered to be equwalent to the claumed B
“means for prowdmg an indication to a locauon extemal to sald.‘f.”‘_f' B

bady . . . ."" S 5
Fmally, Judge Newman who also Jomed the dlSS-t subm:tted al
“commentary” challenging the majority’s reasoning. PerJudge Newman,
the majority’s approach is little more than a literal mfnngement analysis.
Some claim limitations (such as a recited function'of a‘means elemeﬂt)
are so insignificant that their absence from an accused device cannot qn
keeping with the cquuable spirit of the doctrine, be sufﬁclent to support
a finding of no infringement. Judge Newman concluded that ‘although =
such a rule may be in tension with the ideal of precisidn claiming, and‘;‘
reasonable minds might differ' on how best to _wéigh the competing
underlying policies, the proper balance has been considered and fixed by

the Supreme Court. It is, therefore, not the provmce of the Federal

Circuit to strike this balance anew. SRR
Notwithstanding that it may have raised more issues than it. resulved

Pennwalt stands today as probably the most accurate reﬂecnon of the
Federal Circuit’s position on the doctrine of equivalents. A samplmg of . .
subsequent cases that have attempted to apply the doctrine illustrates how:':' i

effective the element-by-element test has proved. :
Black & Decker, Inc. v. Hoover Service Cermer13 mvolved an appeal
of a denial of a prellmmary injunction in connection with the alleged

infringement of a patent for a portable “wet and dry” vacuum cleaner. . S

One element in the asserted claim was “a front walt and a snout extending
forward of said from wall into said storage chamber . . . .”™ Because -
the accused device lacked both wall and snout, the Federal Circuit
affirmed the lower court’s finding that the patentee was unlikely to prevail
on the issue of literal infringement.

However, the Federal Circuit reversed as clearly erroneous a similar

71. 833 F.2d at 953.

72. See supra note 46.

73. B86 F.2d 1285 (Fed. Cir. 1989).
74. Id. at 1293,
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finding regardmg infringement under the doctnne of equlvm‘nts F]I‘St v et
the court noted that the accused device functioned 1dent1cally to the

claimed invention. In particular, the Federal Clrcu:t s analysns focused

on functional characteristics' attributable to the claimed wall and snout.. el

Second, the Federal Circuit found that' the defendant’s’ alr-‘hql.ndu‘ -
separation apparatus is obviously merely an insubstantially altered form

* of that set forth in the claim . .. .”® In view .of the court’s earlier
finding that the accused device included neither wall. nor snout, ‘it is
unclear from the opinion how this could have been so..

In Slimfold Manufacturing Co. v. Kmkead Industry,"" the defendant
was found liable in district court for mfnngement under the doctnne of
equivalents. The claims of the patent-at-issue set forth a sprihg-loadec‘l‘ ‘
pivot rod assembly for use as a hinge in a bi-fold door. For ease of

assembly, a latch in the claimed invention held a pomon of the rod /.-

retracted. When the assembly was later positioned in the door, the latch )
was released, allowing the rod to spring into place.. The defendant’s
product was identical, except that it had no such latch; rather, the pin was -
held retracted by a styrofoam wedge that was removed and. discarded
during installation. The Federal Circuit first found that the latch and the
wedge performed the same function to attain the same resuli: holding the
pin in a retacted position until installation. The ways in which the two -
devices operated, however, were so different that the appeals court found
to be clearly erroneous the district court’s finding of infringement.
Notwithstanding the district court’s conclusions to the contrary after a full
trial on the merits, the Federal Circuit determined that a separate,
removable wedge that acts as a friction device operates in a different way
than something that grabs and latches. ‘ ‘

The grant of a motion for summary judgment of no infringement
under the doctrine of equivalents was appealed in London v. Carson Pirie
Scott & Co.™ Before turning to the merits, the Federal Circuit noted that
the doctrine of equivalents should in general be sparingly invoked:

Application of the doctrine of equivalents is the exception,
however, not the rule, for if the publi(:_ comes to believe (or
fear) that the language of patent claims can never be relied
on, and that the doctrine of equivalents is simply the second

75. Hd. at 1265.
76. 932 F.2d 1453 (Fed. Cir, 1991).
77. 946 F.2d 1534 (Fed. Cir. 1991).
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prong of every mfnngement charge reglﬂarly avallable to

extend: protectxon beyond ‘the  scope- of the claims, then A

. claims will cease to serve their mtended purpose SO

Two patents were asserted in Larzdon, both pertainingto ga’rme'nf bag
hanger clamps. After stating that “{tlhere can be no infrihgemi:nt-‘as' a-
matter of law if a claim limitation is totally missing from'the accused "
device,”™ the court observed that the first patent clmmed a latch that .,
grasps the shank of a hanger, that is, the portion between the hanger hook

and the tnangu]ar-shaped hanger body. - The accused device, however,- -

grasped hanger hooks. Since grasping hanger shanks was “ﬁmdamenta] -
to the way” that the invention worked, the accused devxc;e could not be R

an infringing equivalent.® The patentee argued that because the accused

device could grasp a hanger shank bent by ninety degrees, it did operate =~ -
in the same way. The court rejected this contention, noting that a hanger - -

with a bent shank is no longer a hanger. Because the pré}imble of the ]
claim made clear that the invention was to be used with conventlonalr
hangers, the scape of the monopoly could not be extended to hangers o
modified per the patentee’s suggestion.’! .
' Regarding the second patent, which did grasp hanger hooks the
Federal Circuit again concluded that no reasonable jury could have. found .
that the accused device was an infringing equwalent ‘The claim requued .

the upper portion of the clamp to be fixed in some manner to the top of . .

the garment bag. The lower portion was p1vota11y mounted” to. thls
upper portion, such that when the clamp was released, the lower portion
partially rotated downward. In contrast the accused device had a fixed
lower portion and an upper portion that rotated upward when the clamp
was released. Because of this difference,*® the court observed that auser -

78. Id. at 1538.

79. Id. at 1539,

80. Id. at 1539.

81. The preamble of a patent claim is the portion of the claim that introduces, and in
essence establishes the context for, the claim. For example:

A bifurcated clamp for embracing a plurality of garment hangers adapted

to be positioned within a garment bag, each hanger having an upstanding .
shank between the supporting hook for the hanger and the support for the -
garment, and said upstanding shanks adapted to be spaced along the length -
of said clamp, said clamp comgrising . .. .

Id. at 1535. :
82. In fact, the court compared to the accused device the claims mterpreted in view of



0 | Harvard Journal' ofLaw & Technolagy [Vol 7 '

operatmg the accused device need not lift. the combmed welght of the*‘ ks

hangers and clothmg when closmg the accused clamp Fuﬂ.her hangers R
clamped by the claimed device would tcnd to slide off the lower pomon L

- when the clamp was opened, whereas they would remain stauonary mthe SR
accused product. Thus, the accused device was found to operate in. a .
substantially different way. -

The allegedly infringed patent in Malta v. Schulmenck Canllan:,
Inc.® disclosed a mechanism that enabled a handbe]l player to vary the
“brightness™ of the tone produced by the bell. The handbell clapper had
three sets of striking surfaces, each constructed from a different material.
The ciapper could be rotated such that only one set of surfacés could
contact the bell. Although some prior art handbells also had adjustable
clappers, only the clapper in the patented bell could be adjusted “on the
fly.” Two claims were asserted in the district court. The clapper in
claim two had “at least three opposed pairs of surface portions wherein
each of said pairs has a different degree of hardness.”® In claim three,
the clapper had “a plurality of striking buttons posmoned in opposed pairs
around the outer peripbery . .. ."% -

The clapper in the accused handbell was substantlally as described in
claim two. The jury, however, for reasons unrelated to the issues ralsed s
on appeal had found that claim noninfringing. The issue thus focused on o
whether the accused device was an infringing eqmvalent of claim three
The trier of fact had determined that it was. o

The Federal Circuit, affirming the district court’s grant of Judgment
notwithstanding the verdict, found that no reasonable jury could have
concluded that the accused product. infringed under the doctrine of
equivalents. However, the appeals court disagreed with the district -
court’s analysis. The district court had applied the standard articulated
in Lear Sigler, Inc. v. Sealy Mattress Cb.‘,“ decided after the jury in
Maita had reached its verdict, which required patentees asserting
infringement under the doctrine of equivalents to present the function,
way, and result indicia “in the form of particularized testimony and
linking argument.”® Without such testimony, a jury “is more or less plit

the specification . . . .” Id. at 1540. Strictly speaking this was improper, given that the’ s

claims were not dmﬁ:d in “means plus function™ form. See supra notes7-8. .
83. 952 F.2d 1320 (Fed. Cir. 1991).
84. IHd. ar 1323,
85, M.
86. 873 F.2d 1422 (Fed. Cir. 1989).
87. Id. at 1425-26.
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to sea without guxdmg charts when called upon to determme mfnngement .
under the doctrme 788 . After applymg the Lear: Szgler ev:dentlary
requirement to each llmltatlon of the asserted clalm, the district court had
. concluded that the patentee had failed to establish flmctlon/way/remut ‘
equivalency for each element. Such an analysis was found on appeal to
be clear error: although “Pennwalt did not set forth a test as to how one
proves that an element in an accused device is the ‘substantial equivalent’
of a claim limitation,” the Federal Cl.rcult “has never adopted the three "
prong approach to detenmnmg equivalency of a llmntation e
An mdependent review of the record; however, revealed the lower
court’s error io have been harmless. At trial, the pawntee in response
to questions from counsel, had indicated on a sketch of the accused -
product the portions of the clapper that were equivalent to the buttons
specified in claim three. He had then described how .the different
materials selected by the defendant produced tones of differing brilliance,
just as did the accused handbell. Despite this and the fact ‘that the
accused device was essennally ldemlcal to a figure shown in the.

specification of the patent itself, and with no acknowledgement of the

relative simplicity of the claimed and accused designs, the Federal Circuit
concluded that the jury had been inadequately guided inits determination.

Further, regardless of the apparent wealth of support for the patentee’s
position, the Federal Circuit concluded that, in light of the variations in
“design, flexibility and simplicity” between the embodiments of each of
claims two and three,® those two embodiments “are.not equivalent in
‘way.’*# This remarkable observation on the merits would appear to
cripple completely the patentee’s prospects for .prevailihg on remand.

II. CRITIQUE

"~ As the above-discussed cases sgf,"’écst, considerable debate and
uncertainty surround the app]ication_fc’)f the doctrine of equivalents. At
bottom, ihis failure might be ascribed to a lack of a clearly articulated
justification for the doctrine’s existence. Without an accurate understand-
ing of the fundamental rationale for ei;panding 2 patent monopoly beyond
the face of the patent claims, a court is also “more or less put to sea

88. M. at 1426.

89. 952 F.2d at 1325,

90. - These claims were dcscnbed in the patent as alternatives,
91. 952 F.2d at 1327.
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/ mdteanon that the patentee mtended othemse petent protectton should
" be sufﬁclently broad to: “allow mventots o, retarn to their’ own-use -
- what they themselves have created % Thus. under Wmans ‘the’ doc:
" trine’s .focus is on what' an mventor has- created not whax she hasr
‘claimed. ‘This creative contribution is determmed wrth reference to an’
invention’s - mode - of operation, ‘that aspect Or. those aspects ‘of. the-
invention that make it patentably distinct from the pnor art
Although the preelse definition of mode of operahon is uncertam from;
Winans, one is suggested by the Federal Circuit’s dectslon in- Wilsan
Sporting Goods Co. v. .David Geoffrey & Associates. % There, Judge}‘- B
Rich noted that the range of equivalents cannot be so broad as: to cover
‘mvenuons known to the prior art at the time ‘the patent apphcatton was ol
filed.” As an aid to fixing the Imuts of - the scope of pemnssxble
eqmvalents the court stated: >

[I]t may be helpful to conceptualize the limitation on the -° =
scope of equivalents by visualizing a hypothetical patent . -

.- claim, sufficient in scope to literally cover the.accused - . <.

- product. The pertinent question then becomes whetherthat- B

hypothetical claim could have been allowed by the PTO. =
over the prior art. If not, then it would be: 1mpr0per to - S
permit the patentee to obtain that coverage in an mﬁ-mge- '
ment suit under the doctrine of equivalents. If the hypothet-
ical claim could have been allowed, then prior art is not a
bar to infringement under the doctrine of equivalents.®

As the final sentence in the quoted passage makes clear, the “hypothetical = - L
claim™-inquiry is merely a threshold one; only if an allowable hypotheti- -
cal claim exists can the court then proceed to determine whether the -
accused device infringes under the doctrine of equivalents. Winans,

92. See supra note 88.

93. Winans v. Denmead, 56 U.S. 330 341 (1853).

94. 904 F.2d 677 (Fed. Cir, 1990). v L
95. See Senmed, Inc. v, Richard-Allzn Medical lndus 888 F. Zd 815, 821 (Fed Cl[ :

© 1989).

96. 904 F.2d at 684,
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“however, mdtcatec that tlns seeond step.is unnecessary any“ accused
 device within this hypothetical claim would be an ipﬁ;_ggmg;eqﬁ_iyaem
_ The Supreme Court in Graver Tank did: ot follow the enutled t
- one’s creations” rauona]e of W’nans Rather the Court 'Jusuﬁed th
docrnne of equwalents as an eqmtable pnncnple necessary o d15ceurag

“piracy,” “stealing,” and “fraud.”’ On its face, this rationale comports
tidily with courts’ broadequltable powers to- provrde rehef maccordance '
with the prmc:ples of justice.”? However, further analysns revea]s that
determining what i is _;ust” in the area of mfrmgement under the doctnne :
of equivalents is not so- readlly done : “Theft" 1s deﬁned in t.he Mode
Penal Code as “unlawfully tak[mg] ar exerers[mg] comrol over,: movable !
property of another with purpose to deprive him thereof ”” Crmcal here :
is the requirement that the thing taken be another 8 property Under i
Graver Tank, equivalents are deemed 10 be the patentee s mtellecrual Tt
property for fear that failing to do 50 would encourage theft However Yl
an unclaimed equlvalent would not be property and hence usmg such an " B
equivalent would not be theft in the- absenee ‘of the.doctrine of eqmva—_‘ S
lents. In other words, makmg, usmg, ‘or- selling- an’ eqmvalent is theftof =~
something that is deemed property only because of the fear of theft. As' '

“ the circularity of this argument hrghhghts a distaste for theﬁ cannot dn oo
fact underly the Graver Tank justification for the doctrine. "At the core?j; L
there must be some other explanat:on why an’ mventor 1s entitled toa. ;,
broader monopoly than is provided- for on the face of, the patent claim:
Only when such an entitlement is 1dent1ﬁed can- the theft of itbea - -
concern. Lo
Maybe then it is the lack ofa clear }ustlﬁcatlon for the doctrme of o
equivalents that has preclpnated a oollecnon of case law that ‘onone leve] .

at least, is inconsistent and confusing. For instance, the Graver Tank} E
opinion itself noted in conclusion that the Court might have applied the

doctrine of equivalents more narrowly, or possibly in a different manner' ‘
altogether, had the accused infringer demonstrated independent creation.®

This dictum strongly suggested that the purpose of the doctrine is
specific, not general, theft deterrence. Certainly strong policy arguments.
recommend either approach.'® That the Court addressed neither position

97. Browning v. Peyton, 918 F.2d 1516, 1522 {11th Cir. 1990).

98. MODEL PENAL CODE § 223.2 (1980).

99. See supra notes 38-39 and accompanying text, )

100. Two facets of the creative thought process suggest that it would be far mo easy in -
many instances for an accused infringer to fabricate evidence of independent creation. First, -
ail creation is to some degree based on kmowledge drawn from the public domain. Second,



o 304 ,' Harvard aurna ;afLaw Techualogy

f‘.m detall evinces. further the dlfﬁl:ult}' of the “anti-t
purportedly underhes the doctrme e
. Hughes Aircraft, Pennwalt, and theu' progeny, apart from periodic.
“perfunctory cites to- the Graver Tank dlscussmn of the: theft rationale, :
have meither undertaken a cnncal analys:s of the SpBCIﬁC or. general theft' g
deterrence policy, nor attempted to plmnb more - thomughly the‘ ;

- metaprmcxples that ground the doctrine ‘of: eqmva]ents. “Rather;- thef—_f ‘
" Federal Circuit has applied itself to ﬂeshmg out the functmn!way/resultf: o o

framework.

The majority in Perznwalr in'a clear effort to move away from the“;"""._‘._]fl" i
ephemeral “invention as a wholé”: language of Hughes Aircrafi, stated . SR
that the classic tripartite test is satisfied only if the patentee shows “the‘.\ e
presence of every element or its substantial eqmvalent in the accused o

device,”'™ Thus, per the Pennwair majority, there must be func-

tion/way/result equivalence for each element.'® The dlfﬁcultles inherent

in such an approach were not readily apparent in Pernwalt, in whxch the ',
two elements compared were discrete, almost freestanding, pOl'thIlS ofthe -
respective devices. Each had a function that, standmg alone, could be
conceptualized independently of the operation of - the fruit sorter.
However, many elements will not lend themselves so readily to such -
analysis. For instance, in Winans the critical characteristic was the
circular cross-section of the claimed railroad car. Whether a circle is
equivalent to an octagon cannot be determined in the abstract. For
example, as used to describe the shape of a railroad car, the two elements

ideas made public typically disseminate rapidly and inexpensively, Thus, all accused
infringers are likely to have had access 10 the tools necessary for independent creation; the
dispute will thus focus on whether and how those tools were utilized.. Refusing to admit
evidence of independent creation would therefore both minimize the already substantial -

evidentiary burdens of an infringement action and protect the patentee against a perjurious . -

infringer,  On the other hand, such a rule might, especially given the uncertain scope of
- infringing equivalents, also discourage hanest inventors from working in the same general
area, even though these efforts might yield new and useful noninfringing products.” Such
a result would be contrary to the stated policy objective of preserving the incentive to
“invent around.” See Texas Instruments, 805 F.2d at 1572.

101. Penawalt Corp. v. Durand-Wayland, Inc., 833 F.2d 931, 935 (Fed. Cir. 1987)
(quoting Lemelson v. United States, 752 F.2d 1538, 1551 (Fed. Cir. 1985)), cert. denied,
485 U.S. 1009 (1988).

102. But see 833 F.2d at 954 n.3 (Nies, J., additional views), in which Judge Nies, also
a member of the majority, noted: :

The “function” in the function/way/result test of Graver Tank is not the
“function” of a single means element. The laiter is part of the of the
inquiry into whether the accused device works in the “same way."
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. ‘ _may arguahly perform the same functmn of efﬁc1ent load dlstnbutlon _

However, if used to descnbe the shape of a basketball hoop,’ a cu'cle and‘,
an octagon would have entirely different functions and ‘would produce -

very different results, and thus would not be: mfrmgmg equlvalents e
Therefore, the' runetxon of an element.- can only 'be descnbed w1th;.; Y

reference to the invention of which xt is a part

The - decisions 1mmed1ate1y followmg Pennwalt have apparentlyi;' o
validated  this. observation. - In Black & Decker for instance, the* oourt |
" concluded that the “ﬁmctron prong of the test was satisfied by: evrdence AR
“-that the accused and claimed vacuum cleaners behaved 1dent1cally, ina’ 2
manner that implicated the features attributable to the claim. limitations not ="
literally met in the accused device. . Similarly, in London, the’ court .. .-
deemed the two hanger clamps not funchonally eqmvalent because one . Do i.'
was more difficult than the other to manipulate’ when fully loaded. =~ -
Confusion on the subject persrsted in the lower courts,“"'3 however, ‘until .- o ._?'T
the Federal Circuit in Malfa stated expressly that the Graver Tank three- "
Prong test is to be applied to the- accused devxce as'a whole, and not to‘ L

the individual claim elements.'®

Thus clarified, the Pennwalt rule was set forth by Judge Nl% |10 thefj
function/way/result test does apply to the accused device, apparently Yas’
a whole,” but the “way” prong cannot be satls‘ied if the accused dev:cef;ﬁ

entirely lacks -a claim element, or.a substantml equivalent thereof." .~ :
While undoubtedly a longer statement of the law, this prmc:p]e isfar:: o0
from, as characterized by the Pennwalt dissent; “a bnght line rule, easier

‘toapply . . . .”'” Rather, the test suffers from a least three deﬁclencres o

that not only fail to' make it easier to apply, but also allow courts to R ‘
manipulate it, much as was done in the cases precedmg Pennwalt, to‘ ["'- :

permit any desired range of equwa.lents

First, a court applying the test must, as before Pennwa[t determme '
how the claimed and accused devices functron and the results thereby
achieved. Several strategies for making this determ:nanon suggest

103. See, e.g., Mala v. Schulmerich Carillons, Inc., 952 F.2d 1320,°1326 (Fed. Cir.
1991} (stating that application of the ﬁmchon/waylresult test by drsmct Judge to each'
element is erroneous). . . :

104. Id.

105. Sez supra note 102. :

106. According to “the All Elzments rule, element is used in the sense of a lmutanon
of a claim.” Coming Glass Works v. Sumitomo Elec. U S.A., Inc., 868 F.2d 1251 1259
(Fed. Cir. 1989). .

107. Pennwalt, 833 F.2d at 946 (Bennett, J., dissenting).’
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themselves The court mlght begm by examuung the preamble of the'_é
disputed claim, which may set forth at least-the inventor’s understandmgf_ »

will not be considered a hmitanon if it “merely states a putpose of '
intended use and the remainder of the claim completely -defines_ the’ L
invention. ™08 Furthermore 1twouldbeoddtoperm1t Judiclous preamble -

drafting to control the apphcatmn of the doctrine of equivalents.'®-

As a result, the frier of fact mmst evaluate the substance and’ nature of b

the invention. An invention, however, typically produces mynad Tesylts "" :

and has many functions, whereas the tripartite test demands the isolation’ -

of a single result and a single function ~Thus, the proper determmanon

of both result and function might require.the apphcatlon of somethmg . o

similar to the notorious “level of abstractions™ test''® used in copyright
cases to isolate idea from expression, 1! W:thout some such techmque for
analyzing inventive essence, it is not readily apparent how the result and

function factors could best be isolated from both the mvenuon and the .

accused device.

Perhaps in recognition of this d1fﬁcu1ty, the. Federal Clrcmt has

adopted expansive notions of function and result.'? However, even,' '

setting aside the level of abstraction problem, a second difficulty inhefes
in the Pennwalt reasoning, namely determining what’ constltutes .an
element for purposes of the element-by-element - companson It is

axiomatic in patent law that infringement. cannot.be av01ded by combm_- "

ing, in the accused device, two,claimed elements into a single element."™
Nor can infringement be avoided by using two elements in. the stead of -

a single claimed element.!* Apphcanon of the ‘test therefore first
ing |

10§. Mantson v. J.C. Penney Co., 353 F.2d 976, 986 (dth Cir. 1965). ‘

109. M form were io prevail over substance on the function and result issues, a claim
preamble could be drafied broadly to ensnare devices not remotely contemplated by the'
claimed invention. For example, a preamble might claim “[2]pparatus for sorting fruit,
comprising . 7 Even if the claimed fruit sorter sorts by weight and color. the patentee. .
asserting that an appa.mms that sorts by size and smell is an mfrmgmg ‘equivalent would
prevail on two of the three Graver Tank prongs. :

110. See Nichols v. Universal Pictures Co., 45 F.2d 119 (2d Cir. 1930) (L Hand, 1.);
see also Computer Assocs. Tnt’l, Inc. v. Almi, Inc. 775 F. Supp. 544 (E.D.N. Y 1991),
aff"d, 982 F.2d 693 {24 Cir. 1992). -

111. See, e.g., Baker v. Selden, 101 U.S. 99 (1879) (no copynght protecuon ot' -
expression that is inseparable from the underlying idea).

112. &f Sllmfala‘ 932 F.2d at 1457 (“In the present case, as often happens in docmne e
of equivalents cases, there is no material dispute about the 'ﬁ.mcnon and resu]t prungs of o
the test.”). L

113. See Dolly v. Spalding & Evenflo Cos., 16 F.3d 394 (Fed. Cir. 1994). -

114, See, e.g., Pennwalt Corp. v. Durand-Wayland, Inc., 833 F,2d 931, 968 {Fed, Cir. -
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: demands 1solatmn of each element of the dlsputed clalm A]though tlus
 exercise ‘was.not expressly performed mHughes Atrcraﬁ‘ that case does' 0

provide ahelpful lllustratlon. The clalmed apparatus had subcomponen\'s R
that transmitted data'to a ground source;. processed the recelved data, and e
communicated the calculated  control mformauon back to the satelhte L

 That the accused device had no such elements would appear from a strict
' apphcauon of Pennwalt, .to foreclose a ﬁndmg of mfnngement by"

equivalents. However, the cases can be: harmomzed if the dxsputed R
elements are aggregated into a single element, for instance a posmon‘-. S

data processor.”'" . Since the accused device also had such’ a processor

albeit one incorporated into the. satelltte, element-by-element correspon— e

. dence emsted

~ Although logical, and apparently drctated by Hughes A:rcmﬁ‘ 116 tlnsj

approach threatens seriously ‘to undérmine the. purported “bnght hne

nature of Pennwalt. If some noncorrelative claimed. elements can, bejff‘_ b

aggregated into a single constructive element no sound Justrﬁcatton emstS" -

for not permitting all elements of a claim to be so aggregated. - This, of .~

course, effectively TesurTects the mvennonasawhole companson ﬂatly;f
rejected mPennwaIt ' ' e

The final dlfﬁculty with the current ﬁmcuon!waylresult framework 1s']”; ,. .
that, after the respective elements of the accused and claimed devrces T
have been collected into ana.logous pairs, ‘the tner of fact must then’f‘:f .

determine whether these clemental pairs are substanually equ:valent .
The Federal Circuit, however, admits that it can offer no guidance for v

~ determining if the equivalence between two elements is substantial.''® At o

most, the court is certain that function/way/result equlvalence of each'

elemental pair, while sufﬁcxent to estabhsh substantrahty, isnot necessary e

to do so0.'¥? o
) Perhaps the court s reticence to prowde such gmdance stems from an

hy
v

1987) (Newman, J., commentary), cert. a'emed 485 U.S. 1009 (1988), Royal 'Iypewnter
Co. v. Remington Rand, Inc., 168 F.2d 691, 693 (2d Cir. 1948), - ‘
115. &f. supra notes 70-71 and accompanying text. .
116. Although the majority in Pennwalt did not comment on the vmbrhty of Hughes .
Aircraft in light of its amalysis, neither did it suggest that its analysrs was somehow a
departure from established law,
117. It cannot be the case that the elemental pairs must be identical in order for the -
accused and claimed devices to operate in the-same way. In Winans, the “circular” claim -

element was not identical to the “octagonal” element in the accused devxce andyetthetwo . '

railroad cars were deemed equivalents. :
118. See Malta v. Schulmerich Carillons, Inc., 952 F.2d" 1320 1326 (Fed Cn- 1991.) a

(staring that equivalency must be determmed ona case-by-case basas) e
119, Id.
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appreclatlon that a companson of elemental pairs is 'analytlcally unpossn—
ble “in_an abstract vacuum, " The. facts _of" Graver" Tank provnde an.-
iltustration. The accused Weldmg flux used manganese sﬂxcate wherms
the patentee’s product employed magnesmm silicate." A, chem:st Af
- asked whether the two silicates are substannally equwalent ”: wou]d be" /
unable to respond however that term is deﬁned - For some appllcauons.
such as- welding fluxes, the two' compounds m genera] may be mter-,
changeable. But for other uses, they may not be. A court Tust therefore
determine ‘the equivalency of an elemental pair- w1th reference to the". =
purpose the element serves. in the claimed invention. It was thls L
conclusion that led post-Penuwalt courts o examme the function - and = S
result of the entire claimed invention. Thus, the wall and snout ];mltd-ﬁ-"'." S
tions in Black & Decker allowed the claimed vacuum cleaner to separate. .
water when operated at a variety of orientations. The alleged. mfnnger s, N ‘ |
air-liquid separation apparatus imparted the same feature to the accused S
device. Incontrast, the fact that the lower portion of the clauned garment '
bag clamp in London pivoted downward made the clamp. much ‘more
difficult to use than the accused clamp, in which the upper portion of the
clamp pivoted upward.?! Thus, despite the Federal Circuit’s efforts to. Sl

120. - Recall that the claim at issue, however, specified a flux.composed of an alkaline
earth metal silicate and calcium fluoride. Sez supra note 34 and accompanying text. The
accused flux contained calcivm siticate, an alkaline earth metal silicate, and manganese
silicate, which_ is neither an alkaline earth metal silicate nor calcium fluoride. The -
patentee’s commercial product was made from calcmm s;hcate and magnesmm silicate, bnth' ‘
alkaline earth metal silicates. ‘

Note, therefore, that neither the patentee’s commercial flux mor the accused flux
contained calcium fluoride. When perfarming the equivalénts analysis, the Court therefore <
apparently erred by comparing the accused flux to the pateniee’s embodimens:

The question which thus emerges is whether the substmmon of the ° sk
manganese which is not an alkaline earth metal [in the accused infringer's

product] for the magnesium [in the patentee’s embodinten] which is, under -

the circumstances of this case, and in view of the technology and the prior

art, is a change of such substance as to make the doctrine of equivalents
inapplicable; or conversely, whether under the circumstances the change -

was so insubstantial® that the trial court’s invocation of the doctrine. of
equivalenis was jusuﬁed

Graver Tank, 339 U.S. at s1o. Instead, the Court should have endeavored to determine if
manganese silicate is equivalent to calcium'ﬂuoride For purposes of discussicn, the facts
will be taken to be as the Court in its analysis presumed them to be to- w:t that the. c]aun .
“at issue reflected the patentee’s commercial embodiment, .

* 121. In Carroll Touch v. Electro Mechanical Sys., 15 F.3d 1573 (Fed Cir. 1993) the
disputed claim recited light beams, spaced apart. The invention related w0 touch-screen
computer monitors, An orthogonal matrix of light beams was placed over the monitor
surface, such thata finger approaching the screen would break two beams, indicating where
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the contrary the eqmvalents analysts mev:tably shlfts back .; to an
examination of the invention as a Wwhole. ™ ‘ :
- In light of these uncertairities and practlcal llmltatlons, Petmwaft has." '

not ‘made - the doctrme of equwa]ents easier to- apply Understandably,
courts tend simply to recite the functlon/waylresult mantra cite Pennwalt, ‘

~ and then proceed to analyze the. facts on'a “conipletely- ad hoc. basns
Given this, commentators have suggested that any effort. to reconclle the
myriad decisions into a coherent vision is Slsyphean . Rather most":v
commentators simply catalog the various cases’ and hlgbllght those facts"
that apparently were central to the ﬁndmg, alI in an effort to assist’ the,.l," :
attorney seeking a factual analogy At best, one m1ght conclude from a .
survey of the more recent Federal ClICl.llt deexsmns that the doetrme will =
be applied in a narrow ad hoc manner. ‘ Thls result was. perhaps“' ‘ ; :
precipitated by Pennwalt, in which the majonty was chasnsed by the
dissent for rebalancing policy conmderatlons welghed and debated forty

- years earher in Graver Tank. Interestingly, as the above analysis has” -~
shown, notlung inherent in Pennwalr compels the result suggested bythe = = -
dissent in that case; there is today no analytical constraint on. courts’ S
ability to find element-by-element equivalence. T

The extended doctrine of equivalents debate has, therefore generated

far more heat than light. The resultant framework of ad hoc. resolution
is an anathema to adherents of the phﬂosophy that “[t}he primary nghts "
and duties with which jurisprudence busies itself again are nothing but
prophecies.”' There is little prophetic about the ‘attempts to date to
apply the doctrine of equivalents. - One attemptin_g to determine today
whether a device is equiva]ent to a patented invention may know how the -
arguments on either side will unfold, but -‘11le is unl‘ikelyi'to be able to

the screen was touched. The accused dmce was 1dent1eal in material respects, except that‘-‘
the orthogonal light beams intersected, and thus were not * “spaced apart™ as required by the -
claim. f4. at 1577. The patent specification pointed ont that becanse the beams were
spaced apart, the claimed monitor not only could determine the velocity of the finger
approaching the screen, butalso prevent a “false trigger” when an object, such as an insect,
was near the screen. Because its beams intersected, the accused device lacked these
features, and was thus found not to be an infringing equivalent. Xd. at 1579,

122. Note also that under the element-by-element approach the doctrine of equivalents
analysis foruses exclusively on non-matching elemental pairs. These “discontinuities” alone -
therefore define the difference between the accused ard claimed inventions, A sufficiently
bread understanding of “substantial similarity,” one limited only by the teachings of the
prior art, would therefore effectively grant to the patentee the entire relevant mode of
operation, as defined in Winans. An element-by-element analysis does not therefore
inherently dictace a narrower range of equivalents. :

123, See generally 4 CHISUM, supra note 7, § 18.04.

124, Ohver Wendell Ho]mes The Path of The Law, 10 HARV L. REV 457 438 (1897)
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predict w:th any real certamty whlch of those mdes is 11ke1y to. prevaxl

" and why. To remedy this uncen:unty, it is' necessary to- prabe thef?:"
justifications that gave rise to the docmne in the first place. "Only by"

discerning and parsing these pnncxples mlght a conststent and coherent e R

Junspmdence emerge.

. ANALYSIS

How much should be read into the statement in W'nam v, Denmead'
that the doctrine of equivalents ‘is not only supported by, but mdeed. -

required under the Intellectual Property Clause of the Constitution?'®" |

Although, as the analysis below demonstrates, there is little support for
the argument that the doctrine is a constitutional requisite; the princ'iples
reflected in the Intellectual Property Clause should nonetheless inform the
courts’ application of the doctrine. Winans suggests that the doctrine is
necessary both to promote the useful arts and to secure to an inventor his
discoveries. For analytical convemence these two ideas wﬂ] be -
consuiered separately below. ‘

A. The Constitution

1. “To promote the Progress of Science and useful Arts by securing
Jor limited Times to Authors and Inventors . . .”

Congress generally has broad latitude when legislating to promote the
progress of the useful arts. Thus the Court in McClurg v. Kingsland™®
concluded that “the power of Congress to legislate upon the subject of
patents is plenary by the terms of the Constitution, and as there are no '
restraints on its exercise, there can be no limitation of their rights to
modify them at their pleasure. . . "% e ,

Also favoring this view are the so-called “'paten't extension” cases,
which involved constitutional challenges tolegislation extending the terms

125. See supra note 13.

126. 42 U.S. (1 How.) 202 (1843).

127. Xd. at 208 (holding that retroactive changes to the patent laws that depnve license-
holders of their rights do not constitute ex post facto laws within the meaning of the
Constitution; Congress cannot so act as to take away the rights in existing patents). See also
United States v. Duell, 172 U.S. 576, 583, 588 (1899) (stating that Congress may provide
whatever instrumentality, here, a specialized judicial tribunal, is necessary in its judgment
to promote the progress of the useful arts).
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of exptred patents. Even where the person challengmg the -xtensmn had‘ ‘_.,":“: .
made a considerable investment under the presumpnon that the patent had_ : g

fallen into the public domain, the Court umformly sustamed Congrws

authority to lengthen the standard term.'® In- this regard Jusuce Story i B

stated in Blanchard v. Spmgue' o

For myself,'- I never have. eiitertainctl ‘any doubt of the L
constitutional authority of congress to make such a grant. -
The power is general, to grant to inventors; and it rests in
the sound discretion of congress to say, when and for what i
length of time and under what cucumstahces the patent for .
an invention shall be granted. ‘There is no rcstnctlon, whtch .
limits the power of congress to enact, whcte the: mventlon

has rot been known or used by the public. . All that is.
required is, that the patentee should be the inventor.!® - |

Similar reasoning informed the holdings in the “patent non-use” cases. -
In these cases, the accused infringer raised in defense that the patent in
question was invalid because the patentee had not employed' the patéilt
towards productive ends. Granting patents for inventions that go unused
does not, the challengers'argued, promote the progress of thé ‘useful arts -
as demanded by the Constitution. However, in Continental Paper Bag
Co.,” the Court upheld, without considering the merits of the chal-
lenger s claim, just such an exercise of legislative discretion.'”

Likewise, in Special Equipment Co. v. Coe,™. the Court held that :
Congress - “could have concluded that the useful arts would be best -
promoted by compliance with the conditions of the statutes which it did. -

128. See, e.g., Evan v. Jordan, 8 F. Cas. 872 (C.C.D. Va. 1813) (No. 4564) (Marshal, -
Cir.1.), aff'd 13 U.8. (2 Cranch) 199 {1815); Bloomer v. Stolley, 3 F. Cas. 729 (C.C.D.’
Ohio 1850) (No. 1559).

129, 3 F, Cas. 648 (C.C.D. Mass. 1839) (No. 1518). .

130. Id. at 650 (citing Evans v, Eaton, 20 U.S. (7 Wheat) 356 (1822); Evans v. Heitich,
20 U.S. (7 Wheat.) 453 (1822)).

131. 210 U.S. 405 (1908).

132. Id. at429-30 (“We may assume that experience has demonstrated [the] wisdom and
beneficial effect [of the policy thata U.S. patent is not affected by non-use] upon the arts
and sciences.”).

133. 324 U.5. 370 (1945). As one commentator has obscrved the validity of the non-
used” patent at issue in Speciel Equipmen: was upheld notwithstanding that the case was
decided during “the era when the Court's ‘passion . . . for striking [paterts] down’ burned
brightest . . , .” Kenneth 1. Burchfiel, Revising the "Original™ Patent Clause: Pseudo-
history in Constitutional Construction, 2 HArv. J.L. TECH. 155, 177 (1989) (quoting
Jungerson v. Ostby & Barton Co., 335 U.S. 560, 572 (1949) (Jackson, J., dissenting)). .
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‘enmact .. . . "% The const:tuttonal mandate thus appears to requlre no‘.j-"‘

‘more than a statutory structure that broadly Turthers the progress of the -
useful arts in the overall sense. -Such’ progress need not be furthered in’

_every instance. In view of this precedent ‘one commentator ‘has -
concluded that the vahdlty of patent statutes, and therefore also of the' o :
patents issued under them, are threatened only if there fails to BXISt “a .

minimal rational relation between. the consututlonal purpose and the"
means selected by Congress.”'™ L S

Under this' minimum scrutiny standard,'® - it would appear that
Congress would have the authority to restrict. recovery to cases of literal
patent infringement only. Definiteness -decreases ‘litigation costs and .
eliminates uncertainty from the task of desxgmng around a patented
invention.” Either or both of these costs might discourage would-be
inventors from applying their aris to inventive ends. Eliminating.
recovery for infringement by equivalents would thus appear to bear a
minimal rational relation to the constitutional purpose.

2. “ . .exclusive Right to their respective Writings and Discoveries -
Even in the absznce of a viable argument that the progress of the

useful arts is promoted in accordance with the Constitution only if patent
holders are permitted to recover under the doctrine of equivalents, Winans

134, 324 U.S. at 378,

135, Burchfiel, supra note 133, at 177. ‘

136, Congressional exercise of power under the Intellectual Property Clause is not,
however, entirely unfettered. In Graham v. John Deere Co., the Court concluded:

The Congress in the exercise of the patent power may not overreach the
restraints imposed by the stated constitutional purpose. Not may.it exilarge
the patent monopoly without regard to the mnovauon, advancement or
social benefit gained thereby.

The Clause is therefore “both a grant of power and a limitation,” In patticular:

Congress may not anthorize the issuance of patents whose effects are to
remove existent knowledge from the public domain, or to restrict free
access to materials already available. Innovation, advancement, and things
which add to the sum of useful knowledge are inherent requisites in a
patent system which by constiutional command must “promote the
Prograss of .. . useful Arts.”" This is the standard expressed in the
Constitution and it may not be ignored.

383 U.S. at 6. ‘
137. See Graver Tank & Mfg. Co. v. Linde Air Prods. Co., 339 U.S. 605, 617 (1950)
(Black, J., dissenting).
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also mdlcated that substannal eqmvalents of a clzumed mventlon are a part :
of the inventor's “dlscovery . Thus, those equwalenrs must also be,'

granted monopoly protection.:

“Assuming that an mventor has a monopoly nght to her ennre"'-

“discovery,” the focus of the doctrine of equivalents analysxs then s]nfts,»_" o

to the meaning of the term “dxscovery  Several early Supreme Court'_ ey
cases suggest that the scope of an inventor’s discovery within the meaning -~
of the Intellectual Property Clause is coextensive with' the: scope ‘ofher

natural property rights in her mventnon. luBIanciwrd the Court declared ‘ o

patents to be “a just reward to -ingenious men.”'® . § 1m11arly, C]nef.f 1-' :
Justice Marshall, in Evans v. Jordan,™ characterized the  grantof a patent.

as “[an enhghtencd legal recogmtlon of the] inchoate and. mdefeamb]ef ;

property in the thing discovered.”'™ In light of this, the purpose of thof e

patent system was to maintain .“the sacred rights of properly L “The.
‘temaptation evoked by these statements is to construe the term “dxscover- o

ies” to include everything to which an inventor has a natura] ‘Tight, by' i

dint of her contnbunon to the common lmowlcdge pool 102

138. Blanchard v. Sprague, 3 F. Cas. 648, 650 (C.C.D. Mass. 1839) (No. 1518).
13%. 8F. Cas. 872 (C.C.D. Va. 1313} (No. 4564), aff'd 13 U S (9 Cranch) 199(1815)
140. H. at 873. :

141. Id. See also Allen v. Blunt, 1 F. Cas. 450, 460 (C. CD Ma.ss 1846) (No 217)

(stating that the monopoly right to discoveries “sacredly recognized both by the laWs and

the constitution™).
142, Bur see Graham v. John Deere Co., 383 U.S. 1, 8 n.2 (1966) (quotmg Letter fmm

Thomas Jefferson to Isaac McPherson (Aug. 1813), in VI WRITINGS OFTHOMASJEFFERSON

180-181 (Washington, ed.)): -

It would be curious then, if an idea, the fugitive fermentation of an
individual brain, could, of natural right, be claimed in exclusive and stable
property . , . . That ideas should freely spread from one to another aver
the globe, for the morat and mutual instrection of man, and improvement .
of his condition, seems to have been peculiarly and benevolently designed
by nature . . . and like the air in which we breathe, move, and have our
physical being, incapable of confinement or exclusive appropriation.
Inventions then cannot, in nature, be a subject of property. .

But see Burchifiel, supra note 133, at 166 (footnotes omitted):

Jefferson, who was in France during the Constitutional Convention in the
summer of 1787, played no tole in the drafting of the Constitution, but
promptly responded to the adoption of the intellecmal property clause with
a proposal for its effective repeal by a bill of rights provision that would
have prohibited any “monopolies,” including those for a limited term
intended to stimulate “ingenuity.” This suggestion was rejected by the
drafters of the Bill of Rights in Congress, along with Jefferson’s later
proposals for a ninth article to the Constitution which would have permitted
limited “monopolies™ for literary productions and inventions.
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There are nuUMmerous theones that mlght be employed to make a":' '

normative ‘assessment of an inventor’s property . nghts m her mventlon 3

Only a handful of these are considered. in this Amcle. .

‘John Locke offered his theory. of natural nghts in the. seventeenth
century. ' Locke’s conclusions are prenused onthe nonon that God gave"‘_- BT
“‘the world to .all persons collectwely Anythmg held “in common,: S
therefore, is owned by all. I..abor by contrast is passessed.exclusively

by the laborer.'* Observing how productwnty increased; when things

were brought from a natural to a cultivated state, Locke postulated that - _‘ o
God could not have intended commonl.y-owned wealth ‘10" Temain’ -
uncumvated and unused " In light of this ptesumptlon and the 1mposs1-' ‘

bility of one individual bargammg w:th all others to remove an- jtem from

the common, Locke concluded. that persons. who femove an ob_]ect from ‘
its preexisting natural state by means of their ownt labor acquu'c a namralv :

right to that object.
Although Locke expressly conﬁncd his dlscusslon to the possess:on
and ownership of physical, tanglble property, there js 110 apparent reason
~ why his observations are not equally, if not more, apt in the context of

property rights in intangible intellectual “objects.” Ideas are unngrsally ,

owned in the semse that they are all essentially manipulations - of the
physical laws that govern and account for existence. The complete set of
these permissible manipulations was therefore determined the instant the
realm of physical laws was defined in nature, Notwithstanding this
everpresence, ideas are not necessarily readily apparent from nature.

Rather, an individual must generally use his mental processes to speculate E

on the nature of and interrelations among physical laws in order to extract
heretofore unapprecizted ideas from the common pool."’

143. See JoHN LOCKE, TWQO TREATISES OF GOVERNMENT: A CRITICAL EDITION WITH
AN INTRODUCTION AND APPARATUS CRITICUS (Peter Laslett ed., rev. ed. 1989).

144, JId. at 303-20. '

145, Id.

146. CF. in re Mancy, 499 F.2d 1289, 1294 (C.C.P.A. 1974) (containing du:tum thatno
patent may be granted for a “product of nature™); /n re Bergy, 563 F.2d 1031, 1036

{C.C.P.A. 1977), remanded sub nom., Parker v. Bergy, 438 U.S. 902 (1978), on remand

596 F.2d 952 (C.C.P.A. 1979), aff'd sub nom., Diamond v. Chakrabarty 1G0 S. Ct. 2204
(1980).

147, Cf. Yoram Barzel, Optimal Timing of Innovations, 50 REV. ECON. & STATISTICS
343 (1968); Partha Dasgupta & Bruce M, Stiglitz, Uncertainty, Industrial Structure and the
Speed of R & D, 11 BELL J. ECON. 1 (1980); Brian D. Wright, The Resource Allecation
Problem in R & D, in THE ECONOMICS OF R & P PoLICY 41 (G. Tolley ed. 1985) (all
analogizing invention to fishing).

Sirnilarly, one commentator has analogized the inventive process to mining, and the
patents themselves to mining claims. See Edmnnd Kitch, The Nature and Function of the
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A L‘“"klaﬂ ﬂﬂﬂlYSlS Suggesm that the labor mvolved in cxtractmg an

idea from conimon ownership gives rise to a natura] right in that ldea.'f":-'_ S
That extracted, and not the skxll with which it was described’ i in a‘patent -

cla:m, would thus seem to measure the scope of. the mventor 8 "dmcov-:_:;
ery.” Butthe fact thata person-has. labored to extract somethmg from -f
the common does not necessanly nge risetoa natural nght in'that thmg i

To the question of to how much can one. obtam property nghts Iocke‘ o

answers:

As much as any one can make use of to any advantage of hfev-.: i o
before it spoils; so much he may by his:1abor- ﬁx a Property ine
Whatever is beyond this is more than his: sha.re and ‘belongs t0 -

others. Nothmg was made by God for Man to spoxl or. destroy “9‘-‘ o

The critical question, then is whether a.ny pomon of an exlracted 1dea _t P

Patent System, 20 J.L. & ECON 265 (1977). : K
These common-pool analogues, however, are used o descnbe the effecls of pateut -
grants on the inventive process. Kiich, for example, concludes that, becanse 2 patent is
granted after invention but prior to exploitation of that invention, the inventor’s incentive -
to commercialize his efforts is preserved, and the mventor is free o bargam with umtators I
to reduce duplicative inventive efforts. . :
148. Jean-Jaques Rousseau objected to Locke's labor desert formulauon as an- un]ust ‘
mechanism, depriving most men of property by virtue of its historical reference to an
individual's efforts. See JEAN-JACQUES ROUSSEAU ‘THE FIRST AND SECOND DISCOURSES
OF ROUSSEAU (Roger D. Masters ed.; 1964). "By installing a social system of rights and
duties after the commons had been apportioned among a few, property owners preserved i
their position in the economic strata. Rousseau’s argument rests on the izherent scarcity of
" most forms of property. It is this scarcity that breeds conflict, conflict that breeds the need
for rights and duties, and the rights and duties that fix property rights. While it is true that-
individuals may compete to be the first to extract an idea from the common, it is not
necessary that they do so in order to obtain rights to some piece of intellectual property,
presuming that the supply of ideas is inexhaustible. Bur of. Jack Smith, Crificizing
Inventions as not an Incandescent Idza, L.A. TIMES, Oct. 3, 1991, at E1: " Acconding to
Charles H. O’Duell, the 1899 Cor...aissioner of Patents, “fw]e should closz the patent
office, for everything that can be invented has been invented.” Since that infamous quote,
however, roughly four and one-half million patents have issued. Regardiess, Rousseau’s
concerns would therefore seem to be limited to property rights- i in tangible objects.
149. LOCKE, supra note 143, at 303-20. Locke does justify accumulations of wealth on
the grounds that it is permissible to barter perishable for non-perishable, or durable, items.
However, at bottom this conclusion is premised on the understanding that the non-perishable
items received in exchange are employed for the besefit of the one who receives them.
They can be used either towards later exchange for perishables, or simpiy to give aesthetic
or other enjoyment to their possessor. A patent holder who has a broad property right in
his invention, one extending beyond the particular embodiment described in his claims,
cannot be said to possess wealth in this sense. This inventor is simply unaware that he
possesses this additional property. Becanse the inventor cannot exploit that of which he is
unaware (nor, of course, can he barter or exchange it), this additional property is “wasted,”
in the Lockian sense. . :




S

| _316 o Harvard Joumal of :

: stances, the idea, and the invention. However the: genorallzanon ‘that th

L it. Claims are typlcally drafted with reference to the mventor g specu!a

B !mght go unused by 1ts exu'actor th

right to’ the umsed. pomon. , :
‘ Theanswer tosuch anmqmryw:llofcourse varyw1 the’

claims determme how an idea will be cxplozted has much to

tions as to how she mt-ds to explon the 1dea 3id t.hese speculanons aro'?
accuraie. and complete, the inventor has no. natural right to' unc]mmed‘,ﬂ Gl
exploitations that are nevertheless encompassed by the. idea. - SR

‘While there are many plausible reasons. why an mventor nught not o
claim all that she intends to exploit,* in general the premlse that: she’_;
does so intend seems accurate:

[This}model of behavior . . - ignores the limits on cogrritivé it
capacity and the teudency to focus on past expenence t.hatr- :

‘are characteristics- of other models and of orgamzamnal-
behavior as we know it. Once a firm develops and becomes
competent in one part of a “prospect,” it may be very hard

for it to give much attention to other parts, even though in’

the eyes of others, there may be great promise there.'s!

On this analysis, the claims alone would therefore measure the inventor” s

discovery. At most, the inventor could be said to have a natural nght to.

those embodiments of the idea that rely on elements developed after the{

claims were drafted and the patent awarded.'® | LT
Another analysis of the nature of praperty nghts is offered by the, R

British economic historian R. H. Tawney 2 By dxscnmmatmg between"' Lo

and among different types of- property Tawney cha[lenges what he‘ .

perceives to be a monolithic notion of property. - From this he concludes

that only certain kinds of property, particularly property closely mterrelat— - .

ed with the process of production, can be Jusuﬁed “Tawney’s posmon is o

distinct from Locke’s in that the farter is concerned with the acquisitional

history of a particular piece of property. Tawney, in contrast, focuses on - e

the function to which a pamcula.r piece of pruperty w111 be put in the" L '

150. See infra section [IL.B.1.b. (discussing the tactic of “strategic clmmmg ) ; -

151.° Robert P, Merges & Richard P. Nelson On the Complex Ecanonucs a_f Pa:em
Scope, 90 CoLuM: L. REv. 839, 873 (1990) (foomoﬁes omitted). - ¢

152. See, e.g., Hughes Aircraft Co. v. United States 717 F.2d 1351 (Fed. Cll' 1983)

153. See RICHARD H. TAWNEY, THE Acqmsrrm; Socn;'rv (1920) -
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- future Property nghts mtools, for example,' i
-natura] not because: the possessor lahored to fasluo them fro
‘materials drawn from the .comemon, . but rather “because, they will be

- utilized by the: pOssessor. to create other products

~‘accompany, and in some sense condmon, the performance of work.™!%%

nocuin*enrf'léqiﬁvﬂems

Tawney ﬂlusttates this pnno:ple with examples of property Spanning
the spectrum from the most to the least justtfied '

1. Property in payments made for personal servrees
2. Property in personal possessmns neeessarytfor health ,“
 and comfort. .
"3, Property in land and tools used. by therr' owners.
4. Property -in copynght and- patent nghts owned -by
anthors and mventors :
5. Property mpure mterest mcludtng much agncultural £
Tent. o
- 6. Property in proﬁts of luck and good fortune quas:-;
*7 rents. o IR ‘; B
7. Property in monopoly proﬁts. ﬂ;
- 8. Property in urban ground rents. -
9. Property in royaltles 3. . e

' Tawney deems that the first four enumerated examples obvrously‘f‘

The inclusjon of intellectual property in this quartet is cunons., Unhke{ .

the other three, there is no ‘requirement that iniellecrual Pfoperty, w men: =t .
- protection, be possessed and practiced by the author or inventor of that

property.. While in some sense it could certainly be said that intellectual
property is a tool of productlon, just as js-a pick or saw, so also’ then - o
shouldbe the capital mvested mthe firm that generates monopoiy proﬁts e

154. Id. at 63-04. Note that Tawney sepa.mtes mooopoly nghm from patent nghts -
Earlier, he states: : g ‘ A

‘ Prope'rty was to be an aid to creative work, not an altemative to'it. The
patentee was secured protection for a new invention, in order to secure o’
- bim the fruits of his own brain, but the monopollst who grew fat on |he
industry of others was to be put down. .

Id. at 59-60. Tawney appamntly refuses to acknowledge that monopolles can result t'rom =
superior industry as well as fortune and connivance. See. PHILLE. AREEDA & LOUIS A
KAPLOW, ANTTTRUST ANALYSIS { 310 (4th ed. 1988) \\ LT

155. TAWNEY, .mpra note 153, at 64. i ‘ : 'L‘« TR



i The‘ “functmn of the property m the roducnve process therefore fauls
to capmre ‘the- essence of the: distinction:: . it
~'Perhaps me best explananon for Tawney s demarcanon may be
‘ dxscemed from his: wtnol:c dlstaste for passwe wealth PR

[F]unctxonless property is the greatest enemy of leglnmate':j‘ i

property itself. It is the parasite which. kllls the orgamsm- .
" that produced it. Bad money drives:out good, and, as the . .
history of the last two hundred years shows, ‘when property.
for acquisition of power and property for service or foruse = ..
- jostle each other freely in theé market, without restrictions .
such as some legal systems have imposed on alienation'and *
inheritance, the latter tends normally to be absorbed by the .
former, because it has less resisting power. Thus function-
less property grows, and as it grows it undermines the
creative energy which produced property and which in - -
. earlier -ages it protected.'™

The core of Tawney’s classification scheme thus hinges on creation, or,
more particularly, how detached the putative property is from the creative
process. Capital invested to yield rents and profits has only a tenuous

link to this process, as is evidenced by the fungibility of the capital source

from the point of view of the profitable productive process. In contrast,
that process is very sensitive to the abxlmes of the particular laborers who
participate in it.

Similarly, the successes of a particular productwe Pracess may depend ‘
directly on. the various ‘intellectual properties embodied in it. -~ Any
intellectual property that enables or otherwise facilitates creation is a
justified property right under this approach. The focus of the analysis is
therefore on the productive effect of the inventor’s efforts, and not on the

 actions or intentions of the inventor. This conclusion would suggest that
the range of an inventor’s “discoveries” should be measured with regard
to the commercial use resulting from the inventor’s public disclosure.
Irrespective of the literal scope of the claims, competitors’. efforts that -
could be traced to the teachings of the inventor’s patents would therefore
be included within the inventor’s “discovery.” ‘ _

A third understanding. of the origin of rights in property may be

156. Xd. at 81.
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synr.besmed from the works of Georg Wﬂham Fredenck Hegetf Ie;
reasoned that private. property is necessary to reahze the ‘mdependenee :
_andfreedomoftheperson--‘»"‘:r. : ST

CIn property. my w111 is the wﬂl of a person, but a person'ls', e

- unit'and so property becomes the personahty of this
unitary will. Since property is the means whereby 1 glve"-;':w_‘g L
my will an embodlment property must- also ‘have the_“- T
character of being “this”.or “mine.” Tlus is the lmportant"L E
doctnne of the necessuy of pnvate pmperty oy :

An mdwxdual therefore comes to exrst partly by dlfferentlatmg hxmself N
.from his environment, and partly by maintaining relatlonsmps wnh that L
environment. Private property ownership 1scrmca] to this cllfferenuatlon R
Setting aside the particular mechanisms ‘by which property ownership B

operates to facilitate the development. and mauuenance of personahty,“? R
a threshald question prompted by the quoted passage 1s, even acceptmg B -
the author’s premise, what degree of prlvate property possessmn 15‘- S '
sufficient to secure to the individual his or her hberty'? A response can. . v
be gleaned from Hegel’s postulate that: ‘ :

A person has as his substantive end thé right of putting his.
will into any and every thing and thereby making it his,
because it has no such end in itself and derives its destiny
and soul from his will. This is the absolute right of appro-r
priation which man has over all “thmgs »153. ‘

Later in the text comes the expansion:

157. GEORG W.F. HEGEL, HEGEL’S Pmmsom OF RIGHT 236 (TM Kuux n-.ms
1967).

158. See, e.g., JEREMY WALDRON, THE RIGHT TO PRIVATE PROPERTY ch 8 (1988)
(drawing from Hegel and T.H. Green to develop a geaeral rights theory of property); -
Chatles A. Reich, The New Property, 73. YALE LJ. 733, 771-87 (1964) (stating -that -~
property is crucial for securing to the individual an area of freedom from dommaeon by
society or the state). :

159, HEGEL, supra note 157, at 41. Onpe general response tha.tmrght be ruade to Hegel_ .
is that the unlimited exercise of this “absolute right” would inevitably come into tension
with the fact that most forms of property are inherently scarce. However, as discussed :
supra notes 148-39 and accompanying text, intellectual property may beumque in tlmt dJere
is an unlimited “stock™ from which to draw. '
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e "“To appropnate means at hottom only to mamfest the
.»preemnence of my wx.ll over the thmg and to prove that 1t
" is.not absolute, is not-an- end i i 1tse1f Tlus 1s maﬂe
_ ‘mamfest when I endow the thmg wnh some purpose not
' directly its own,'? /

Rcasonmg back from- this stalement one who endows somethmg
“with some purpose not directly 1ts own” would thereby bave a nght
- privately to possess. that thing as property ‘In the context of mventlon, _
the analysis therefore hinges on determining the * purpose attnbutablel' e
- to an idea. Prior to its discovery, that idea emsted nowhere but'in - E
Locke's commons.'®! “In this state it cannot then be said to have,
within Hegel’s framework, an mdependent purpose. du'ectly its own.”
Only when an idea is employecl to some encl for example by creatmg a-
tangible embodiment, is it provided with a purpose.!®
An inventor who uses for some purpose a heretofore undlsoovered
idea therefore has some property right to that- idea. - For purposes of -
the doctrine of equivalents question, the next critical ‘issue is defining -
the idea in which the right inheres.  Any-investigation attempting o
isolate a simple idea from its embodimeilts _however, raises the specter.
of a “level of abstractions” problem.'® A particular embodiment
incorporates a series of ideas, each of successively higher generality. ‘“ '
Certainly the inventor would be happxest if possessed of a right to the
broadest possible idea reflected by his described embodiment or em-
bodiments: Hegel, however, is concerned only with property rights

160. Id. at 236. For a critical a.na.lyss of the Hegehan analysis, see ALAN B. CARTER,
THE PHILOSOPHICAL FOUNDATIONS OF PROPERTY RIGHTS 89-98 (1989). Carter concludes .
from the quoted passages that “Hegel appears to be saying that found ‘things’ are without -
purpose, but they can be given a purpose by using them for our purpose.” ' Id. at 91.
Carter notes that the reasoning that a thing becomes the individual’s because it is invested -
with her purpose is as fallacious as Locke concluding that the product of labor belongs to
the laborer because one’s labor is one’s own. See id. -This syllogism however, can itself
be attacked for its premise that there is nothing to recommend the Lockian analysis.
Locke’s approach was never intended to be a rigorous mathematical proof, rather only an
attempt 1o isolate and reflect the particular social mores that might have given rise to the
systern of property observable in Locke’s era.

161. See supra notes 146-47 and accompanying text.

162. ‘That one has a property right in an idea does not imply necessarily that one also has
a right in an item embodying that idea. Cf. CARTF_R supra note 160, at o192, o

163. See supra note 110.

164. For example, was the idea at issue in Winans constructmg a railroad car of circular
cross-section? Constructing a railroad car that distributes Ioad efﬁclently? Consh’uctmg a
railroad car that distributes load in some manner? ‘
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that provxde a means to embody the mvemor s wrl] At the ve:y least .
the inventor must be entitled to-a pnvate property nght 111 an ldea i
_sufficiently broad to encompass his embomments -that is, the purpose
to which the ldea has been put. If the right were to somethmg less, :
then the unpossessed portion could theoreucally be possessed by ;
another; the inventor might then be barred from behavmg m exa.ctly
the same manner that gave rise to the nght in the first instance. The
~ inventor’s appropnatwe efforts to inject his will into-the 1dea would o
thus remain unacknowledged by society. SN j:;:.

But does the inventor have a right to somethmg greater? 'I‘wo
responses suggest that he does not. First, the inventor has mvested o’
will in anything else; he has not sought in any additional way to . :
differentiate himself from his environment. - Because his 1dent1ty is. R
bound up only in his specific bebavier and fruits thereof, he need'mot <~
possess a right to more than the idea that is prec]sely coterminous wrth SRR

. that bebavior. Because the inventor has invested no will in a broader S
idea, denying him a right to such will not frustrate his liberty. interests. . sl
Second, a right to something more might deny freedom -and mdepen—
dence of will to others. If the inventor were granted a nght to some-:
thing more than the narrowest right, others would then be unable to - 7"
invest their will in those additional rights. Because the. addrtlonal rights .~
do nothing to improve the inventor’s personality developmut ‘as notedt =
above, the mere possibility that such additional rights mrght limit
another’s development suggests an affirmative _;ust\ﬁcatlon for not
vesting those rights in the original inventor. ' e

The purpose to which an idea has been put therefore appears to -
mirror exactly the content of the idea in which the inventor has a S
natural property right. In the case where the inventor has. ewdenced a
claim to this right by applying for a patent, the patent claims. provrde .
the best enumeration of the idea’s purposes. ' .

One might argue that the claims reflect only what the inventor
considered to be the idea's purposes, and therefore should Dot be'
determinative of what those purposes in fact are. That the measure is
subjective should not, however, be objectionable. The 'Hegélian‘ o
analysis is inherently subjective: an individual can invest no will into -
property of which he does not perceive himself to be possessed.'® -

165. cf. Margaretl Radin, Property and Personhood, 34 STAN. L REV. 957 (1982)
Radin argues that one needs stable control over a certain amount of material resources in
order to satisfy one's needs. The individual should therefore have a right to. material
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: Because the mventor “has as hls substantlve end the nght of puttlng lns ’
 will into any and every. thing: and: thereby makmg it his, ""f anythmg )
'beyond the literal scope of. the claims. can contaln none of the: mven-‘ o
" tor's will. Given. this conclusion, nothing beyond the mventor s patent i

claims can be deemed hlS by vrrtue of natural rrght. -

T

B The Role Ofthe Courts o T

Notw1thstandmg the absence ofa constxtutmnal basrs for the doe- ¥
trine of equivalents, the courts’ application of the doctrme of equrva- C
lents should at least be informed by the pohcres that underly the lntel-
lectual Property. Clause. -

As demonstrated, a belief that a patentee has a natural nght toa.
certain range of equivalents is difficult to support with tradltlonal S
property rights analyses.’” Perhaps, then, the doctrine is a reeponse o
the concern that holding parentees strictly- to-their claim Eanguage ‘
'especrally in view of the vagaries of claim drafting and expressron,
would discourage invention-and fail to- promote the Progress of .
useful Arts . »168 :

To racrhl;ate Lhe selection- of a rule best geared to the cunstimtlonal
purpose, the “economic analysis of law” school suggests establishing
an analytical framework: to model the concerns and behaviors of the
relevant principals. The various possible.rules"® can then be tested
against the model to determine which most closely ‘achieves the ulti- . -
mate goal. It is this approach that is adopted in this Article. - -

resources that the individual “is bound up with.”  Id. at 960. It would be difficult to be
“bound up with,” in any meaningful way, things of whose existence you were, until a.nnther
demonstrated them, unaware.

166. HEGEL, supra note 157, at 41. ‘

167. A possible exception to this conclusion might be a namural right to later-discovered
equivalents of claimed elements, as in Hughes Aircraft. But see Texas Instmmems Inc. v.
United States Int’l Trade Comm’n, 805 F.2d 1558 (Fed. Cir. 1936). ‘

168, U.5. CONST. art. 1,-§ 8, cl. 8.

169. For purposes of the analyses in this section, it is presumed that there are on]y two ‘
viable rule choices: either no recovery for non-literal infringement, or recovery for alt
equivalents encompassed by the Wilson Sporting Goods hypothetical claim. Anything “in
between” is necessarily an ad hoc rule that not only cannot be analyzed in the abstract, but
also is likely to raise uncertainty costs for all involved parties. . Either of the “polar” rule
choices is thus Ilkely to be superior wnh respeet o' any mtermedlate solutlon m ali
situations. =
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L Umlateral Models

a. The Ignoram Inventor

- This. model postilates an mventor Jgnorant of all but the relevant pnor‘ .

art and the characteristics of the market in which his invention is tobe “
sold. This inventor is unaware of the doctrine of eqmvalents and” L
therefore beheves patent clalms to be the sole measm'e of the monopoly o Ry

right. ‘ ; : e
The inventor has an idea that, wu.h some effort “could becume ‘a
patentable invention. Before investing time and- funds developmg the

idea, the inventor will first determine, based on the prior -art and his” |
vision of the invention, the probable scope of his patent claims;: Armed
with this estimate, the inventor can then determine the expected monopoly. -
profits that he will be able 10 extract from sales of patented articles. <Jf ' | -

his total expected costs of development and patent acquisition are below-

these expected returns, the rational'™ 1gnoram mventor w1ll e!ect to

develop the invention. S :
In a subsequent suit on the inventor’s patent 1t is lmmatenal whether :

the court permits the inventor to recover under the doctrme of equiva- .

lents. Because the inventor -when makmg _h{s decision to invest 11_1: E

tesearch and development was ignorant of the doctrine; the potentially

broader patent scope, and hence the larger monopoly profits attainable,
played no role in that decision. Thus, the”presence or absence of the '»‘
doctrine for this inventor had no bearing on the progress of the useful
arts. So, though an inventor may feel morally wronged that another was
able to alter a trivial detail and escape infringement, the inventive process

is neither stimulated nor hindered by the breadth-of the docitine of - - -

equivalents. Under this analysis, the doctrine might best be eliminated-
in order to simplify litigation and preserve scarce judicial resources.

b. The Sawy Inventor in a Certain World

The ignorant inventor model might accural;ely‘cheracterize ‘the lone - .

inventor who files a pro se patent application, or an inventor advised by 5
relatively unsophisticated patent counsel. However, the majority of patent ‘

170. Ineconomic terms, a “rational” individual is one who :u:ts only when the anhcxpated
benefits exceeds the anticipated costs. .
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Ppractitioners : are we]l aware: of the doctnne of; eqmvalents Tlus

awareness might i in some circumstances lead them to “underclalm ‘the -
mventmn,171 relying on the courts in any future lmgatlon to broaden the S
claims to encompass: eqmvalents of the “underclaimed” de,vme

Although seemingly implausible, such- behavnor mxght poss1bly be L " ' =
~ rationalized as a measure to reduce the cost of the patent application. " n o '
' Maxu_mzmg the breadth of the claims mcreases total -application and,

processing costs for three reasons.' First, the attorney must locate and ‘
closely review all relevant prior art to determine the justified limits of the

inventor’s claims, Second the attorney must carefully draft the claims ‘

to reflect precisely these limits, - Finally, the closer the inventor’ 's claims
come to ensnaring the prior art, the more difficult it will be to convince
the examiner to allow the application. Assuming the attorney made the -
appropriate initial determination.of claim scope',‘and assumning also that
the examiner does not turn up any additional prior art that necessitates the
redrafting of the claims, the examiner should eventually atlow the patent.
This may require, however, extensive discussions and debates between
the attorney and the examiner, and possibly an appeal to the PTO Board
of Appeals. : ‘ : '

Against this ex ante cost savings, the properly advised inventor must
balance the ex post increased litigation costs. Should litigation eventuate,
if the accused device does not fall within the literal scope of the claims,
the inventor's attorneys will be forced to perform the prior art analysis
foregone during the application process to determine if the inventor could
have obtained a claim covering the accused device.'™ Even if this burden
is met, convincing the court that a product falling within this hypothetical
claim is an infringing equivalent is likely to be far more expensive than
persuading an examiner on this same point. Proceedings at the PTO are
all ex parte. When an alleged infringer who faces considerable liability
is interjected into the analysis, costs are certain to increase. -

171. “Underclaiming” an invention means that the claims intentionally do not reflect the
broadest possible hypothetical claims that the patentee could have obtained. An
“underclaim” might claim only one narrow embodiment, rather than the * mvenuve essence”

of that embodiment, ard hence would be easier to invent around.

172, Obtaining a patent with the assistance of a patent attorney can cost an inventor
several thousand dollars. See generally Pamela Samuelson, Benson Revisited: The Case
Against Patent Protection for Algorithms and Cther Computer Program-Related Inventions,
39 EMORY L.1. 1025 (1990) (stating that application costs per patent can exceed $10,000).

173. See Wilson Sporting Goods Co. v. David Geoffrey & Assocs., 904 F.2d 677, 684
(Fed. Cir. 1990} (holding that the burden is on the patentee to establish that the necessary
hypothetical claim would have been allowable over the prior art).
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That the costs of ht:ganon are lxkely to exceed the costs of thcj" ’. O
application process does not end the analysns because ot évery. patent‘ DEE
that issues is litigated. In 1992, néarly mnety-e:ght thousand Ppatents . . -

issued.™  During that same period, only 523 patent cases were resofved. B

at the district court level,'” This suggests that only about one half of one: T : |

percent of issued patents are ever litigated. - While it is true that most

litigated patents issued many years prior to lmga;mn wheq fewer patents o | ‘
were sought and granted,” and that many cases settle before reaching .
court, even doubling or tripling this figure would suggest a htlgauon rate e

s

of about one or two perceit.

The suggestion that these considerations might actually factor into an L

inventor’s decision to seek narrower or broader claims - might seem ;
incredible. However, it is not unusual to find patents the value of whxch ‘
would not be increased dramatically by broader claims. Also for one
reason or another the patent applicant might thmk it very unhkely that
anyone will ever infringe his invention, literally or otherwise.. Lastly, a
representative, such as-an in-house patent attorney, will in many cases -
stand between the inventor and the attorney preparing the draft, These.
representatives might balance the added expense of a maximally-claimed
patent against the added value achieved by the.increase in claim breadth.
The rational, savvy inventor faced with the collection of facts
enumerated above would, before deciding whether to invest in develop-
ment of an invention, first determine expected monopoly profits, as did
the ignorant inventor. To this he would compare development costs and
transactional costs. In determining transaétional costs, the inventor has
two choices, either secure the broadest possible patent, or rely on the
doctrine of equivalents should litigation ensue. Which he chooses
depends on the relative costs of each course of action. - The total cost of
relying on the doctrine would be the cost of securing patent claims of
minimal scope, plus the expected excess litigation costs that will result
from the need to assert the doctrine of equivalents.'”. If this figure
exceeds the cost of obtaining the broadest possible patent protection, then
the inventor will opt for this latter approach. Accordingly, if the patent

174, See 1134-45 Off. Gaz. Pat. Office (1992).
175. LEXIS survey by author. ‘ :
176. In 1990, 90,592 patents issued. See 1110-21 Off. Gaz. Pat. Office (1990). In 1985,

71,741 patents issued. See 1050-61 Off. Gaz. Pat, Office (1985). And in 1980, 61 890 ]

paeznts issued. See 990-1001 Off. Gaz. Pat. Office (1980).
177. The expected increase in litigation cost is the likelihood of litigation mu!uplled by
the total increase in litigation costs.
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litigation rate is, as suggested above, only one or two percent the added";f‘ : L
lmgatmn cost Tust exceed the added ‘prosécution ‘costs by fifty to one - .
hundred times before: undercla.lmmg looks unattractive to the rational

investor. - Of course, whatever the inventor’s transaction costs, when
added to the development costs Lhey must be below the expected market
return'in order for-the inventor to invest. . : B
Under this model, courts should always penmt patentees to assert the, o
doctrine of equivalents, and the scope of protection should extend to the
. broadest possible hypothetical claim,’ This conclusion follows from the
fact that the fully informed. inventor made the. socmlly optimal declsxond
ex ante. To illustrate: if the inventor decided that abtaining broad patent
protection was in his best interests, then there will be no need for the
court to apply the doctrine, so the issue is moot. If, however, the patent’
claims are minimal, that must be because the total cost of obtaining broad
claims was higher than the expected increase in lmganon costs, even
given the additional expense incurred by the need to address the doctrine -
of equivalents issue. If the court in this situation refuses to apply the
doctrine of equivalents, ther ex ante some inventors, before deciding to- -
invest in research, will be forced to incur ‘the' higher transaction cost of
obtaining broader claims. For the inventor on the margin, this increase
in total expected costs will be sufficient to make the entire project
unattractive. Solely because they were denied the opportunity to assert
the doctrine of equivalents, these inventors will have consciously decided
not to further the progress of the useful aris.

¢. The Savvy Inventor in an Uncertain World

Irrespective of his understanding of the law, and regardless. of the
accuracy of that understanding, the savvy inventor still faces the prospect
that in subsequent litigation a court might misunderstand or misapply the
law. The doctrine of equivalents asks the court to determine the
hypothetical broadest claim that could have been granted at the time the
patent in dispute issued. The difficulties inherent in this exercise are
numerous. Paramount among them is filtering out subsequent advance-
ments in the art that would have rendered, if in existence prior to the
application for patent, the asserted equivalents obvious. This hindsight
problem is complicated by the fact that often many years have passed
between the filing of the application and the date of litigation.

To account for this, the inventor evaluating the merits of broad versus
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narrow patent clalmmg must mterject uneertamty mto the analyms. There

is some finite- probabﬂlty that a too-lmuted range of eqmvalents will be'.‘ e
ascnbed 1o the nanow patent, erroneously denymg recovery to the patent R

 holder. Expected transaction costs must therefore be mcreased exante, -
to account for this contingency. There are two- methods to calculate tlus

increase.  The first' simply multiplies the expected recovery, shou]d_"".f*_ ,
~ litigation eventuate, by the chance that the rccovery will.be erroneously e
denied. One might respond that there is an equal and offsettmg probabili- "
ty that the court will err in the patentee’s favor, and ascribe to the patent. .

a range of equivalents broader than is justified. . However, as discu_sseil_‘_ ‘
above, the courts are more likely to overly restrict the permissible "rahge

of equivalents. Systematically, therefore, the patentee is hkely to be"". -

disfavored by errors in the court’s judgment. :
The second approach is based on the premise that many md1v1duals o

would prefer a certain loss of a given amount today to-an expected loss '

of exactly the same amount. This phenomen_on is ‘known_as‘ rigk.

aversion.”™ Essentially, a risk-averse individual considers wncertain. -

future contingencies more costly. than does a risk-neutral person.'™ Risk .
aversion, therefore, further increases the chances that an:inventor will
elect to obtain a broader patent, and makes the prospect of relymg onthe. -
doctrine of equivalents less attractive. o
Although these increased costs make the doctrme of eqmvalents a Iess
valuable prospect to patent applicants, the court for two reasons should
still permit the broadest possible application of the doctrine. ‘First, given _
uncertainty and risk aversion, an increased number of broader patents will

178. See STEVEN SHAVELL, ECONOMIC ANALYSIS OF ACCIDENT LAW 185-88 (1987).

179. For example, a risk-neutral actor is indifferent between a certain loss of $10 and a
5% chance of a $200 loss. If faced with the 5% chance situation, the actor knows that one
time out of twenty he will be forced to pay the $200, but for the other nineteen times, he
pays nothing. Thus, he spreads the $200 cost over the twenty times, and he figures that his
actions cost him, on average, $10 per time.

A risk-averse actor, however, prefers a certain loss of $10 to a 5% chance of a $200 -
loss, even though the expected losses are identical. This phenomenon is due to the fact that
people have a finite amount of wealth. To illustrate: suppose a risk-averse individual has
$200 in wealth, and he needs $50 in groceries to survive. If his actions pose a 5% threat
of costing him 3200, then this individual would be willing to pay much more than the
expected $10 loss to avoid this threat, because if hie is one of the unlucky 5%, he dies. In
fact, the rational risk-averse individual would be willing to pay 3150 to avoid even this
small risk. Thus, it is not implausible that a risk-averse actor might, depending on his
wealth utility function, be indifferent between a certain Ioss of $11 and a 5% chance of a
$200 loss. Imposing the risk on the actor in this case forces him to bear an extra dolar in
cost. There is, however, no offsewing benefit when the actor anuclpates a probable gain.
See id. at 18990,



all: Second as under the savvy mventor model the. mventor s choice;; e

. comports with the optimal social result. If an'inventor has elected to seek N
 narrower protection, the total costs associated with ﬂns strategy will bef i

less than under the alternative “bmad clalm approach
2 Mudltilateral Madels

The useful arts are certainly promotcd by 'maximizing the mcenuves -
ofa part:cular individual to develop a pamcular invention.- However, it

is unlikely that the Framers of the Intellectual Propeny Clause would .~~~

have been satisfied by just any scheme that resuits in some promotion of
th useful arts. Rather, there is implied in the Clause a goal of maximiz-
_ ing, at least SubjeCt to other considerations, the overall progress’ of the
useful arts. Thus the clause is utilitarian in purpose. Congress and the

courts should choose the scope and gatu:re of intellectual property rights

. 50 as to maximize aggregate advancement of the useful arts.™ ,

In the invention context, the utilitarian concern is that overprotecting
the rights of those who come first in a particular field will discourage
others from entering and advancing the state of the art in that field."™
This must be balanced against the concern that underprotectmg mventors ,
will discourage invention in the first place ®

. The Ignorant Inventors
When the first inventor is ignorant of the doctrine of equivalents, the

analysis is as in the unilateral case. Because the inventor expects no’
more than what he literalty claims, his decision to invest is uninflizenced

180. See generally JEREMY BENTHAM, THE THEORY. OF LEGISLATION (C.K. Ogden ed.
1931) (1802). Bentham advocated that the state should allocate property rights in the
manner that produced the greatest aggregate happiness. Unlike Locke and Hegel, Bentham
focused on the present and the future, not the past. According to Bentham’s formulation,
in order to correct for any undesired distributional results of the chosen property rights
allocation, the state also has the role of identifying those who have received “excessive”
benefit, and reallocating a portion of tiat benefit o those who have fared less well.

181. See, e.g., Graver Tank & Mfg. Co.'v. Linde Air Prods. Co., 339 U.S. 605, 617 )
(1950) (Black, J., dissenting); Texas Instruments, Inc. v. United States Im‘l Trade Camm’n,
805 F.2d 1558, 1572 (Fed. Cir. 1986).

182. As noted sapra, see text accompanying notes 171, 178, an inventor’s decision to
invest in development may depend on his expected retumn, which in twm depends'on the
scope of the monopoly right in an invention. Thus, narrowing the monopoly right can make
the entire venture unprofitable and eliminate the incentive to invent.

i
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: -~ by the prospect that he mlght get more I addmon to the cost and' “-‘

complexity jusnﬁcatmns discussed i 1n thc umlateral model, here there 15‘_“':- e 5v
a further affirmative jUStlﬁCﬂthll for elmnnatmg the doctnne of 1 equwa— o

lents. The existence of the doctrine might chlll the actions of a subse-‘ .
quent mventor who intends to concentrate his resea:ch and development’ |
efforts in the same ora similar area. . Because the- enstence of the
doctrine in no way advanced- the useful arts in the case of. the first
inventor, the possibility that-a second mventor ‘might e]ect not to'invent
because of the existence of the doctrine is alone suﬁic:ent 0 Justlfy' '
ehmmatmg the doctrine in this settmg 18 N

b. The Savvy Inventors ina -Cen‘ain World -

In a certain world, where both original and Sdbsequént inventors are
fully aware of the outcome of any future litigation, the analysis of the
first inventor’s incentives is also as described in the unﬂateral model if.
the doctrine of equivalents is available, the first inventor selects the claim
breadth that results in the lowest total cost. Under the multilateral ‘model,

social costs are then increased by any. addmonal costs that the doctrme Rt
imposes. on the subsequent inventor: However because. the world is

certain, the subsequent inventor is confident that, should the maner be
litigated, the court will extend the patentee’s monopoly to- the broad '
hypothetical limit, and no farther.

The only invention discouraged by the doctrine, therefore,‘_iﬁs: that
which would fall into the range between the literal claims and tke broad,

kypothetical claims. In terms of the useful arts, this effect. is of o

moment because, in theory, the patentee could have also claimed this
range of material had he been willing to invest the extra time and money
in the “ministerial” transactional effort of 'o‘b'tainjng broader claims. In
fact, as the subsequent inventor’s efforts would not advance the state of
the art, those efforts would be a social waste. Society would be better off
if the subsequent inventor were induced. instead to invest his research
Tesources in a separate productive area. Under this pertnutation of the _
“perfect world” model, therefore, there is a second affirmative reason for
courts 1o permit patentees to invoke the doctrine of cquwalents to the
fullest permissible extent,

i

183, Note, however, that if the subsequent inventor is also lgnoram of the existence of
the doctrine of equivalents, then it is impossible for that inventor’s behavior to be chilled
by the existence of the doctrine of equivalents. . -
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! ¢ The Savw Invemors m an Uncen‘am World

As dlscussed above when uncertamty is m]ected mto the' analysm
obtaining broader cla.tms becomes - more attractive’ to the ﬁxst inventor. .
Similarly, the subsequent inventor factors into his deelsmn whether toact’
 the likelihood that the-doctrine will-be improperly applied. Because of .
uncertainty, the csurt might grant- to the patentee a seope of; protecuon-;::‘-' S
either broader or narrower than the’ hypothetlcnl limit.. The: posmbllltyr":f_ L
that the patentee will be demed the broadest possﬂ)le monnpoly of course L
inures to the subseguent mventu"s beneﬁt Mo R

Additionally, a subsequent mventernwould be uncertain’ as to whether ki f
his actions would be found to fall within the deemed range of equivalents. . - "
Presuniedly, the chance that the accused device will be erroneously found .-
to be an infringing equivalent. equals the chance that it will be ermneously RECHN RS
found to be noninfringing. On the surface, it might appear thar these two’ - S -
effects would cancel, and the second inventor would be mdifferent o the C e
existence of the doctrine of equivalents. . While this would be the case’ for = -

a perfectly risk-neutral individual, a risk-averse subsequent mventor ‘
would prefer to eliminate entirely the prospect of error. oo
To the extent of his risk-aversion, the subsequent inventor bears acost
that must be added to his development and aeqmsmon eosts when L
deciding if his anticipated return justifies his investmen.. From society’s e
perspective, this additional cost wust be added to the total transactional -
cost incurred by the first inventor who elects ‘to rely on the doctrine of -
equivalents. Only if this total cost is exceeded by the costs ta the original ~ - R
inventor of obtaining a hroad]y claimed patent is the doctrme soexally L

desirable. % : s :

The determmatxon of ‘whether 'in general the excess cost to- the
subsequent inventor is greater than the cost savings to the first inventor
presents an =mpirical question well beyond the scope of this Article. .
Nonetheless, in the abstract it is reasonable for two reasons to.conclude - o '
that the costs to the subsequent inventor will generally be higher, and thus .- ?: '
the doctrine should be eliminated. First, only original inventors who .

i84. Systematically, it would seem that the court would err in the subsequent mvenwr Sj o
favor in this manner. See supra section IL.B.1.c.

185. If such is the case, then total social costs with the doetnne are less ﬂmn totnl socml ‘
costs without ir. Because beth the original and subsequent inventors bear these onsis, the ..
existence of the doctrine decreases the total tmnsacuonal cast mcuned b_,o each’ mvemor,
therefore making development of the invention mose atiractive. - More inventions “on the * .
margin” are thus invested in if the doctrine of equivalents'is an available alternative, .~
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would otherw:sc have chosen to draﬁ their claims. narrowly bmr the cost’
of eliminating the doctrine. - As Obsérved i the unilateral analysm
- uncertainty’ and risk ‘aversjon. are llkely to make ttus alternative very :
: unattracuve for most ongmal inventors in the ﬁrst place In many cases, e
therefore, denymg the ongmal inventor ‘the opnon of relymg n ithe
doctrine costs society nothing. . ‘ S
If the doctrine is viable, however, the subsequent mventor in‘every
instance bears the- costs of uncertainty, regardless of whether the ongmal : o
inventor elects ‘to. claim narrowly in reliance”on the doctrine;’ or. as
broadly as possible. This observation follows from the fact that when the
original inventor becomes the plamnff inan mfnngement action, he thenf
_ has an incentive to exploit the probability :hat the court wﬂl err i lns’?}
favor, even if he knows that the scope of the hteral clalms exactly equals: C
the hypothetical limit claim. In view of this, the passibility. that some -
original inventors might bear inefficiently large ex ante transactional costs
if denied the opportunity in ex post litigation to rely on the: doctrme ofr"‘: S
equivalents is almost certainly outweighed by the fact “that-. every
subsequent inventor incurs uncertainty costs due to a feared m:sapphca— e
tion of the doctrine. The specter of the: doctrine of equwalents dse co
therefore likely to cause society as a whole to lose the benefit: of the L
inventive efforts of those who choose to mvest m the development of N
incremental advances over existing art. - 5

CONCLUSION el

As is characteristic of the approach, .the relevance of the economic -
analysis hinges fundamentally on one’s personal world view.. i mventorsr
are primarily lone individuals with a limited understandmg of the minutia
of the patent law, then there is little to reeommend the doctrme of . i
equivalents. However, ‘while this model may have reflected realny a -
century ago, there is little doubt today that most invention takes place in" o
a more structursd research envuonment ‘Generally, ‘this structure
includes the assistance and advice of patent ag‘ents'c:t attdmeys who -
possess a much more sophisticated understandmg of an inventor’s nghts :
and obligations. :

. The normative economic analys:s of the desn‘able scope of the doctnne: .
therefore shifts to an evaluation of courts’ msutuuonal ability to apply the
principle. The greater the uncertainty that surrounds litigation involving -
~ the doctrine of equivalents, the less appealing the doctrine becomes. -
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Faclally, in view of these oonoerns about uncertmnty it should always. be

-preferable to eliminate or cut back on the doctrine; wluch would in effect T
force the determination of penmss1ble claim scope back into the expert"i
body expressly created: for that. purpose. the PTO. However, it: cannot"- o
be ignored:that all litigated patent cases are appealable;as of nght tothe S R
Federal Circuit, the same body that reviews patentability determmanons e T
by the PTO. Moreover, ‘because patent matters on appeal ‘before the R
 Federal Circuit are adversarial, the issues of prior art and claim scope = -
may be more fully explored than in ex parte FTO proceedings. - In ligii:j “ B
of this, litigants may be able to rely with some certainty on the courts’ ’ ‘_ .
ability to apply the doctrine of equivalents in a consistent and prédictébleu R
manner, If so, this milivates in favor of a broad apphcauon of the B :

dactrine of equivalents.
The problem facing courts today is ﬂlE. lack of a clearly amculaied
doctrinal formulation. The doctrine is ‘neither . broad. nor nonemstent

Arguably, this is the worst of both worlds. The uncertamty surroundmg, S
the doctrine detrimentally affects both potential infringers. and the .=~

- potentially infringed. Fearing a sweeping application of the doctrine,
would-be inventors may be dissuaded from investing in research.and
development out of fear that the products of their efforts might be lahelled '

infringing equivalents. Conversely, the concern: that the doctrine- xmgh_t o R

be narr.owly applied will encourage many patentees to overinvest in the‘ ‘

and combmatmns of theu' mventlve idea. Uncertamty and i 1mpreclsmn

also provide a powerful temptation to those embroiled in- htlgauon to.

incrzase cost and complemty of an a]ready expensive . and mtncate
praciice, all in the hope of influencing the final resting places of the
falling ad hoc doctrine of equivalents chips. Certainly the a]tematwe e
solutions to the doctrine of equivalents problem, namely limiting patent
holders to recovering solely for literal infringement or according them the
full limits of the hypothetical broadest claim,. are far from being -
absolutely precise. They must, however, be superior to the ‘current

approach, in which both the literal and the hypothetical analyses are in -
every case performed before the docirine of equiva]ents' analysis is
entered into in earnest, '





