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1. INTRODUCTION

In Amsted Industries Inc. v. Buckeye Steel Castings Co.,' a panel of
the U.S. Court of Appeals for the Federal Circuit® permitted an infringer
to willfully, purposely, and secretly infringe another’s patent and
extinguished the patentee’s damage award of over five million dollars.
Finding the seminal 1894 Supreme Court case of Dunlap v. Schofield
“highly persuasive, if not controlling,” on the meaning of the notice
provision of the patent marking and notice statute,’ the Federal Circuit
held that the statute requires a patentee to perform “an affirmative act”

1. 24 F.3d 178 (Fed. Cir. 1994). :

2. The U.S. Court of Appeals for the Federa! Circuit is the exclusive court of
appeals in patent cases, see 28 U.S.C. § 1295(a) (1994), and was created for the purpose
of achieving uniformity in the exposition and application of substantive patent law. See
Atari, Inc. v. JS & A Group, Inc., 747 F.2d 1422, 1437 (Fed. Cir. 1984).

3. 152 U.5. 244 (1894).

4. The patent marking and notice statute states:

Patentees, and persons meking, offering for sale, or sellmg within the
United States any patented article for or under them, or importing any
patented article into the United States, may give notice to the public that
the same is patented, either by fixing thereon the word ‘patent’ or the
abbreviation ‘pat.”, together with the number of the patent, or when,
from the character of the article, this can not be done, by fixing te it, or
to the package wherein one or more of them is contained, a label
containing a like notice. frr the event of failure so o mark, no damages
shall be recovered by the patentee in any action for infringement, except
on progf that the infringer was notified of the infringement and
continued to infringe thereafter, in which event damages may be
recovered only for infringement occurring afier such notice. Filing of
an action for infringement shall constitute such notice,

35 U.S.C. § 287(a) (1994) (emphasis addud) [heremaﬁzr “the stalte” or “notice

provision”]
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notifying a defendant of its infringement.’ In its analysis of the Dunlap
opinion, the Federal Circuit misinterpreted Dunlep and misquoted a
critical four letter word. The Dimlap Count actually stated that notifica-
tion under the notice provision of the statute involved “an affirnative
Jact” to be plead and proven by the patentee.®

In Dunlap, the Supreme Court provided the first substantive
interpretation of the notice provision. Since that time, two lines of cases
have emerged that provide differing interpretations of the notice
provision and its requirements. The “affirmative act” interpretation
permits willful infringers to escape liability during the period prior to
affirmative notice by a patentee .” This Article will establish that, in
adopting this, the Federal Circuit reaffirms one interpretation of the
notice statute that has been embroidered into the substantive law by a
line of cases since the Diumlap opinion.® This embroidered interpretaticn,
however, is based on a general misunderstanding of the Diwnlap holding
and a specific misquote of a critical word (act instead of fact), rather than
on well-thought principles and policy. This Article will then establish
that another line of cases provides a different interpretation of the notice
provision and suggests the correct interpretation of the notice provision:
willful infringers are “notified” within the statute’s meaning regardless
of the independent actions of the patentee.’

.

II. THE NATURE OF THE PATENT MARKING
AND NOTICE ST# "UTE

A. Legislative History of the Statute

In order for a patentee to recover damages from an infringer for the
full period of its infringement, the statute requires a patentee to give

5. Amsted, 24 F.3d at 187 (quoting Duniap, 152 U.8. at 248 (1894)) (internal
quolations omitted, emphasis added).

6. Dunlap, 152 U.S. at 248 (emphasis added).

7. See infrapart IV.

8. Muther v. United Shoe Mach. Co., 21 F.2d 773 (D, Mass. 1927), began one line
of cases requiring that the patentee perform “an affirmative act™ in notifying the
defendant of its infringement. See infra part1V.

" 9. Wamer v. Tennessee Prods. Corp., 57 F.2d 646 (6th Cir.), cert. denied, 287 U.S.
632 (1932) defines a second line of case maintaining that actual notice fulfills the notice
requirement - regardless of whether the patentee made an affimative act. See infra
part IV. :
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notice to the public.'® A patentee provides adequate notice by marking
the article or its package with the word “patent” or the abbreviation
“pat.” followed by the relevant patent number(s)." If the patentee fails
to mark the article, the patentee may recover damages only “on proof
that the infringer was rofified of the infringement and continued to
infringe thereafter.”2

Early patent statutes had no notice requ:remem B The patems
granted by the government were public records and all persons were
“pound to take notice of their contents.”™* The duty to mark patented
products first appeared in the Patent Act of August 29, 1842."* The Act
of 1842 placed a duty on all patentees and assignees to mark each article
offered for sale with “the date of the patent.”’ The statute further
provided that if the patentee failed to mark “each article” as required,
then the patentee would be subject to the statutory penalty of not less
than $100 to be recovered by “any person or persons who shall sue for
the same.”"’

The notice provision of the statute first appeared in the Patent Act
of March 2, 1861,'® superseding Section 6 of the Act of 1842. The Act
of 1861 abolished the statutory remedy and instead placed a [imitation

10. Thronghout this Article, the term “patentee” is utilized generally to indicate .
patent owners that make and sell patented articles within the meanmg of the patent
marking and notice statute.

11 35 U.8.C. § 287(a) (1994).

12. id. (emphasis added).

13. See Boyden v. Burke, 55 U .S. (14 How.) 575 (1853).

14, Id at582.

15. Actof August 29, 1842, ch. 263, §§ 5-6, 5 Stat. 543, 544. See also Wagner v.
Com Prods. Ref. Co., 28 F.2d 617, 618 (D.N.1. 1928).

16. Act of August 29, 1842, ch. 263, § 6, 5 Stat. 31545

17. Id. § 5, 5 Stat. at 544.

18. Act of March 2, 1861, ch. 88, § 13, 12 Stal. 246, 249. Section I3 of the Act
specifically repealed Section & of the Act of 1842 and provided:

That in all cases where an article is made or vended by any person under
the protection of letters-patent, it shall be the duty of such person to give
sufficient notice 1o the public that said article is so patented, either by
fixing therean the word patented, together with the day and year the
palent was granted; or when, from the character of the article patented,
that may be impracticable, by enveloping one or more of said articles,
and affixing a label to the package or otherwise attaching thereto a label
on which the notice, with the date, is printed; on failure of which, in any
suit for the mfringement of letters-patent by the party failing so to mark
the article the right to which is infringed upon, no damage shall be
recovered by the plaintiff, except on proof that the defendant was duly
notified of the infringement, and continued aﬂn:r such notice to make or
vend the artu:le patented,
Id
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on the patentee’s right to recover damages.!? The Act provided that “any
person”™ making or selling a patented article was deprived of the right to
damages unless that person marked the article as provided or the
infringer received actual notice.” For the first time, the marking statute
provided that actual notice of infringement to an infringer was an
alternative to marking the patented products. The legislative record,
however, lacks any explanation of the notice provision, and provides no
clarity with respect to its intended legislative purpose.® It is the
Judiciary that has provided instruction on the purpose and policy of this
patent marking and notice statute.

Several amendments to the Patent Act of 1861 have followed, but
all have left the substance of the notice provision unchanged. The Patent
Act of July 8, 18707 superseded the Act of March 2, 1861, and mainly
addressed upon whom the duty of notice fell.? In 1927, The Patent Act
of 1870 was amended with respect to the type of mark affixed to the
article. The Act of July 19, 1952 amended the patent marking and
notice statute” to provide that patentees “may give notice™ instead of
placing a duty on them to do s0.%* The provision also codified the
prevailing judicial interpretation that “[f]iling of an action for infringe-

19. See Wagner, 28 F.2d at 618.
20. ActofMarch 2, 1861, ch. 88, § 13, 12 Stat. at 249. See Wagner, 28 F2d at 618.
21. There is one commilice report that comments on the proposed Act of March 2,
1861, ch. 80, § 13:
[Section 13] modifies the act of 1842, in regard to the labeling of
patented articles, as the sixth section of that act was found to be
impracticable in many cases in its execution. The change made in the
present bill is believed to be absolutely necessary, if w2 mean that the
laws on the statute book shall be enforced.

H.R. Rep. No. 178, 35th Cong,, Ist Sess. 4(1858).

22. Actof July 8, 1870, ch. 230, § 38, 16 Stat. 198, 203,

23. Section 13 of the Act of 1861 provided “that in all cases where an article is
made or vended by any person under the protection of letters-patent, it shall be the duty
of such person 1o give sufficient notice.” Act of March 2, 1861, ch. 88, § 38, 12 Stat. at
249. Section 38 of the Act of 1870 specifically identified the parties who were to give
notice by providing “that it shall be the duty of all patentees, and their assigns and legal
representatives, and of all persons making or vending any patented article for or under
them, to give sufficient notice.” Act of July 8, 1870, ch. 230, § 38, 16 Stal. at 203. See
Wine Ry. Appliances Co. v. Enterprise Ry. Equip. Co., 297 U.S. 387, 397-(1936);
Wagrer, 28 F2d at 618. Section 38 of the Patent Act of 1870 subsequently became
Section 4900 of the Revised Statutes. See Wagner, 28 F.2d at 618.

24. Act of February 7, 1927, ch. 67, 44 Stat. 1058 (providing that marking was
satisfied by “fixing thercen the word “patent,’ together with the menber of the patent™).

2S. ActofJuly 19, 1952, ch. 950, 66 Stat. 813 (codified at 35 U.S.C. § 287 (1994)).

26. /4. The provision further stated that the patentee could mark with the word
“patent” or the abbreviation “pat.” together with the patent number. /d. -
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ment shall constitute notice.” The patent marking and notice statute
was amended in 1988 by the addition of the process patent provision.?®
The Uruguay Round Agreement Act last amended the statute in 1994.%

B. The Purpose and Policy of the Statute:
Preventing Innacent Infringement

The statute provides for two kinds of notice. The first is “construc-
tive” notice in the form of a visible mark on the patented article.’® The
second is actual notice to an infringer, which only becomes necessary
when constructive notice has not been given.” In other words, a
patentee who has failed to mark in accordance with the statute may
recover damages only on proof of actual notification to the infringer and
only in an amount which has accrued after such notice.

Judicial opinions have spawned several statements regarding the
policy of the statute. Generally, the purpose of the patent marking and
notice statute is to prevent innocent infringement” and to encourage
patentees to give notice to the public of the existence of their patent.*!

27. Jd

28. Process Patent Amendments Act of 1938, Pub. L. 108418, § 9004, 102 Stat.
1563, 1564-66. This reorganized the patent marking and notice statute, making former
section 287 the current section 287(a). -

29. Uruguay Round Agreement Act, Pub. L. 103-465, § 533(b)(5), 108 Stat. 4809,
4989 (1994) (substituting the phrase “making, offering for sale, or selling within the
United States” for “making or selling” and added a provision conceming the importation
of patented articles into the United States). .

30. 35 U.S.C. § 287(a) (1994).

31. See Wine Ry. Appliances Co. v. Enterprise Ry. Equip. Co., 297 U.S. 387, 395
(1936).

32. See id at 398 (stating that the purpose of the patent marking and notice statute
is to provide “protecticn against deception by unmarked patented articles, and requires
nothing unreasonable of patentees™); Motorola, Inc. v. United States, 729 F.2d 765, 772
(Fed. Cir. 1984) (stating that “a fundamental rationale supporting section 287 [is]
supplying notice in order to prevent innocent infringement” {citing Wine Ry., 297 US.
at 394)); Horvath v. McCord Radiator Mfg., 100 F.2d 326, 337 (6th Cir.), cert. denied,
308 U.S. 581 (1938).

33. See Amsted Indus. Inc. v. Buckeye Steel Castings Co., 24 F.3d 178, 185 (Fed
Cir. 1994); American Medical Sys. v. Medical Eng’g Corp., 6 F.3d 1523, 1538 (Fed. Cir.
1993). Bur see Wine Ry., 297 U.S. at 395 (stating lhat"‘{t]hcpm'pose of the statute is not
that notice may be given of the issuance and existence of a patent™).

More recently, the Supreme Court has noted that the purpose of the statute is to
provide information to the public conceming. the status of the intel!ec!ual property
embodied in an article of manufacture:

The availability of damages in an mﬁmgemmtacuomsmadecommgmt
upen affixing a notice of patent to the protected article. The notice
requirement is designed “for the information of the public” . . . and
provides a ready means of disceming the status of the intellectnal
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The policy of the statute is carried out by limiting the damages
recoverable by a patentee in an infringement suit® Specifically, “but
for” the statute, a patentee who failed to provide the requisite notice
could recover for all damages suffered through infringement. In
encouraging the mark’ng of patented articles (i.e., constructive notice),
the statute attempts to limit the exposure of potential “innocent”
infringers.

Once a patentee establishes proper marking of a patented article,
actual notice to the infringer becomes irrelevant.’® However, patentees
must mark in accordance with the statute in order to avoid the statutory
penalty of no damages prior to actual notice. That is, all those having a
duty to mark®® must continuously’” mark all of the patented articles (or
the packaging where marking the articles is not feasible™) with the word
“patent” or the abbreviation “pat.” together with the patent number.**

property embodied in an article of manufacture or design. The public
may rely upon the lack of notice in exploiting shapes and designs
accessible to all.
Benito Boats, Inc. v. ThuaderCraft Boats, Inc., 489 U1.S. i41, 162 (1989) {quoting #ine
Ry.,297US. at397).

34. See 35 U.S.C. § 287(a) (1994). Cf. Mororola, 729 F.2d at 772 (being only a
limitation on damages for infringement, the marking statute does not apply to suits for
reasonable compensation agatnst the United States governm, ,m)

35. See Wine Ry., 297 U.S. at 338. /e

36. Marking and notice are not required for patents directed 10 a process or method.
See Amerirun Medical Sys., 6 F.3d at 1538-39; Bandag, Inc. v. Gerrard Tire Co., 74
F.2d 1578, 1581 (Fed. Cir. 1983). However, a patentee who asserts infringement of
patent claims regarding both an apparatus and the meshod of its use must mark or
provide notice in accordance with the statute. See Devices for Medicine, Inc. v. Boehl,
822 F.2d 1062, 1066 (Fed. Cir. 1987).

37. See American Medical Sys., 6 F3d at 1537 (“We caution, however, that once
marking has begun, it must be substantially consistent and continuous in order for the
party to avail itself of the constructive notice provisions of the statuie ™).

38. See Sessions v. Romadka, 145 U.S. 29, 35 (1892) (holding that “something must
be left to the judgement of the patentee™ in deciding whether marking the article itself
is feasible). More recently, othar courts have strictly construed the statute to require a
showing of physical or functional impossibility of marking. Rutherford v. Trim-Tex,
Inc., 803 F. Supp. 158, 163-64 (N.D. 1L 1992); Creative Pioneer Prods. Corp. v. K Mart
Corp., 5 US.P.Q.2d (BNA) 1841, 1848 (S.D. Tex. 1987) (“[TThe character of the product
was such that a marking on lh:pmductwouldhavcbuuarelzﬁvclysimpl:mzﬂ:r
Therefore, marking on the package . . . is msufﬁmmlmcomlhcpmod forthe
recovery of damapges.™}. :

39. See 35 US.C. § 227(a) (1994).
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C. Adequacy of the Notification of Infringement

The adequacy of actual notice is a function of timing and suffi-
ciency. Section 287(a) explicitly requires that the infringer be “notified
of [its] infringement™® and that such notice be given to the “infringer.™

Notice need not include a detailed statement or an explanation of
infringement. The notice requirement is satisfied if the notification
includes information that would be contained in a proper marking and
a charge of infringement.** Absent this information, however, the notice
may be deemed statutorily improper, and damages will not accrue.”® At
least one court has held that adequate notice did not require indicating
the specific patent number. Rather, notification that the patentee had a
patent and the defendant was infringing that patent satisfied the notice
requirement.* The Federal Circuit has held that the notice required by
§ 287 “could not have [been] established” simply because a licensee
delivered the patentee's publications that bore a patent number.** Even

40. fd.

41. /d. The word infringer has been interpreted to mean a person associated with

the infringer having the proper suthority o receive notice. See Maxwell v, I. Baker, Inc.,
805 F. Supp. 728, 734-35 (D. Minn. 1992); Federal Mach, & Welder Co. v, Mesta Mach.
Co., 27 F. Supp. 747, 751 (W.D. Pa. 1939) (“The burden rested upon the plaintiff to

prove that the receipt of such a notice and the communication thereof to the defendant

was within the authority of the employee.”}, rev'd on other grounds, 110 F.2d 47% (3d
- Cir. 1940). - '

42, See Armstrong v. Motorola, Inc., 374 F.2d 764, 775 (7th Cir.), cert. denied, 389
U.5. 830 (1967); T.D. Williamson, Inc. v. Laymon, 723 F. Supp. 587, 606 (N.D. Okla.
1989); American Can Co. v. Dart Indus., 205 U.S.I.Q. (BNA) 1005, 1008 (N.D. L.
1979).

43. See /n re Yarn Processing Patent Validity Litigation, 602 F Supp. 159 163-69

(W.D.N.C. 1984) (holdmg that damages were unavailable where notices failed to specify |

allegedly infringing products). (Y. Konstant Prods., Inc. v. Lrazier Indus. Co., 25.
U.S.P.Q.2d (BNA) 1223, 1226-27 (N.I. 1il. 1992) (hold:ng that an offer 1o license
without any actual mention of infringement can constitute actual notice of mﬁ'mgemcnt

within the meaning of the statute}. But see Chubb Integrated Sys. v. National Bank of .

Washington, 658 F. Supp, 1043, 1051 (D.D.C. 1987) (indicating ikat notice would have
been adequate when defendant conceded understanding patentee’s leticr to be a charge
of infringement even though the letter did not explicitly charge infringement), - ‘
44. Ceeco Machinery Mfg. v. Inu:rcole, Inc., Sl'l F. Supp. 979 986-87 (D Mms
1992).
45. Devices For Medicine, Inc. v. Boghl, 822 F.2d 1062, 1066-67 & n.5 (Fed C:r

1987). See also Jn re Yam Processing, 602 F. Supp. at 169 (holding that a trade Joumal' b

advertisement is inadequate notice under § 287 as a matter of law).

In Refac Electronics Corp. v. A&B Beacon Business Machines Corp a palentee R
sent letters to the defendant listing patents and charging infringement by various devices -
including watches, clocks, and calculators. 695 F. Supp. 753, 755 (SD.N.Y. 1988). The:

court held that these letters were insufficient notice because “even a clue that the blood

pressure devices, a wholly different device, could be infringing is insufficient. Acmual .

il

i

=
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oral notice can satisfy the notice provision of the statute if it contains the
same information that a proper marking provides.*

III. THE WILLFUL INFR!NGER

‘The result in 4msted is rather significant. Although the jury found
that Buckeye deliberately ignired Amsted’s patent rights, Buckeye was

- not required to pay the full extent of damages, but only those accruing

after receiving actual notice from Amsted.”” Simply stated, Buckeye, a
willful infringer, was granted a windfall in the form of a royalty-free
license to practice Amsted’s patented invention for the period prior to
formal notice by Amsted.

Intent is not an element of proof in patent infringement — both
innocent and willful infringers are liable.*® - An innocent infringer
performs infringing acts® unaware of the infringement.>® In contrast, a
wilifu! infringer deltberately copies another’s patented invention without
any justification. ~Willful infringers either completely ignore the
existence of the patentee’s rights or make half-hearted attempts to obtain
opinions by counsel of non-infringement or patent invalidity.®'-

Courts utilize the patent statute to distinguish between innocent
infringers and willful infringers. The patent statute authorizes a district
court to “increase the damages up to three times the amount found or
assessed,” or in “exceptional cases™ to “award reasonable attorney fees

notice of infringement is required under section 287 when an item is not marked.” /d.

46. See N.Y. Pharmical Ass’n v. Tilden, 14 F. 740,742 (C.C.S.D.N.Y. 1882).

47. See Amsted Indus Inc. v. Buckeye Steel Castmgs Co., 24 F.3d 178 187 (Fed.
Cir. 1994).

-48. See Hiiton Davis Chemncal Co. v. Wamer-]enkmson Co., 62 F.3d 1512, 1519
(Fed. Cir. 1995), cert. granted, 116 S. Ct. 1014 (1996); Intel Corp. v. United States Int’l
Trade Comm’n, 946 F.2d 821 (Fed. Cir. 1991) (“[T]here is no intent element to direct

. infringement.”); Thurber Corp. v. Fairchild Motor Corp., 269 F.2d 841, 845 (5th Cir.

1959) (“If the device inftinges it does so without regard to the innocence or good faith
of the infringer.”’); Eastman Oil Well Survey Co. v. Sperry-Sun Well Surveying Co.; 131
F.2d 884, 887 (5th Cir. 1942) (“]fwhaL the defendant is doing infringes, plaintiff should

. have its decree no matter whether defendant thought itup mdependenlly or got the idea

from plaintiff's patent:”).

.49, Infringing acts mclude makmg, usmg, uffenng fcr saIe, sellmg within the Umlcd,
States, or m'pomng mto the Umted States any. palent:d 1nvenhon See 35 Usc.§2m
(1994). -~ :

50." Hilton Davu' 62 F. 3d at 1519.° N '

-+ 51." In the middle are a group of mfrmgers who. althuugh aware of th:: exlslence of
a patent, nevertheless believe in good faith that their activity does not mfrmge the valid .
patent of another; or that ah.huugh theu' acuwty mﬁ'mges the patcnt, lhe patent is ll'l\’ﬂlld
| '52. 35US.C. §284(1994) : N
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to the prevailing party.”* "Such discretionary awards present themselves
in cases where a court has found willful infringement.** Factors tobe
considered in determining whether an infringer merits such an increase
in damages awarded against him include:

(1) whether the infringer deliberately copied the ideas or
design of another; (2) whether the infringer, knowing of the
existence of the patent, investigated the scope of the patent
and formed a good-faith belief that it was invalid or that it
was not infringed; (3) the infringer’s behavior as a party to
the litigation; (4) the infringer’s size and financial condi-
tion; (5) closeness of the case showing or tending to show
willfulness; (6) duration of the infringer’'s misconduct; (7)
remedial action by the defendant; (8) defendant’s motiva-
tion for harm; and (9) whether the defendant attempted to
.conceal its misconduct.

The Federal Circuit indicates that those aware of another’s patent are
under a duty to exercise due care bhefore the initiation of any possible
infringing activity.¥ The court further instructs that whether the
infringer sought the advice of competent counsel is a factor to consider
in the willfulness determination and thus alse in the determination of
increased damages under the statute.®” An increase in damages for .
willfulness in accordance with the statute is improper when the infringer

53. 35 U.S.C. § 285 (1994).

- 54, Increased damages should usually be exercised in cases of willful or wanton
infringement or bad faith litigation. See Read Corp. v. Portec, Inc., 970 F.24d 16, 826
(Fed Cir. 1992). The Federal Circuit has noted that the purpose of increased damages
is both punitive and compensatory in na!ure See the-Hlte Carp. v. Kelley Co.,819F2d
1120, 1125-26 (Fed. Cir. 1987).

55. Read Corp., 970 F.2d at 826-27. '

56. See Underwater Devices Inc. v. Momson-](nudscn Co,, 717 F2d 1380 1389-
(Fed. Cir. 1983) (“Where.. . . a potential infringer has actual notice of another’s patent . -
rights, he has an affirmative duty te exercise due care to determine whether or not he is’
infringing. . . . Such an affirmative duty includes, inter aliz, the duty to seek and obtain
competent lega] advice ﬁnm counsel before the initiation of any possxb]e mfrmgmg

. activity.™). - -

57. See Great Northern Corp v. Davns Core & Pad Co 782 F.2d 159, |67 (Fed Cir.
1986) (finding that the failure to obtain-a vahdnty and infringement opinion was an
adequate basis for the district court to assess treble damages and attorney fees); see also
Intra Corp. v. Hamar Laser Instruments, Inc., 4 U.S.P.Q.2d (BNA) 1337, 1351 (ED.

~Mich.” 1987) (hoMing that defendant willfully infringed by selling .products afer
receiving notice of another’s patent rights, and failing to obtain a “‘carefully considered - .
legal opinion” that its device did not infringe 2 valid claim of a patent)... But see Amstar

- Corp. w. Envirotech Corp., 823 F.2d 1538, 1547;(Fed. Cir. 1987) (“Absence of an
opmlon of counsel dues not in’ every cage requlre a ﬁndmg of w:ilful mfrmgement ")
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mounts a good faith challenge to the existence of its infringement or of
the validity of the patent.® A person cannot willfully infringe another’s
patent if he has no knowledge of the existence of the patent.® However,
knowledge of the patent does not have to come from the patentee; that
is, the patentee is not required to prove an affirmative act in order to
establish willful infringement.*® The Federal Circuit has held that one
cannot be a willful infringer by copying a patent that has not yet been
issued.® However, continued infringement after becoming aware that
a patent has issued can subject the infringer to increased damages, and
pre-patent activity may be used to support a finding of willfulness.®® The .

5B. See, e.g., Ortho Pharmaceutical Corp. v. Smith, 959 F.2d 936, 945 (Fed. Cir.
1992) (finding the infringement was not willful because the infringer “reasonably relied”
upon opinions by its counsel); Smith Corona Corp. v. Pelokan, Inc., 784 F. Supp. 452,
480 (M.D. Tenn. 1992) (“[T]he patent system profits when a party makes a good faith
challenge to another’s patent on the bona fide belief that the patent-in-issue is invalid.”).

59. See Gustafson, Inc, v, Intersystems Indus. Prods., Inc., 897 F.2d 508, 510-11
(Fed. Cir. 1990) (“Whether an act is *willful’ is by definition a question of the actor’s
intent, the answer to which must be inferred from all the circumstances. Hence a party
‘cannot be found to have ‘willfully’ infringed a patent of whick the party had no
knowledge™); see also Afms S.p.A. v. Krauss-Maffei Corp,, 671 F. Supp. 1402, 1439 (D
Del. 1987), aff’d mem., 848 F.2d 1244 (Fed. Cir. 1988) (“An infringer cannot remain - -
ignorant of a cumpetitor's patent rights when it displays a continuing knowledge of the
product, awareness of foreign patent proceedings, and concern with that product's effect
on its own commercial position.”). Cf Torin Corp. v. Philips Indus., Inc., 625 F. Supp.

1077, 1087 n.1 (S.D. Ohio 1985) (holding that a widely-circulated trade journal
disclosing the patented product nine years prior is not sufficient ev:denc»e that the
infringer knew of the patent prior to its infringing activity). :

60. In Amsted, for example, the notice of the patent came from Bnckeye s counsel
Amsted Indus. Tnc. v. Buckeye Steel Castings Co., 24 F.3d 178, 182 (Fed. Cir. 1994).

61. See Gustafson, 897 F.2d at 511; AmencanOngma!Cmp v. Jenkins Food Corp -

774 F.2d 459, 465 (Fed. Cir. 1985). - .

- 62. Minnesota Mining & Mfg. Co. v. Johnson & Johnson Orthopacdxcs, Inc., 976
F.2d 1559, 1581 (Fed, Cir. 1992); see also Exxon Chemical Patents Inc. v.-Lubrizol
Corp., 26 U.S.P.Q.2d (BNA) 1871, 1872-73 (8.D. Tex. 1993) (“[D]efendant was not an
innocent manufacturer unaware of [the plaintiff’s] forthcommg patent rights and the jury .
properly. found willful infringement. The patent at issue was in the Patent Office for
some nine years before it was granted, and [plamuft] had prekusly obla.med a very
similar patent in the European Patent Office.”).

-63. Power Lift, Inc. v. Lang Tools, Inc., 774 F.2d 478 482 (Fed C1r 1985) (“Lang :
had lmowIedge of the existence of the patent the day it [was]. issued. Although the
infringement suit was filed nine days later, we agree with the jury’s covclusmn ‘that
Lang’s decision to continue production after notice was clear and convincing evidence
of willfulness.”)." Bur see Gastafson, 897 F.2d at 511 (statmg that there is no “rule that )

1o avoid willfulness one must cease manufacture of a product immediately upon learning

of a patent, or upon reeenpt o!' a patentee S charge of mﬁ'mgemenr, or upon the: fi lmg of
suit”). . R



440 Harvard Journal of Law & Technology [Voi. 9

willfulness determmatlon is generally consndered in light of the “totality
of the circumstances.”*

)

IV. AcTuaL NOTICE TO AN INFRINGER

A. The Supreme Court’s Interpretation of the Notice Provision
2

In 1894, the Supreme Court set forth the first substantive interpreta-
tion of § 287’s notice provision. In Dunlap v. Schofield,* the plaintiff
sued for patent infringement of its rug design® and alleged, inter alia,
that it had notified the defendant of its infringement.” At trial, neither
party offered evidence regarding whether the rugs plaintiff sold
statutorily satisfied the marking requirement or whether it met the nctice
of infringement requirement.®® The defendants denied liability because
the plaintiff failed to prove compliance with the patent marking and
notice statute,> The trial court found that the patent was valid and that
the defendants had infringed it by making and selling rugs substantially
similar to the patented design.™

The Supreme Court first explained the two types of notice contem-
plated by the statute:

The clear meaning of this section is that the patentee or his
assignee, if he makes or sells the article patented, cannot
recover damages against infringers of the patent, uniess he

64. Shiley, Inc. v. Bentley Laboratories, Inc., 794 F.2d 1561, 1568 (Fed. Cir. 1986},
cert. denied, 479 U.S. 1087 (1987).

65. 152 U.S. 244 (1894). Note that the Dunlap Coun mterpreted § 4900 of the
Revised Statutes. ‘The notice provision of the present statute, 35 US.C. § 287(a), is
essentially identical to that of § 4900; thus, cases construing the notice provision prior
to 1952 (the enactment of § 287) are persuasive authority. . Amsted lndus Inc. v.
Buckeye Steel Castings Co., 24 F.3d 178, 187 & n.3 (Fed. Cir. 1994). .

66. The plaintiff’s design patent was directed to a new and original design for rugs,
and he alleged that the defendants made and sold.rugs “substanually the same in
outline.” 152 U.S. at 245. .

67. Id. The plaintiffrequested an :njuncnon anda statutory “penalty” of $250. The _
plaintiff waived ali riphts to any further damages and 1o an accounting of profits in favor
of the statutory penalty. The plaintiff alleged that “after the issue of the aforesaid letters
patent, [it] notified the said defendants of the issue of said lenters patent, of their
infringement thereof, and requested them, the said defendams, to abstam ancl desist from .
any further violation thereof.” /. - : R

68. Id. at 245-46.

69. Id. at 246.

70. Id. at245, The trial court further held that the burden of provmg the plamtnfi‘s .
lack of compliance was on the defendants and that, because no evidence had been
produced the defendants did not meet that burden. Jd. at 246.
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has given notice of his right, either te the whole public by

marking his article *“patented”, or to the particular defen-

dant by informing them of his patent and of their mfnnge-
ent of it.”!

The Court held that the burden of proving either form of notice lies
squarely with the plaintiff:

One of these two things, marking the articles, or notice to
the infringers, is made by the statute a prerequisite to the
patentee's right to recover damages against them. Each is
an affirmative fact, and is something to be done by him.
Whether his patented articles have been duly marked or not
is a matter peculiarly within his own knowledge; and if
they are nat duly marked, the statute expressly puts upon
him the burden of proving the notice to the infringers,
before he can charge them in damages. Therefore, by the
elementary principles of pleading, the duty of alleging and
the burden of proving either of these facts is upon the
plaintiff.” '

In this case, the plaintiff did not allege that its goods were properly
marked” and was unable to prove that the defendant was given actual
notice as alleged.” Therefore, the Court conciuded that plaintiff was
statutorily barred from recovering damages.” '

The issue in Dunlap was siraightforward:- which party has the duty
of pleading and the burden of proving marking and notice? The Court
held that “the statute expressly puts upon [plamtlﬁ] the burden of

71. Id. at 247-48. The misunderstanding of the Dunfap decision is no doubt based
in part on the cited passage. Taken in conjunction with the Court’s entire opinion,

" however, this statement merely reflects the types of notice contemplaied by the statute
{constructive or actual) without placing limitations on the permissible sources of notice.
See also Wine Ry. Appliances Co. v. Enterprise Ry. Equip. Co.,- 297 U.S. 387, 395
(1936) (defining the two types of notice). In Dunlap, the piaintiffs alleged that they had -
notified the defendants of the patent and of their infringement of it. The Court was thus
not presented with the issue of whether notice from one other than the patentee satisfied
the notice provision. Moreover, the Court’s subsequent discussion in the opinion of
notice with respect to the statutory penalty makes clear that it is “knowledge of the
patent and of [the] infringement,” without regard to the source of nonce, that is the
essence of the notice provision. See ir,a noie 78. :

72. Dunlap, 152 U.S. at 248,

73. Id ‘

74. Id

75. Id
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proving the notice to the infringers.”® This decision was based on the
assertion that the plaintiff is in a better position to know whether its
patented articles have been marked. ‘The Court emphasized that the
statute requires either marking or notice. Each requirement is an
affirmative fact that the patentee must plead (i.e., “something to be
done™).” The only act the Court’s interpretation requires is the act of
pleading and proving notice. Hence, Duniap specified the statutory
burden requirements with respect to pleading and proof, without placing
limitations on the permissible sources of notice.™

In Coupe v. Royer,” the Supreme Court considered whether or not
proof of adequate notice by the plaintiff is generally a question of fact
for the jury.®® The plaintiff sued for infringement of his patent directed
to an improved hide treating machine.® As in Dunlap, the plaintiff did
" not allege or prove that the machines were marked in accordance with
the statute. Unlike Duniap, however, the plaintiff did produce evidence
of conversations between himself and the defendant regarding notifica-
tion of the defendant® The defendant denied the conversations ever
took place and presented evidence that it received neither actual nor
constructive notice of the patent or its infringement.® The trial court

76. Id.
71. Id.
78. This point is made even more clear upon examination of the post-Duniap cases.
For a detailed discussion of these early cases, see infra part IV(D)(1).
In the Dunlap opinion, the plaintiff requested a statutory penalty not covered by the
marking and notice statute. The patent statute at issue that imposed the penalty required
a showing that the infringer knowingly applied the patented design to its product. -/d. at
248 (citing Act of February 4, 1887, ch. 105, 24 Stat. 387).. The Court went on to
explain that such a requirement was equivalent to stating: “with a knowledge of the
_patent and of his infringement.” Id at 249, The Court emphasized:
The reasons for holdmg the patentee to allcge and prove either such
kunowledge, or else a notice to the public or to the defendant, from which
such knowledge must necessanly be inferred, arc even stronger, in a suit
for such a penalty, than in a suit to recover ordmary damages only. -

Hd. at 249,

The Court reasoned thata showmg bya patentee of marking (notice to the public)
or of notice to a particular defendant, was equivalent to proving the defendant’s
knowledge of the patent and of its infringement. The Supreme Court’s reasoning
illuminates the nature of the notification tequirement of 35 U.S.C. § 287(a). The

. emphasis on “knowiedge of the patent and of his mfnngemen is the essence of the
statutory notification requirement, independent of the manner in which such knowledge
is obtained by an infringer. See Dunlap, 152 U S. at 249 (emphiasis added)

79. 155 U.5. 565 (1895).

80. /d. at 585. ’ ‘ :

81. Id. at 565. : : o :

82. Id at 584. ) ; ) ‘

83. Id at 584-85.
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instructed the jury that notice to the defendant was not necessary,* and
a jury found that the defendant was liable for damages resulting from
infringement of the plaintiff’s patent® Citing Durlap, the Court
reversed and remanded, holding that the trial court should have
submitted the notice issue to the jury as a factual question to be decided
in light of the evidence that the plaintiff presented.*® Whether the
limitations imposed by the patent marking and notice statute apply to
plaintiffs who have not made, sold, or authorized others to make or sell
a patented article was an issue left unresolved in Coupe.

Forty years later, the Supreme Court confronted the issue in Wine
Railway Appliances Co. v. Enterprise Railway Equipment Co.¥” The
Court held that patentees who do not manufacture or sell their patented
articles, or authorize others to do so, are not subject to the limitations of
the marking and notice statute.®® The Court emphasized that the duty to
provide actual notice to an infringer is triggered only when a patentee
charged with the duty of marking fails to do s0.*” In this regard, actual

84. Id at 584

85. Id at 566.

86. Id. at 584-85. The Court stated: :

As, then, in the present case, there was evidence in the form of inter-
views between Royer and Coupe, from which the plaintiffs sought to

- infer the fact of actual notice, and the czfendants offered evidence
tending to show that they had never received any nolice, either actual or
constructive, of the Royer patent, or of any infringement thereof by
them, we think the court ought to have submitted that question to the
jury for their decision.

id ‘ .

87. 297 U.S. 387 (1936). In Wine Ry., the plaintiff Enterprise Railway filed suit
against defendant Wine Railway alleging patent infringement, /d at 391. Wine Railway
filed a counterclaim alleging infringement of its patents and requested damages. Jd.
Neither Wine Railway nor an authorized third party manufactured or sold an article
protected by its patent. . at 393. The district court found Wine Railway’s patent to be
valid and infringed by Enterprise Railway. The Court of Appeals, however, held that no
damages could be awarded prior to Wine Railway’s counterclaim — when Enterprise
Railway received actual notice. /d. at 392,

B8. /d at 398.

89. /d at 395. The Court stated:

If respondent’s [Enterprise -Railway’s] position is correct, process
patents and paients under which nothing has been manufactured may be
secretly infringed with impunity, notwithstanding injury to cwners guilty
of no neglect. Only plain language could convinee us of such intent. . ..
Two kinds of notice are specified — one to the public by a visible mark,
another by actual advice to the infringer. The second becomes necessary
only when the first has not been: given; and the first can oniy be given in
connection with some fabricated article. - Penalty for failure implies
opportunity to perform. B
ld. o
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notice to an infringer becomes necessary only when marking has not
given constructive notice. Of course, marking is only possible in
connection with a fabricated article,

These early notice cases of the Supreme Court laid a foundation for
defining the notice provision of the statute: (1) patentees have a duty of
pleading and the burden of proving notice;”' (2) the issue of notice is a
question of fact for a jury;* and (3) patentees who do not manufacture
or sell patented articles, or authorize others to do so, are not subject to
the limitations of the marking and notice statute.® Federal courts have
split on the interpretation of the early Supreme Court precedent in
attempting to define the specific scope of the notice provision and the
associated duty it places on patentees. As a result of that split, two lines
of cases developed. One line requires patentees to perform “an
affirmative act” in notifying an infringer.* The other line maintains that
actual notice fulfills the notice requirement, regardless of whether the
patentee made an affirmative act.”

B. The Federal Circuit’s Adoption of the Affirmative Act Requirement

The affirmative act requirement was first announced in Muther v.
United Shoe Machinery Co.”® Based on this interpretation of the notice
provision, numerous federal courts have denied patentees damage
awards.” Of course, the Federal Circuit’s adoption of an aﬂ' rmative act
interpretation is crucial for potential litigants.*®

The Federal Circuit has directly addressed the notice provision of
the statute on only two occasions.” In each case it has maintained that

90. See id. The Court proceeded to discuss the predecessor marking and nolice
statutes in support of its construction. See id. The Court concluded that the statute
“provides protection against deceptlon by unmarked patemcd articles, and requnres
nothing unreasonable of patentees.” Jd. at 398. .

91. Dunlap v. Schofield, 152 U.S. 244 (1894).

92. Coupe v. Royer, 155 U.S. 565 (1895).

93. Wine Ry. Appliances Co. v. Enterprise Ry. Equipment Co., 297U S. 387 (1936).

94. See infra part IV(C).

95. See infra part IV(D).

96. 21 F.2d 773 (D. Mass. 1927). See infra part IV(C).

97. See infra part IV(C)Y(2). ’

98. Later panels of the court must follow decisions of ea_"hcr panels of the coust and

" only an en banc decision can overrule a decision of an earlier panel. Vas-Cath Inc. v.
Mahurkar, 935 F.2d 1555, 1563 (Fed. Cir. 1991); Newel! Cos. v. Kennenyg, 864 F.2d
757, 765 (Fed. Cir. 1988),

99. See Amsted Indus. Inc. v. Buckeye Steel Caslmgs Co.,24 F.3d 178 (Fed. Cir.
1994); Devices for Medicine, Inc. v. Boehl, 822 F.2d 1062 (Fed. Cir. 1987). In
Motorola, Inc. v. United States, 729 F.2d 765 (Fed. Cir. 1984), the Federal Circuit was
presented with she issue of whether the patent and marking statute applied in suits
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the patentee must make an affirmative act to provide notice. In Devices
Jor Medicine, Inc. v. Boehl,'® the Federal Circuit held that an alleged
infringer’s “‘knowledge of the patents’ is irrelevant.™'"' Rather, the
actions of the patentee are dispositive.!® The court emphasized that
§ 287 requires “proof that the infringer was wnotified of the
infringemens.”® The court concluded that the patentee had failed to
prove the requisite notice at trial and “[iln doing so, it failed to carry its
burden of convincing the jury that it had performed affirmative acts in
compliance with § 287.”" The court cited no precedent to support its
implicit requirement that a patentee perform “affirmative acts” in
connection with actual notice.'" ) :
A panel of the Federal Circuit examined the notice provision once
again in Amsted.'® The court held that notice must be to the “particular
defendants by informing them of [the] patent and of their infringement
of it.”'” The court also explicitly stated its affirmative act interpretation
of the statute, Specifically, quoting Dunlap, the Federal Circuit stated:

[N]otice “is an affirmative act, and something to be done
by him.” Because the plaintiffs in Dunlap offered no proof
in support of their allegation that they had notified the
defendants of the patent and of their infringement, the
Court held that they could not recover damages. Duniap

against the United States government.’ In holding that it did nol, the court comrectly
quoted the Dunlap decision and concluded that the statute was “a burden of pleading and
a burden of proof provision.” 729 F.2d a1 770. B

100. 822 F.2d 1062 (Fed. Cir. 1987)

101. /4. at 1066 (quoting brlef for appellant).

102, Jd.

103. M. (citing 35 U.S.C. § 287(a) (1994)).

104. /d. at 1066 (emphasis added).

105. The discussion of the notice provision in Devices for Medicine was bnet' and
without significant analysis. In a footnote in American Medical Sys., Inc. v. Medical
Eng’g Corp., 6 F.3d 1523 (Fed. Cir. 1993), the Federal Circuit referenced its huldmg in
Devices for Medicine stating:

AMS argues that MEC was notified in August 1986 by its own counsel
Krieger, that MEC was infringing the 765 patent. This is clearly not.
what was intended by the marking statute. Section 287(a) requires a
party asserting infringement to either provide constructive notice
(through marking) or actual notice in order to avail itself of damages.
The notice of infringement must therefore come fmm the patentee, not
the infringer. . ¥ .
Id.at1537n.18. - '

106. 24 F.3d 178 (Fed. Cir. 1994). The court noted that the question being
considered was “the proper mterpn:tauon ‘of the statutory language nouﬁed of the
infringement.” Id at 186.

107 Id at 187 (citing Dumlap v. Schoﬁv:ld, 1520 S 244,248 (1894))
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thus established that notice must be an affirmative act on
the part of the patentee which informs the defendant of his
infringement. We regard Durlap as highly persuasive, if
not controlling, on the meaning of the notice requirement
of section 287. For the purpose of section 287(2), notice
must be of “infringement,” not merely notice of the
patentee’s existence or ownership. Actual notice requires
the affirmative communication of a specific charge of
infringement by a specific-accused product or device. .

It is irrelevant, contrary to the district court’s conclusion,
whether the defendant knew of the patent or knew of his
infringement. The correct approach to determining notice
under section 287 must focus on the action of the patentee,
not the knowledge or understanding of the infringer.'®

Under this interpretation, the analysis focuses on the actions of the
plaintiff, while the actions of the defendant are “irrelevant.”'® The
court’s holding in Amsted permitted the defendant to willfully, pur-
posely, and secretly infringe Amsted’s patent for a period of approxi-
mately five years without incurring any liability.'*®

The Federal Circuit misquoted the Dunlap decision by stating that
notice “is an affirmative act, and something to be done by [the paten-
teel.”""! In Dunlap, the Court actually stated that the statute required the
plaintiff to allege and prove marking or notice,''* and that the prerequi-
site of marking or notice was “an affirnative fact, and is something to
be done by [the patentee].”"”* The Amsred court stressed the precedential
value of Dunlap and found it “highly persuasive, if not controlling, on
the meaning of the notice requirement of section 287.7!"* In misinter-
preting and misquoting the Dunlap decision, however, the Federal
Circuit erroncously extended the holding of Dunlap to limit the
permissible source of notification. This is an issue the Dunigp Court
never specifically addressed.!'s Moreover, as presented in this Article,

108. Id. (emphasis added) (citations omitted).

109. Devices for Medicine, 822 F. 2d at 1065.

110. See supra part I,

115, Amsted, 24 F.3d at 187 (quutmg Dunlap, 152 U.S. at 248).

112. Dunigp, 152 U.S. at 248 (“By the elementary principles of pleading, therefore,
the duty of alleging, and the burden af pmvmg, cither of these facts is upon the
plaintiff.” (emphasis added)). .

n3. 4 -

114. 24 F.3d at 187.

115. 1n fact, the Dunlap opinion actually suggests that knuwledge of the patentand
infringement is sufficient to satisfy the statute. See supra note 78.

N

A
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the Federal Circuit’s “affirmative act” requirement is contrary to the
policy and purpose of the statute.''s

C. Development of the “Affirmative Act Requirement” of the Notice
Provision: The Muther Line of Cases
L. Muther v. United Shoe Machinery Co.: The Genesis of the Affirma-
tive Act Interpretation

The Federal Circuit’s misinterpretation and misquote of the Dunlap
holding did not arise in 2 vacuum. Many courts have cited Dunlap for
its literal holding that the statute requires patentees to plead and prove
marking or notice.""” Many other courts have cited Dunlap and correctly
quoted the “affirmative fact” language.''®* At least two courts, other than
the Federal Circuit, have misquoted the “affirmative fact” recitation in
Dunlap as “affirmative act.”'*® The affirmative act requirement was first
incorrectly staied in Muther v. United Shoe Machinery Co.'® and has
> since become a substantive part of patent law.!?!

116. See infra part VI

117. See O’Nate v. Bahr, 67 F.2d 160 (%th Cir. 1933); Murray v. Detroit Wire Spring
Co., 251 F. 59, 62 (6th Cir. 1918); Gibson v. American Graphophone Co., 234 F. 633,
634 (2d Cir. 1916); Ashley v. Weeks-Numan Co., 220 F. 899, 904 (2d Cir. 1915); Tuttle
v. Claflin, 76 F. 227, 236-37 (2d Cir. 1892}; Pettibone, Mulliken & Co. v. Pennsylvania
Steel Co., 134 F. 889 (C.C.E.D. Pa. 1905); Sprague v. Bramball-Deane Co., 133 F. 738,
738 (C.C.5.D.N.Y. 1904); Traver v. Brown, 62 F. 933, 934 (C.C.D. V1. 1894).

118. See Coupe v. Royer, 155 U.S. 565, 584 (1895); Smith v. Dental Prods. Co., 140

2d 140, 151 (7th Cir. 1944); Flat Slab Patents Co. v. Turner, 285 F. 257, 267 (8th Cir.
1922); General Elec. Co. v. George J. Hagan Co., 40 F.2d 505 (W.D. Pa. 1929); Lorain
Steel Co. v. New York Switch & Crossing Co,, 153 F. 205, 207 (C.C.D.NJ. 1907); Hogg
v. Gimbel, 94 F. 518 (C.C.E.D. Pa. 1899).

119. See MacPike v. American Hondz Motor Co., 29 U.S.P.Q2d (BNA) 1526, 1531
(N.D. Fla. 1993); Lemelson v. Fishier Price Corp., 545 F. Supp. 973, 976 (S.D.N.Y.
1982).

120. 21 ¥.2d 773, 779 (D. Mass. 1927)..

121. See, e.r., Devices For Medicine, Inc. v. Boehl, 822 F.2d 106?, 1066 (Fed. Cir.
1987) (holding that plaintiff failed to convince the jury that it had “performed
affirmative acts” in compliance with § 287 and that aGsent notice, the defendant’s
knowledge of the patents is irrelevant); Briggs v. Wix Corp., 308 F. Supp. 162, 171
(N.D. L1, 1969) (holding that the fact that defendant saw trade brochure disclosing
plaintiff’s patent did not constitute adequate notice); Miiler v. Daybrook-Ottawa Corp.,
291 F. Supp. 896, 904 (N.D. Ohio 1968) (holding that defendant’s awareness of the -
patent is not adequate notice because defendant is not required to presume that the
patentee would demand relief); Intemnational Nickel Co. v. Ford Motor Co., 166 F. Supp.
551, 567 (S.DN.Y. 1958) (noting that defendant’s state of mind is irrelevant as “[tJhere
can be no recovery for the period before the defendant is expressly notified by the
patentee that it is infringing a particular patent.”).
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In Muther, the district court considered whether the plaintiff was
entitled to recover damages for any periad prior to filing of the com-
plaint.'”? The plaintiff argued that the defendant was aware of his
infringement prior to filing of the complaint, and that damages should be
determined from that date.’® The court agreed that the defendant had
knowledge of its infringement soon after the patent was granted. The
plaintiff, however, failed to prove that he gave the defendant notice of
infringement prior to the date of filing the complaint.'” The court found
for the defendant, stating the statute requires “some affirmative act on
the part of the patentee.”'*® [n support of his affirmative act interpreta-
tion, Judge Brewster in Muther cited Dunlap, a Second Circuit case,'”®
and two district court cases.’” However, the cited precedent does not
support the “affirmative act™ interpretation of the statete nor did the
Muther court present any policy rationale to bolster its interpretation.'*

In Pairpoint Mfg. Co. v. Eldridge Co.," one of the district court
cases relied upon in Muther, a plaintiff presented a witness wha testified
that he told the defendant he was manufacturing a handle patented by the
plaintiff.*® At the trial, the defendant denied that the conversation ever
took place.””! The district court, citing Dunlap, found that the plaintiff
did not satisfy his burden of proving that the defendant was notified of
his infringing activity as required by the statute.’*

Similarly, in Westinghouse Electric & Manufacturing Co. v. Condit
Electrical Manufacturing,' the district court read Dunlap to require that

122. See 21 F2d at 778.

123. See id. at 779.

124. Seeid.

125. I4 {emphasis added) (“Thc statute requires some affirmative act on the part of
the patentee. Compliance is not proved by showing that the defendant acquired
knowledge of the patent, or ever of the possible infringement, from some independent
source.™).

[26. Gibsonv. Amenm Graphephone Co., 234 F. €33 (2d Cir. 1918).

127. Pairpoint Mig. Co. v. Eldridge Co., 71 F. 307 (C.C.D. Conn. 1896); Westing-
house Elec. & Mfg. Co. v. Condit Elec. Mfg., 159 F. 154 (C.C.S.D.N.Y. 1908).

128. Itis this autor's opinion that Fudge Brewster, the author of the Muther opinion,
misread the affirmative fact {anguage in Dunlap as “affirmative act” in the identical
manner as the Federal Circuit in Amstzd and the district courts in MacPike v. American
Harda Moter Co., 29 U.S P.Q.2d (BNA} £526 (N.D. Fla. 1993) and Lemelson v. Fisher
Price Corp., 545 F Supp. 973 (S.DN.Y. 1982).

129. 71 F. 307 (C.C.D. Conn. 1896)

130. 4. at 309. The notice at issue in this case was from a third party, not the
plaintiff. lnthlsregm'd,thewseﬁulstowppontheafﬁmanve actmterpmatmnonlts
face.

131. I4

132. /4. The court noted: “1 undastand the law to be settled, since Dunlap v.
Schofield... " Id

133. 159 F. 154 (C.C.5.P.NY. 1908)



No. 2] . The Patent Marking and Notice Statute 449

the defendant be notified of its infringement.”™* In Westinghouse, the
complaint did not properly allege that the defendant was notified of
infringement prior to commencement of the action.”® Relying on
Dunlap, the coust concluded that, even though the defendant was
notified of plaintiff’s patent and rights thereunder, the statute requires
notification of infringement.”® The final case relied upon in Muther was
Gibson v. American Graphophone.'™ Asin Pairpoint, " Gibson court
was presented contrary evidence regarding notice of’ :mgem-:\t.”‘
Citing Dunlap, the Second Circuit affirmed the trial count’s finding that
the plaintiff had failed its burden of proving actual notice."*

Both Puairpoint and Gibson involved patentees who presented
evidence of notice that was denied by the defendant. In Westinghouse,

134, See id. at 156 (“If the {Supreme] [Clourt meant what it said [in Dunlap], then
notice of the alleged infringement was required. Such notice should be clear and
explicit, and the language of the bill of complaint averring it should be clear so that the
defendant may not be misled in his pleading.™).

135. See id. The court recognized that the “bill says that the defendant has been
informed of the complainant’s letters patent and of its rights thercunder. The bill gives
no time when this information was given, and it fails to suggest that the defendant was
notified of any infringement by it prior to the ceinmencement of the actior. . .. [donot
think that the bill alleges, or that the answer admits notice of infringement by defendant
prior to the bringing of the suit.™ /d.

136. Id Specifically, the court stated: .
Defendant may have been informed in some other way of the paient and
of complainant’s rights thereunder, but this should not be held a -
compliance with the stahite. In case of failure 1o so mark, the defendant
must have been notified not of the patent and of complainant’s rights
simply, but of the infringement.

Id. See also Son v. Pressed Steel Car Co., 21 F.2d 528, 529 (S.D.NY. 1927) (following
the holding in Westinghouse, the Pressed Steel court stated that “[nJotice of existence
of patents, which is alleged, is not notice of infringcment, which is required by the
statute™).

137. 234 F. 633 (2d Cir. 1916).

138. See id a1 635. The court indicated:

Whether this notice was given depends upon whether Bums or Gibson
is to be credited. There was a sharp controversy between the two men.
Their testimony was taken in open court, and the trial judge had the
great advantage of seeing and hearing both. He accepted the version
given by Bums. Under such circumstances we think we should not
reverse the conclusion so reached.

Id

139 Id In doing so, the court stated:

The complainants could have put all question on this subject beyond
doubt by giving the notice required by section A900; having failed to do
so the burden was on them to prove that actual uctice was given. The
trial court has found that they have not sustained the burden and we
think we should not disturb this finding.

I o
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the plaintiff alleged notification of his patent, but failed to allege

notification of defendant’s infringement. All three courts, citing Dunlap,

held that the burden of proof was on the patentee to prove notice of both

the patent and defendant’s infringement. The courts made no statements

regarding how the defendant was to Lie notified, but only that the

patentee was charged'with the burden of proving notification. The

courts merely repeated the Dunlap holding regerding burden of proof,
and did not mention any affirmative act requirement.” The Muther

opinion is, thercfore, absent any precedent and fails to suggest a policy

rationale that would support an affirmative act requirement. '

2. The Infiltration of Muther and the Affirmative Act Interpretation into
the Law

o
/
s

The Muther interpretation of the notice provision was adopted by
many federal courts and ultimately by the Federal Circuit. Without
explanation, the Muther opinion sets forth an affirmative act interpreta-
tion absent supporting precedent This section briefly discusses several
of the post-Muther cases in order to demonstrate the mﬂucr..ce of the
Muther court’s holding,

In Parker Rust Proof Co. v. Ford Motor Co.,"® the court adopted the
Muther court’s precise holding. In Parker, defendant Ford obtained a
copy of plaintiff’s patent prior to its infringing activity.'! At trial, Ford
claimed that the patent was not infringed but declined to produce
evidence of a good faith belief of non-infringement.*? Thus, the court
found that Ford had “concealed from plaintiff knowledge of their
infringement.”"* Accordingly, the court found that the defendant had
knowledge of the patent’s existence and of its infringement.'* However,
citing Muther and Westmghowe, the court held that the defendant’s
knowledge of the patent or even of its own infringement was not proof
that the plaintiff notified the defendant of its infringement.'* As in

140. 23 F.2d 502 (E.D. chh 1928).
41 M at 503.
142, ld.
143. 4.
144. Id. : y ;
145. Id. The court stated: A /s

[Tlhe fact that the deﬁ:ndant and its predecessor had actual knrlwledge

S .that it was infringing the patent in:suit does not entitle plmnuff to

recover damages or profits for the entire period of such lcréwledge
<« Proof is required to show ihat the defendant was notified by m plaintiff
of the infringement, and recovery. begins only from thy date when
plaintiff gave the notice. Speclﬁed in section 4900 of" the R.ewsed
Statutes. : :

i
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Muther, the court heid that even though the defendant knew of the patent
and of its own infringement, the plaintiff -vas not entitled to full recovery
because it had failed to perform the affirmative acts required by the
statute.

Shortly after Parker Rust, the Western District of Pennsylvania
adopted the affirmative act mterpretatmn In General Electric Co. v.
George J. Hagan Co.," the defendant had previously manufactured
furnaces covered by the plaintiff’s patent through a license negotiated
with the plaintiff.'" Although the defendant’s license expired and the
plaintiff refised to renew, the defendant continued to: manufacture
infringing furnaces.'*® Thus, it was clear that the defendant had knowl-
edge of the plaintiff’s patent and of its infringement. Citing Dunlap,
Muther, and Parker Rust; the court held that the plaintiff failed to notify
the defendant of iis infringement in accordance with the statute.'*

The Southern District of New York adopted the affirmative act
interpretation in International Nickel Co. v. Ford Motor Co.,"*® wherein
the court stated that the patestee must expressly notify the defendant of
infringement.'” The court, however, did suggest a different result if the
defendant “fraudulently concealed” its infringing activity.'*>  The

Southern District of New York ¢larified its position with respect to the.
notice provision in Lemelson v. Fisher Price Corp.' As previously

Id. See aiso Smith v, Dental Prods. Co., [40 F. Zd l40 152 (7th C1r 1944) (cntmg Parker
Rust with approval).

146. 40 F.2d 505 (W.D. Pa, 1929)

147. 'Id, at 507.

148. .~ ’

149, Id. In domg s0, the court stated : : -
At no time did plaintiff comply with the statutory provnsmns of notice
to the public by marking, and at no time did plaintiff either verbally or
in writing, notify defendant that it was infringing the patent in suit. It
follows; therefore, that plamtlff is not entitled to an accounting for
profits and damages.

Id. at 506. See alsa Son v. Pressed Steel Car Co., 21 F.2d 528 (S. D M.Y. 1927).

150. 160 F. Supp. 55 1 (S.DN.Y. 1958). Fora dxscussxon of this case, see mﬁ'a note.

192,
~151. M. at 567 (“There can be no recovery for the penad before the defendant is
exprcss_ly notificd by the patentee that it is infringing a particular patent.”).

152 1d. See also Miller v. Daybrook-Ottawa Cerp., 291 F. Supp. 896 (N.D: Chio -
1968) where the district court held that the defendant’s knowledge of the patent is not .,
sufficient. Jo. at 904 (stating that the defendant “was not n.qmred to presume from his

knowledge that the patentec was demanding relief from hls\acuons") However, the
Miller court did supgest vircumstances where affirmative acls ont the part of the patentee
would not be necessary, See id. at 903-04. ‘

;153. 545 F. Supp. 973 (S.D.N.Y. 1982)
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noted, however, the Lemelson court misquoted the affi rmatlve fact
recitation in Dunlap as “affirmative act”.'*

The holding in Muther was explicitly discussed recently in Ceeco

" Machinery Mfg. v. Intercole, Inc.'* In evaluating the notice require-

ment, the District Court of Massachusetts adopted the interpretation of
the notice provision presented in Muther and held that the patentee must
act affirmatively in notifying the defendant of its infringement.'s

The requirement that the patentee perform affirmative acts in
notifying the defendant of its infringement is prevalent throughout the
Muther line of cases. The progression of the affirmative act interpreta-
tion is evident from the 1927 Muther decision: to the 1994 Amsted
opinion. Muther set in motion an interpretation of the\statute neither
required by the Supreme Court nor contemplated by the policy or
purpose of the statute. In any event, the Muther court’s affirmative act
requirement, whether through error or reasoned analysis, substantially
altered the course of interpretation of the notice provision. During the
development and infiltration of the affirmative act interpretation,
however, another line of cases emerged rejecting this requirement when
a defendant knowingly and secretly infringes the patent of another.

D. An Alternative Interpretation of the Notice Provision
Exemplified by Warner

1. The Basis for the Second Line of Cases Following Duniap

Unlike the Muther line of cases, in Dunlap, the Supreme Court did -
not place limitations on the permissible sources of notice. Rather, the
Dunlap decision addressed the nature of the burden of proof associated
with the patent marking and notice statute. ‘The early post-Dunlap cases
expressly identified the correct interpretation of the Dunlap holding,

The: Third Circuit addressed the notice provision in American
Caramel Co. v. Thomas Mills & Pro.'s" Here, the defendant denied the

‘!\

41 .

154. Seeid at 976 S.mﬂarly, a Florida district court recenlly misquoted the Dunlap
decision in MacPike v. American Honda Motor Co., 29 U.8.P.Q. 2d {BNA) 1526, 1531
(N.D. Fla. 1993). :

155. 817 F. Supp. 979 (D: Mass. 1992).

156. Id. at 986 (“1 adopt Muther’s implicit holding as identifying the governing
aporoach.”). Although the court adopted the affirmalive act requirement, it went on to
find that the plaintiff had taken the affirmative aclion required by the slalute.
Specifically, the court found the plaintiff’s prior nolice to emplayees of the defendant
sufficient. /d. at 987. Morecver, the court noted that the defendant’s emplayces were
aware of the plaintif©’s involvement in n:laled llhgahon over the same pmduct 1d. at
987. 2
157. 162T. 147 (3d C,!nj:.1907).



No. 2] The Patent Marking and Notice Statute 453

plaintiff’s assertion of notice in accordance with the statute.’*® The court
had littie trouble concluding that because the plaintiff had the burden of
proof, it had failed to prove notice as required by the statute.'”® The
court indicated that the defendant is presumed to have acted innocently,
absent mai.iug or notice in accordance with the statute.'® Citing
Dunlap, the court noted that “compliance with the statute is required to
be affirmatively shown” by the patentee in order to receive damages.'s'
Avoiding the mistake in the Muther line of cases, the Third Circuit
recognized the import of the language in Dunlap. Specifically, the
American Caramel court imerpreted Dunlap as requiring the patentee to
affirmatively show compliance with the statute by elther constructive or
actual notice,

- Similarly, the court in Sprague v. Bramhall—Deane Co.'® correct’y
interpreted the: iolding in Dunlap. The court sustained defendant’s
demurrer to the complaint on the basis that marking or notice in
compliance with the statute was not alleged by the plaintiff.'® In doing
so, the court indicated that patentees seeking to recover damages for
infringement of a patented  article mus "afﬁrmat:ve]y establish”
compliance with the statute,'

Therefore, the early post-Dunlap decisions'®® c]ariﬁed the specific
holding set forth by the Supreme Court in Dunlap — that the patentee
must affirmatively establish constructive or actual notice to a partlcular
defendant.

2. Warner Epitomizes the Second Line 6f Cases Post-Dunlap

The Sixth Circuit, in Warner v. Tennessee Products Carp.,'
clarified the permissible sources of notice contemplated by the statute,
holding that actual natice of infringement fulfills the notice requirement .
regardless of whether or not the patentee perfermed an affirmative act.

158, Jd at 148.

159, Seeid.

160. /d.

161. /d. )
162, 133F.738 (C.C.S.D.}“\Y:. 1904).
- 163. M. - Ly

164, I, R

165. See also Tuttle v. Claflin, 76 F. 227, 237 (2d Cir. 1896) (staimg lhat Duniap has

-settled the rules of pleading in connection with the notice provision); Gibson v.

American Graphophone Co., 234 F. 633, 634 (2d Cir. 1916) (stating that the patentee has
the burden ¢f proof, and the issue of notice is a factual one for the jury); Palrpomt Mfg.
Co. v. Eldridge Co., 71 F. 307, 309 (C.C.D. Conn. 1896) (noting that the law has been
settled since Dunlap, and that the plaintiff has the burden of proving notice).

165. 57 F.2d 642 (6th Cir.), ceri. denied, 287 U.8. 632 (1932).
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In Warrer, the plaintiff was an assignee of a patent directed to a process
of making ferropherous in a blast furnace. Prior to the assignment of the
patent to the plaintiff, the assignor had sued the same defendant for
infringement.'s’ In that suit, the defendant settled just prior to trial and
stipulated to the validity of the patent and to its infringement.'®
Subsequent to the patent assignment, the defendant began practicing the
patented process, and the plaintiff filed suit alleging infringement.'®®
The defendant asserted that it was practicing a process different from
that considered by the court in the previous suit, and therefore estoppel
was not appropriate.'’”® The trial court, however, found that the
defendant was estopped by the previous judgement and granted an
accounting for the entire period of infringement.’”

On appeal the defendant argued that the plaintiff had failed to notify
the defendant as required by the statute. The Sixth Circuit held that even
if the statute applied to process pateiits,*” ;e prior lawsuit against the
defendant “was sufficient notice of infringement,” and that “[a]ctual
notice of the issue and contents of the patent, and of the claim that a
practice infringes, is sufficient regardless of the source of such notice.”™
The Warner decision provides a much different interpretation of the
statute than the Muzher line of cases — actual notice of infringement is
sufficient, regardless of the source of notice.

Following the principles laid down in Warner, the court in Ab:ngron
Textile Machinery Works v. Carding Specialists (Canada) Ltd."™ held
that the infringing plaintiff’s knowledge of the patents during its period
of infringement satisfied the notice provision of the statute. - The
infringing plaintiff argued that damages were not recoverable prior to
Jure 11, 1962, “the date of the first formal notice of infringement given
plaintiff by defendant subsequent to issuance of the patent in suit.”'”
The patentee-defendant argued that, because the plaintiff knew of its

infringement, damages were also recoverable for an eight-month period -
between the issue date of the patent and the date of the plaintiff’s direct

167. Id. at 643.

168. id.

169. Id.

170. Hd.

171. 4.

'172. The court noted, but dld not decide, the ; :ssuc of whether the statute applied to
process patents at all. This case was decided just prior to Fine Railway.

173. Warner, 57 F24 at 646, See also Lemelson v. Fisher Price Corp., 545 F. Supp.
973 977 n.13 (S.DN.Y. 1982) (“Given those exceptional and equitable cucumstancw,
the [Wamer] court held that the first suit was sufficient notice and dld not require to be
given again, this time by the assignee.™).
= 174. 249 F. Supp. 823 (D D.C. 1965)..

175. Id at 849
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notice of infringement to the defendant.”” The court apreed with the
patentee-defendant, and held that the infringing plaintiff Lad notice of its
infringement in the “real sense” when the patent issued &nd it continued
to infringe.'"” Like Warner, Abington illustrates the principle that an
infringing defendant mannot escape l:ab:hty when it knowingly infringes
another’s patent.’™

For example, the court in T.C. Weygandt Co. v. Van Emden'™ found
compliance with the notice provision when the defendant knew of the
plaintifi’s patent prior, to engaging in the infringing activity.'®™ The
defendant was previously a salesman for the plaintiff, which distributed
candy machines manufactured by a German company.'® The plaintiff
owned the rights to the U.S. patent covering the candy machines and the
defendant knew of the plaintiff’s rights in the patent.'? The plaintiff’s
machines were not marked in precise compliance with the statute.'® The
defendant ordered and received two of the German candy machines
through a foreign secondary market in order to avoid dealing with the
German manufacturer. The plaintiff sent the defendant a letter indicat-
ing its ownership of a covering patent and charged the defendant with
infringement.'® The court noted that the defendant, “who knew that he

176. /d.
177. Id. The court emphasized the plaintiff’s knowledge of its infringing activity
during the full period of infrinpement, stating:
[T3hat the June 11, 1962 notice was the first notice of infringement
given plaintiff by defendant is true, insofar as formal notices of
infringement written after the issuance of a patent are concerned. But
that notice was not the first notice of infringersent of the patent in suit
in a real sense. Plaintiff’s Treasurer and General Manager Smith
testified at the trial that he leamed late in September 1961 that there was
an allowed patent application on the Varga invention. . . . Plainliff’s .
General Manager also testified that he personally saw a copy of the
Varga patent in suit “shortly afier October-10th, 1961, when it was
issued by the Patent Office.”” Thus, plaintiff must be considered to have
had not only constructive notice but also actual notice of the existence
of the patent in suit as of its issue date. :
Id
178. See also Oll Wcll [mpm\ ements Co v. Acme Foundry & Mach. Co., 31 F.2d
898 (8th Cir """~ .. ere the plamuff =+ed for infringement of its patent of an ail well
casing head :& .. 199 At ifial, the p "«intiff proved that the defendam was informed
of plaintif: = gutents prior to its infringement. /d. at 901. The Eighth Circuit held that
notice to the defendant of the plaintiff’s patent prior to defendant’s manufacturing and
sale of the infringing devices constituted proper notice. !d
179. 40 F2d 938 (S8..N.Y. 1930). ‘
180. 7d. at 940, ‘
181. Id L G
182. Id.
183. Id.
184. Id
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had been infringing and saw he had been caught, stopped his infringing
practices at once.”'® Citing Qil Well Improvements Co. v. Acme
Foundry & Machine Co.,”™ the court held that the defendant had actual
notir= prior to the sale of the infringing devices and was therefore liable
for damages covering the entire period of infringement.'” The Fourth
Circuit also agrees with the Warner interpretation. In American
Ornamental Bottle Corp. v. Orange-Crush Co.,' the court held that
where a defendant “boldly appropriates” the patented invention of
another, the notice provision of the statute has no application at all.'®
The court stressed the egregious activity of the defendant including
appropriating the piamtlff‘s invention and fraudulently applying for a ™
patent on the invention in his own name.” The court held that the
statute was designed to protect persons who might be led into believing
an invention was unpatented and, therefore, that the statute had no
application when an infringer boldly appropriated the patented invention
of another.""'

185. id.

186. 31 F.24 898, 900-01 (8th Cir. 1929). See discussion supra nole 178. .

187. T.C. Weygand, 40 F.2d at 940. The defendant’s prior notice has been held
acceptable by other courts. ‘For example, in Nicholson v. Bailey, the plaintiff notified
defendant when he purchased certain trees that they were patented. 182 F. Supp 509
(S.D. Fla. 1960). The court held that:

Such notice fairly informed the defendant of the fact that the two trees
pitrchased from plaimiff were patented and that certain acts by the
defendant would constitute an infringement of plaintiff’s patent. It has
been repeatedly held that such pnor notice IS suﬂ'lclent to satisfy the
mlem of the steiuie.
Id. at 512-137 In Adorjan Newman & Co. v. chhelleu Corp ., the court found
compliance with the statute where the plaintiff received notice by defendant of its patents
and was aware the patents would be “vngomusly enforced.” 81 F. Supp. 763, 764
(S.D.N.Y. 1948).

{88. 76 F.2d 969 (4th Cir. 1935).

189, 14 at 970-71 {"The mfrmger was 50 well aware, from Ihe begmnmg, of the
impropriety of its acts that the provisions for formal notice under the statute can have no
application.”). This case is the first to apply an equitable exception to the marking and
notice statute. This Article focuses on the interpretation of the notice provision as a
matter of statutory construction, not on the application of an equitable exception. It will -
be noted, however, that the result is identical — willful infringers ip egregious fact .
situations are held accountable for the full period of infringement. Therefore, Amcrican
Ornamental provides guidance on the issue of statutury intent and purpose. :

190. Id. at971.

191. I4d. The Fourth Circuit emphas:zed the purpose of lhe statute and its mapphca—
bility in egregious fact scenarios stating: .

The actions of the plaintiff company from the beginning disclosed a’
deliberate intent to take the property of another, and we cannot suppose:
that Congyess intended that the statute should be used to enable an
infringer, guilty of such intentional wrongdoing,. to_continue his
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The Warner line of cases offers a substantially different interpreta-
tion of the notice provision than the Muther line. The courts that follow
Warner consider the knowledge and actions of the infringer to determine
notification within the meaning of the statute.'” These courts correctly
construe the Dunlap decision and the statute: actual notice of infringe-
ment fulfilis the notice requirement, regardless of whether or not the
patentee performed an affirmative act. The #arner line indicates that an
infringer who commences infringing activity knowing of the existence
of a covering patent is notified within the meaning of the statute.
Therzfore, wiltful infringers are per se notified within the meaning of the
statute.

A
wrungful acts with impunity during the period prics'to formal notice.
‘ The right of an owner of a patent to rccover’damage., for infringe-
ment is recognized in . . . and the limitation thereon imposed by R.S.
§ 4900, as amended (35 USCA § 49), was obviously designed to protect
persons who might be led into infringement of a patent under mitigating
circumstances. No such purpese would be served by applying the
section to one who boldly appropriated the invention of another, and
attempted to secure a patent thereon for himself.
Id_ Compare Chesapeake & Ohio Ry. Co. v. Kallenbach, 124 F.2d 375, 376-77 (4th Cir.
1941) (holding: that in some circumstances equity permits the accrual of damages even
prior to the issue of a patent) and Hoeltke v. C.M. Kemp Mfg. Co., 80 F.2d 912, 922-23
{4th Cir.), cert. denied, 298 U.S. 376 (1936) with Swan Carburetor Co. v. Nash Motors
.. Co., 133 F.2d 562 (4th Cir.) (holding that it was proper to calculate damages from the
" date of notice of infringement r=!"2r than from the date on which infringement began),
cert. denied, 320 U.S. 762 (1943).

192. For example, in Livesay Window Co. v. Livesay Industries, the Fifth Circuil,
citing Warner with approval, indicated that the statutory notice requirement is satisfied
by proof of the infringer’s actual knowledge of the patentee’s claim of infringement.
251 F.2d 469,475 (5th Cir. 1958). The court concluded: “The [i]nfringer could hardly
have more clearly expressed its interpretation of that suit as a claim of infringement. . ..
‘When cne acknowledges for his adversaty that the adversary is claiming infringement,
the law most certainly does not compe! the: patent owner to repeat it any more
explicitly.” Id at 475. Similarly, in dsicmational Nickel Co. v. Ford Motor Co., Ford
contended that there was no evidence iiz: it received the statutory notice prior to the
institution of the suit and, therefore, damages should not accrue until that date. 166 F.
Supp. 551, 566 (S.D.N.Y. 1958). International Nickel (“INCO™) asserted that Ford knew
it was infringing; therefore, damages should accre from the day Ford began production
of the infringing product. The court rclied an the fact that during licecsing negotiations,
counsel for Ford acknowledged that Ford was “piling up liabilities’ to INCO by its
indecision whether to become a ficensee under the patent in suit.” Jd. at 567 {(quoting
testimony eXiciied at trial). The court concluded that this slatement was an admission of
the receipt of notice, thereby satisfying the requirement of the notice provision. /4. The
court stated, “[c]oming from a trained patent counsel, who must have known that notice
is necessary for the accruing of damages for infringement, such a statement was an
admission of the receipt of such notice.” Jd.
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V. AMSTED INDUSTRIES INC. V. BUCKEYE STEEL CASTINGS CO.

In Amsted Industries Inc. v. Buckeye Steel Castings Co.,”” the
Federal Circuit interpreted the notice provision of the patent marking and
notice statute' to allow an infringer to willfully, intentionally, and in
bad faith infringe another’s patent for a period of five years without the
imposition of damages.

The patent at issue in Amsted disclosed and claimed an apparatus
combination for railroad car underframe structures.'” Amsted manufac-~
tured a-center plate component that was merely one element of the
patented combination, but was itself unpatented.'® Amsted in turn sold
the center plate component to rail car manufacturers for assembly into
the patented combination.’”” Amsted did not have any licensees under
the patent, and neither Amsted nor the rail car manufacturers placed
patent markings on their respective products. - Buckeye, another
manufacturer-supplier,’®® attempted to design around the center plate
component, but failed to produce a preferable design.'” Buckeye also
attempted but failed to secure a license under the patent.”® Buckeye
finally copied the center plate component manufaciured by Amsted,
despite the advice of counsel that such copying would likely infringe
Amsted’s patent.®' Thus, Buckeye manufactured its infringing product
with full awareness of Amsted’s patented invention; therefore, Amsted
sued Buckeye for willful®® contributory infringement2® The jury
returned special verdicts finding that Buckeye had infringed Amsted’s
patent and that the infringement was willful 2

193. 24 F.3d 178 (Fed Cir. 1994). The pertinent facts of Amsred are also set forth in
the district court decision. See Amsted Indus. Inc. v. Buckeye Steel Castings Ca., 28
U.S.P.Q.2d (BNA) 1352 (N.D. 1l1. 1993).

194. 35 US.C. § 287(a) (1994).

195. Amsted, 24 F.3d at 180,

196. Md.

197. Id.

198. /d.

199, /d

200. Hd.

203, M

202. See supra part 1IL

203. Amsted, 24 F.3d at 180.

204. Id. at 181, The jury found Buckeye rmble for $1,497,232 in damages that
accrued after January 10, 1986 —the datc Ams/ed allegedly notified Buckeye by letter
of its mﬁ'mgcment. Id. In view of Buckeye’s deliberate copying, the district court suled
that “the jury’s finding of willfulness should be accorded ‘its full potential legnl effect™
and that Amsted was entitled to treble damages as authorized by 35 US.C. § 284.
Amsted, 24 F.3d at 183-84 (quoting Amsted Indus. Inc. v: Buckeye Steel Castings Co.,
28 U.S.P.Q.2d (BNA) 1352, 1355 (N.D. KL 1993)). The total award of damages,
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Several dates are significant in understanding the implications of the
Federal Circuit’s holding. Although Amsted’s patent did not expire until
May 23, 1989, Buckeye deliberately copied the patented invention
against the advice of counsel sometime in 1984.7 In a letter dated
January 10. 1986, Amsted notified several competitors, including
Buckeye, that it had acquired rights in the patent at issue and warned
them against infringement.®” In a letter dated January 27, 1989, Amsted
specifically charged Buckeye with infringement of i‘s patented combina-
tion.>® Amsted filed suit against Buckeye on February 25, 1991, thus
only permitting recovery of damages that accrued after February 25,
1985 due to the statute of limitations.2®

The Federal Circuit affirmed the finding of willful: mﬁ1ngement and
the award of enhanced damages and attorney fees to Amsted.?’® In
reasoning that the “for or under” language of the statute applied to
express and implied licensees, the court first held that Amsted had a duty
1o mark in accordance with the statute even though it did not itself
manufacture the patented combination.?!’ The court then reversed the
jury finding that Amsted’s first letter dated January 10, 1986 constituted
proper notice.?'? The court determined that the first letter was not legally
sufficient to satisfy the requirements of the statute.”® As a matter of law,
Amsted could recover damages only after Buckeye was notified of its
infringement by the second letter dated January 27, 1989.2'* The court

including $793,000.93 in pre-judgment interest, was determined to be $5,284,696.93,
plus reasonable atlorney’s fees. Amsted, 28 U.S.P.Q.2d at 1362, .

205. Seventeen years from the i issue date of May 23, 1972. Amsted, 24 F. 3d at 180

206. Id. at 182.

207. id. at 185-86.

208. Id. at 186. N

209. The patent statute provides for a six year statute of limitations. 35 U.S.C. § 286
(1994). The Amsted patent expired on May 23, 1989 and suit was filed on February 25,
1991. Accordingly, Amsted was only permitted to claim damages that accrued from
February 25, 1985 to May 23, 1989.

210. Amsted, 24 F.3d at 184. As to willful infringement, the Federal Circuit found
that it would have been reasonable for the jury to conclude that Buckeye’s engineering
director did not have a good faith belief that the patent was invalid when he made the
decision 1o copy the patented design.  Jd. at 183.

211. I/d. at 185. At least one commentator suggests that this mterpretanon of the
marking provision is not practical in view of the patentee’s position as a seller without
contractual rights in a buyer-seller relationship. CARL G. LOVE, PATENT MANAGEMENT:

.~ PRESERVE YOUR DAMAGES BY PROPER MARKING AND INFRINGEMENT NOTICES (1994).

212. Id at 187.

213. Jd The Federal Circuit did recognize the district court’s staterent of law that
the notice requirement was satisfied where the infringer acknowledges a specific
communication to be a notice of infringement. The Federal Circuit, however, expiicitly

- reserved addressing this issue of law. /d at 187 n.5. .

214, id at 187.
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then remanded the case for recalculation of damages based on the
January 27, 1989 notification date.?"

This ruling resulted in a loss of millions of dollars for Amsted and
permitted the recovery of only those damages that accrued from January
27, 1989 (the date of formal notice) to May 23, 1989 (the date the patent
expired) — approximately a four menth period. The Amsted decision
demonstrates how the current interpretation of the notice provision
impairs patent rights; damages will not be assessed against a willful
infringer for any period prior to formal notice by the patentee. This
Article demonstrates that such a result is not contemplated by the
purpose, policy, or legislative history of the statute.

1
VI. THE NOTICE PROVISION AS CORRECTLY INTERPRETED;
WILLFUL INFRINGERS ARE NOTIFIED AS A MATTER OF Law -

A. The Affirmative Act Interpretation Contradicts Statutory Policy

This Article has presented two lines of cases representing differing
interpretations of the statute. The first interpretation, adopted by the
Federal Circuit, requires that a patentee perform affirmative acts in
notifying the defendant of its inftingement; it ignores the independent
knowledge and acts of the infringer. The second interpretation indicates
that actual notice of the existence and infringement of a patent is
sufficient, regardless of the source of such notice. This reading permits
consideration of an irfringer’s knowledge and actions in the analysis.
The position of this Article is that the second interpretation suggests the
proper-statutory construction: willful infringers are notified within the
meaning of the statute as a matter of law.?*¢

PH

215. Tn view of Amsted’s virtually complete loss of damages and its obvigus inability
to obtain an injunction, it is not surprising that a settlement between the parties was
entered on remand.

216. Willful infringement is a term of art and, if &stabllshed by the plaintiff, may
entitle it to increased damages. See supra part IIl. This Article suggests that when the
plainiifT establishes willful infringement, the willfil infringer should be considered to
have been notified within the meaning of the statute. Although the cases of the #arner
line in effect stand for this proposition, some of the cases are broader in their interpreta-
tion. For example, in Warner, notwithstanding the fact that the defendant might not have
been a.ivillﬁll infringer, the court found that there had been notice. This Asticle proposes
that the patentee must allege and prove willful infringement in order to satisfy the notice
_ provision. Only then is the defendant notified of its infringement as sequired by Dunlap.
" The author believes, however, that there is some basis to conclude that actual knowledge
of the patent itself may be enough to satisfy the statutory notice requirement. See mfm
note 229,
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The Federal Circuit’s affirmative act interpretation of the notice
requirement contradicts the provision’s statutory purpose and policy.
First, it is based on a misunderstanding that has plagued the statute’s
interpretation since Muther.”” Because the Federal Circuit misread the
Dunlap decision, its analysis and helding are also necessarily flawed.
Second, the affirmative act interpretation is contrary to both the policy
of the statute and the dictates of statutory construction. It is axiomatic
that in any exercise of statutory construction, a court must look to the
object and policy rooted in a statute.® Moreover, courts should avoid
an interpretation that, even if literally correct, is contrary to the reason
of law and produces an absurd result or flagrant injustice.?”” Although
the affirmative act interpretation serves one purpose of the statute (that
of preventing innocent infringement), it exxeads its effects to cases not
within the statite’s purpose. Under the affirmative act standard, willful
infringers who boldly infringe the patent of another will escape lLiability
for the period prior to formalistic and redundant notice by the patentee.
This interpretation actually encourages appropriation of unmarked
patented products by providing incentive for infringers to secretly

infringe patents covering unmarked products. This is an unjust result .

occuring at the expense of patentees.

The Federal Circuit’s holding in Amsted is also inapposite to a basic
tenet of patent law — encouragement of technologic innovation. In her
concurring opinion in Hilton Davis Chemical Co. v. Warner-Jenkinson

.Co.,2° Judge Newman discussed the nature of patent rights and the effect
of those rights on technologic innovation. In addressing the protection
of investment in the context of the doctrine of equivalents, Judge

Newman stated:

Most (but perhaps not all) students of technologic innova-
tion today accept the proposition that there is-a larger
welfare benefit when the inventor is protected against
apprepriability by a competitor whe did not bear the
commercial risk. The cost of substantially imitating an
established product, wiit or without improvements, is
usually lower, and always less risky, than the originator’s
cost “of creating, developing, and marketing the new
product. Such a competitor can act in a shorter time than

217. See supra part IV(C).

218. See, e.g., Crandon v. United States, 494 U.S. 152, 158 (1990); Aulston v. United
States, 915 F.2d 584, 589 (10th Cir. 1990), cert. denied, 500 U.S. 916 (1991).

219. See, e.g., Sorells v. United States, 287 U.S. 435, 446 (1932). .

220. 62 F.3d 1512 (Fed. Cir. 1995), cert. granted, 116 S. Ct. 1014 (1996).
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was needed by the patentee, and undercut the return to the
patentee, . . . Because of the diminished risk-weighted
incentive to the originator, it has generally been concluded
that the “total welfare, but not the welfare of consumers,
would be increased by making it more difficult to produce
close substitutes for existing products.”*!

Although a comprehensive discussion of the economic incentives
associaied with patent law protection of investment is beyond the scope
of this Article, it seems clear that permitting a willful infringer to escape
liability does not increase the total welfare of the nation and discourages
investment-based risk. Permitting a willfisl infringer to escape liability
effectively grants a royalty-free license to practice the patented invention
and permits the willful infringer to compete with the patentee at lower
cost.2 This result fails to reward and may discourage tecbnical
innov auon, weighing in on the side of the imitator, rather than the
innovator.?

Of course, a patentee can avoid the pitfalls of the affirmative act
interpretation by utilizing the constructive notice provision of the statute
through the marking of its patented articles. A patentee who fails to
mark does so at its own peril. However, this conclusion is short-sighted
and ignores the realities of commercialization. Patentees fail to mark

 their products for a variety of practical reasons.””* Nommally, patentees
manufacture and sell products covered under an application that has not
yet issued as a patent.” Once a patent issues, immediate compliance
with the marking provision is difficuit. Shutting down manufacturing
in order to retrofit product molds or packaging is cost-prohibitive in a
business environment. Moreover, replacing unmarked products or -
packaging upon issuance of a patent would be a costly and unrealistic
alternative for manufacturers. In reality, production will continue and
unmarked products and packages will be delivered to the consumers
until a pianned and convenient opportunity to mark arises. Other

221. Id. at 1532 (Newman, I., concurring) (citations omitted).

222. See generally RICHARD A. PosuF.R, EconoMic ANALYSIS OF Law § 3.3 (4thed.
1992) 7

2223, See id. at 1531 (Newman, J concu/rrmg) (“fTthe harshness of modem
competition, and the cver present need fm- industrial ircentives . . . weigh on the side of
the innovator, and thus favor a rule that tempers the rigor of literalness ).

224. But see ROBERT P. MERGES, PATENT LAW AND POLICY: CASES AND MATERIALS
834 (1992) {suggesting that patentees may strategically fail to mark in order to plan a

“sneak-attack™ upon competitors by way of injunction).

225.. See, e.g., American Medical Sys., Inc. v. Medical Eng g Corp., 6 F.3d 1523
1538 (Fed. Cir. 1993), cert. denied, 114 S. Ct. 1647 (1994)

226. See id
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problems accompany the manufacture of large scale machines or
equipment that can have components that are embodied in hundreds of
patents. It is often difficult to know what patent numbers should be
marked on what machines; this prablem is only aggravated by changing
product designs. In some cases marking is prohibitively expensive in
comparison to the manufacturing cost of the patented product. In an
attempt to comply with the statuie, patentees mark the packaging of
products delivered in bulk shipments in order to avoid the cost of
marking each constmer product. The holding in Amsted makes clear,
however, that this attempt is futile.

B. The Correct Interpretation

By definition, a willful infringer has knowledge of the plaintiff's
patent and has completely ignored (or demonstrated indifference to) the
plaintiff’s patent rights.®’ Thus, a patentee who establishes that the
defendant is a willful infringer alsc establishes that the defendant knew
.of Uie patent protecting the patentee’s product, apparatus, or method
during the period of infringement and that it knew of, or recklessly
ignored, its own infringement. Under the Amsted court’s misguided
affirmative act standard, a willful infringer can escape liability if the
patentee took no redundant affirmative steps to give the infringer
additional notice of infringement.

The notice provision does not state who is required to provxde notme
to an infringer. It merely requires “proof that the infringer was notified
of the infringement.”™* The legislative history of the statute also fails to
provide any guidance on the permissible sources of notice.? In Diunlap,

227. See supra part HIL

~228. 35 U.S.C. § 287(a) (1994). The caly limitation the provision reqmrns is ' *
notification of infringement. Clearly, the term infringement as used in the provision is “,
something less than its real and legal defmition. A determination of infringement isa
two-step process. First, the claims at issue must be construed, as a matter of law, to
determine their proper meaning and scope. Markman v. Westview Insiruments, Inc., 52
F.3d 967, 970-71 (Fed. Cir.) (en banc), af'd, 116 5. Ce. 1384 (1996). Then the properly
construed claims are compared with an accused method or apparatus, as a matter of fact.
Lemelson v. General Mills Inc., 968 F.2d 1202, 1206 (Fed. Cir. 1992), cerr. denied, 113
S. Ct. 976 (1993).

229. See supra part (A). Though Congress gives no guidance with regard to
notification in § 287(a), Congress has defined the notification requirements for the
special class of process paients in § 287(b). The notification provision of § 287(b)
merely requires proof that the defendant had actual knowledge of the patent. Process
Patent Amendments Act of 1988, Pub. L. No. 100-418, § %004, 102 Stat. 1564-66.
Section 287(b) indicates that remedies in a 35 U.5.C. § Z71(g) process patent action do
oot apply unless the person subject to liability had notice of infringement. 35 US.C.
§ 287(b}(2) (1994). Therefore, at Ieast for subsection 287(b), notice of infringement
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the Supreme Court clarified which party bears the burden of proving
compliance with the statute.®® [t did not discuss any necessary source
of the notice.® Neither the literal words of the statute, the legislative
history, nor the Supreme Court’s Dunlap decision indicate who must
provide notice to comply with the statutory requirement.

The purposes of the patent marking and notice statute are: (1) to
prevent innocent infringement;? (2) to avoid deception against the
public by unmarked patented articles;™? and (3) to give information
which provides a ready means of discerning the status of the intellectual
property to the public.?* The statute is intended to prevent the following
sequence from happening: (1) a manufacturer is lulled into thinking that
improvements in an unmarked commercial device are free for all to use;
(2) the manufacturer begins to make and sell an infringing article; (3) the
manufacturer is sued by a patentee seeking damages for patent infringe-
ment; and (4) the patentee obtains damages for the entire period of
infringement because an infringer’s claim of lack of intent or knowledge
is irrelevant. The statute avoids this sequence by punishing those
manufacturing patentees who fail to mark their products.®*> Specifically,
if a manufaciuring patentee fails to mark in accordance with the statute,
it may claim damages only after an alleged infringer receives actual
notice of its infringement.

Notwithstanding the above, allowing a willful infringer to boldly
appropriate the invention of another does not serve the purpose of the

means “actual knowledge, or receipt of a written notification, or a combination thereof,
of information sufficient to persuade a reasonable person that it is likely that a product
was made by a process patented in the United States.” 35 U.S.C. § 287(b)(5)}(A) (1994).
The legislative history of § 287(b) makes clear that notice of infringement is “actuoal
knowledge or written notification.” H.R. ConF. REP. No. 576, 100th Cong., 2d Sess.
1087 (1988).

230. Even the Federal Circuit has recognized this part of the Duniap holdmg. See
Motorola, Inc. v. United States, 729 F.2d 765 (Fed. Cir. 1984), where afier the court
correctly quoted the Dunlap decision, it concluded that the statute was “a burden of
pleading and a burden of proof provision.” Jd. at 770. . ' :

231, See supra par [V(A). '

232, See Motoraia, 729 F.2d at 772 (“[A] fundamental rationale supporting section
287 — supplying notice in order to prevent innocent infringement.” (citing Wine Ry.
Appliances Co. v. Enterprise Ry. Equip. Co., 297 U.S. 387, 394 (1936))).

233. See Wine Ry., 297 U.S. at 398 (noting that the purpose of the patent marking and
notice statute is to provide “protection against deception by unmarked patented articles,
and requires nothing unreasonable of patentees™); see also American Omamental Botle
Corp v. Orange-Crush Co., 76 F.2d 969, 971 (4th Cir. 1935) (stating that the statute

“was obviously designed to protect persons who might be led into mfnngement ofa
patent under mitigating circumstances™).

234. See Bonito Boats, Inc. v. ThunderCraft Boats, Inc., 489 U.S, l4l 162 (1989).

235. See Wine Ry., 297 1].5. at 395 (noting that the palent markmg and natice statute

“subtracts something and creaies an exception™). .
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notice provision.®® A willful infringer is obviously not innocent in any
sense of the word: a former employee appropriates a patented
machine;*’ a third party knowingly appropriates the invention and
applies for a patent;”® a company copies a patented invention white
ignoring the advice of counsel;* a former licensee stops paying
royalties but continues to infringe.*** None of these infringers would be
able to escape liability under the correct interpretation of the statute,
found in the Farner line of cases. This interpretation is in direct accord
with the goal of preventing punishment of innocent infringement. An
innocent infringer of a patent would not be held liable for damages prior
to notification of infringement, since a patentee would be unable to plead
and prove notice prior to the filing of the suit as required by Dunilap.
Since innocent infringers would be shielded from liability, the purpose
and policy of the statute would be served.

If the Federal Circuit interpreted the notice provision as the Warner
line did, the result in Amsted would change.?* Because Amsted proved
that Buckeye was a willful infringer, Buckeye would be potentially
liable for damages from the moment that it deliberately copied the
patented invention of Amsted in 1984. This result is in accord with the
purpose of the statute; it holds willful infringers liable for the full period
of infringement, while relieving innocent infringers from damages until
the provisions of the statute are satisfied. The Federal Circuit should
overturn the Amsted decision en banc, otherwise competitors of a
patentee will be permitted to continue to secretly infringe with impunity
during the period before formal notice by a patentee — a result that
rewards imitators and fails to promote the progress of the useful arts.?*?

236. See American Ornamental, 76 F.2d at 971.
237. See T.C. Weygandt Co. v. Van Emden, 4¢ F.2d 938 (S.D.N.Y. 1930).
238. See American Ornamentai, 76 F.2d at 970.
239. See Amsted Indus. Inc. v. Buckeye Steel Castings Co., 24 F.3d 178 (Fed. Cir.
1994). :
240. See General Elec. Co. v. George J. Hagan Co., 40 F.2d 505 (W.D. Pa. 1929).
241. Because the palentee provided the necessary proof to establish willful
infringement, a similar change in result would occur if the proposed interpretation is
applied to the facts in the Federal Circuit case of American Medical Sys. v. Medical
Eng’g Corp., 6 F.3d 1523 (Fed. Cir. 1993), cert. denied, 114 5. Ct. 1647 (1994).

242, Unfortunately, the federal district courts are now following the affirmative act
interpretation of the statute. See On Command Video Corp. v. Lodgenet Entertainment
Corp., No. C 95-546 SBA, 1995 U.S. Dist. LEXIS 20192 (N.D. Cal. 1995); Stryker Corp.
v. Intermedics Orthopedics, Inc., 891 F. Supp. 751, 830 (E.D.N.Y. 1995); Endress &
Hauser, Inc. v. Hawk Measurement Sys. Pty. Ltd., 892 F. Supp. 1123, 1132 (5.D. Ind.
1995); Maxwell v. K Mart Corp., 880 F. Supp. 1323, 1339 (D. Minn. 1993). In Stryker,
the district court found that the defendant “willfully and deliberately copied” the
patented invention and its conduct was “egregious and in bad faith,” 'Stryker, 891 F.
Supp. at 834. The court also found that the defendant “had actual notice of the plaintiff's
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VII. CONCLUSION

The Federal Circuit’s current interpretation of the patent marking
and notice statute, as exemplified by Amsted, perpetuates the misreading
of the seminal Supreme Court case of Dunlap v. Schofield, which
spawned the Muther line of cases. The Federal Circuit’s requirement of
an affirmative act by the patentee to notify infringers is contrary to the
purpose and policy of the statute and operates to reward those who
secretly and willfuily infringe the patents of others. The notice provision
has been correctly interpreted by other federal courts subsequent to the
Dunlap decision in the line of cases exemplified by Warmer. These
courts maintain that actual notice of the existence and infringement of a
patent is sufficient to support liability, regardless of the source of such
notice. Under this interpretation, willful infringers like the defendant in
Amsted are notified within the meaning of the statute as a matter of law.
Accordingly, willful parties are liable for damages during the entire
period of infringement, while innocent infringers are shielded by the
notice provision. This interpretation serves the purpose and policy of the
statute and should be adopted by the Federal Circuit.

patent as of January 5, 1990.” Jd. On this basis, the court enhanced the damage award
to double the amount (to a total of $52,697,968) to the patentee. Jd. However, citing
Amsted, the court held that compliance with the statute did not occur until April 26, 1950
when the patentee performed affirmative acts in notifying the defendant, Id. at 830,
Thus, damages that accrued between January (when the defendant became aware of the
patent} and April (when the palentre performed affirmative acts in compliance with the
statute) could not be awarded to the patentee (costing the patentee a total of $1,306,622,
or with double damages, $2,613,244). Subsequently, another panel of the Federal
Circuit discussed the Amsted holding in Conopeo, Inc. v. May Dept. Stores Co., 46 F.3d
1556 (Fed. Cir. 1994) (citing Amsted, the Conopeo court noted: *'Since Canapco did not
mark its product with the *179 patent number, defendants are not liable for patent
infringement damages prior to the date they had actual notice of the *179 patent”), cert.
denied, 115 S. Ct. 1724 (1995). - Presumably, actual notice translaes into affirmative
notice by the patentee. : : :





