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I. INTRODUCTION 

The patent l aws  of all major industrial nations provide that patents 
are to be granted only for inventions that possess sufficient novelty in 
comparison with that which publicly came before. Classically, the 
concept of sufficient novelty has developed into two separate and 
distinct reqnirements, namely novelty 1 and nonobviousness. 2 Moreover, 
that which publicly came before is ~fcrred to as "prior art" or "state of 
the art." Prior art establishes the technical background against which 
both the novelty and nonobviousness of any invention are determined. 
Since prior art play s so fimdamental a role in the operation of a patent 
system, it is important that both its meaning and scope be properly 
defined. 

It would also be beneficial if prior art were treated consistently 
throughout the world since countries could then share search and 
examination results. Additionally, a harmonized definition of prior art 
would help eliminate disparate results with respect to patent acquisition 
in diffcrm: countries of the world. Uuforttmately, prior a / f~  not defined 
consistently. In fact, in their recent efforts to harmonize their patent 
laws, many countries have identified incousistencies in the definition of 
prior art as one of the major obstacles to complete harmonization. 

This Article focuses on a particular type of prior art known a s  
"secret" prior art, specifically unpuLlished patent applications. The 
World Intellectual Property Organization CWIPO") Harmonization 

/ )  

1. Under U.S. patent law, the novelty requirement is met if  an invention was not 
"known or used by others in this country, or patented or described in a printed 
pubficatiun in this or a foreign country b~foro the invention thereof by the applicant for 
patent." 35 U.S.C. § 102(a) (1988). 

2. An invention is obvious, under U.S. patent law, if the "diffcrenees between the 
subject matter sought to b.z patented and the prior art arc such that the subject matter as 
a whole would have been obvious at the time the invention was made to a person having 
ordinary skill in the art to which said subject matter pertains." 35 U.S.C. § 103 (1988). 
Mest othe= countries have an analogous requirement known as "inventive-step." In this 
article, no:~obviousuess and inventive-step are used interchangeably. 
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Treaty negotiations 3 and the final report o f  the U.S. Advisory Commis- 
sion on Patent Law Reform 4 will also be discussed. Finally, this Article 
will articulate a recommendation for reforming U.S. patent law ueatment 
o f  secret prior art. 

II. SECRET PRIOR ART 

Secret prior art is prior art that is not generally known or familiar to 
the public. Intuitively, one would think that only art that is known to the 
public would have a patent-defecting effect. Nevertheless, the law has 
evolved to provide secret prior art with a patent-defecting effect in 
certain circumstances. The most  common example o f  secret prior art is 
earlier-filed unpublished patent applications which are eventually either 
published or granted. 5 One notable limitation, however, is that these 
patent applications only have a national prior art effect. 6 

There are two major reasons for the use o f  secret prior art within a 
patent system, First, countries want to protect their citizens from 
multiple infiingement suits or royalty payments on a single invention 
Second, countries want to limit extension o f  the term o f  exclusive rights 
granted by a patent. The use o f  pending patent applications as prior art 
is intended to prevent multiple patents for the same or similar inventions. 
The doctrine o f  "double patenting" is also used to achieve the same 
objectives. 7 Double patenting bars a subsequent patent from extending 

3. wIPe is the United Nations agency responsible for intellectual property matters. 
The treaty negotiations are detailed in Records o f  the Diplomatic Conference for the 
Conclusion of  a Treat), Supplem-.~nting the Paris Convention As Far As Patents Are 
Concerned (1991) (published by WIPO, on file with the Harvard Journal of  Law & 
Technology) [hereinatter Diplomatic Conference Records]. 

4. ADVISORY COkOJISSION ON PATF24T LAW RHFORM, U.S. DEP'T OF COMIvIERCE, 
REPORT TO THE SECRetARY OF COMMImCB (1992) [hereinaf~r ADVlSORY COM~CSSION 
REPORT]. 

5. These patent applications are given a patent-defeating effect from their filhlg 
date. Hence, this author chooses to consider the pending applications themselves as 
secret prior art oven though they only become so after the application issues or is 
published. The reasoning is that the filing of the application is the initiating event, and 
the subsequent patenting or publishing is but a condition subsequent. Furthermore, filed 
applicalions will normally be included within the prior art. Others prefer to say that such 
patents or published applications are effective retroaztivdy as of their filing date. See. 
~g., Tctsu Tanabo & Harold C. Wegner, Japanese Patent Law (Part I1), 58 3. PAT. OFF. 
Soc'Y 647, 655-56 (1976). 

6. For example, a patent application filed in counhs, A would become secret prior 
art only in country A and not in any other country. 

7. See Reinhard Wieczo~k, Convention Applications as Patent-Defeating Prior 
Rights, 6 INT'L REX'. INDUS. PROi,. & COPYRIGHT L. 134, 137-38 (1975) (recognizing the 
common goals of these legal doctrines). 
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the term o f  exclusive rights by  claiming essentially the same invention 
as an earlier patent s 

One can utilize either the whole-contents approach 9 or the more 
narrow prior-claim approach I° when using secret prior art or double 
patenting. I~ Both the United States and Europe use the whole-contents 
approach for prior art. TM For double patenting, however, the United 
States uses the pr ior-claim approach, ~3 while the trend in Europe is to use 
the whole-contents approach.~4 

HI. EVOLUTION OF U . S .  L A W  ON SECRET PRIOR ART 

Under the U.S. patent  laws, there exist two forms o f  secret pr ior  art: 
pending  patent  applicat ions and prior  ~nventions o f  others in the United 
States.  15 The first type evolved from case Law, while the second is 
inherent in a first-to-invent system16 Since the focus o f  this article is on 
pending patent  applications,  most  o f  the discussion be low will  pertain to 

8. See DONALD S. ORSUM, 3 PATENTS § 9.01 (1995). 
9. The whole-contents approach looks at both the disclosure and the claims made 

in an earlier patent. Under the whole-contents approach, the earlier-iliad and 
subsequently published patent application defeats a later-filed application to anything 
disclosed in the earlier application. 

10. The prior-claim approach focuses exclasively on the claims made in an earlier 
patent. Under the prior-claim approach, an earlier-filed patented invention defeats a 
later-filed application to the same, or similar, claimed invention. 

11. See Harold C. Wegner, Patent Law Simplification and the Geneva Patent 
Convention, 14 AIPLA Q.J. 154, 173 ( 1986); Wieczorek, supra note 7. 

12. See V~qeczorek, supra note 7. 
13. See CHISUM, supra note g. 
14. See Wieczorek, supra note 7, at 164-65. 
15. See 35 U.S.C. § 102(e), (g) (1988). The relevant portion of§ 102 states: 

A person shall be entitled to a patent unless 

(e} the invention was described in a patent granted on an applica- 
tion for patent by another filed in the United States before the invention 
thereof by the applicant for patent, or on an international appli~fion by 
another who has fulfilled the requirements of paragraphs (1), 1(2), ~fl~-Q'(4)~. 
of section 371(c) of this title before the invention thereof by the \~ 
applicant for patent, or /)/:~ 

(g) befbre the applicant's invention thereof the invention was made//~/ 
in this country Ey another who had not abandoned, suppressed, or 
concealed 

/ d  
16. A first-to-invent system awards a patent to the individual who was the first to 

create the invention. 
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U.S. case law relating to the development o f  this fas t  type o f  secret prior 
art. iv 

The current law concerning secret prior art derives from the 
Supreme Court 's  1926 opinion in Alexander Milburn Co. v. Davis- 
Bournonville CoJ s The Supreme Court held that pending patent 
applications could be used to prove that a later applicant for a patent was 
not  the original mventorf l  In  Milburn, the defendant asserted that a 
previously filed patent application that claimed a different invention than 
the plaintiff's patent nonetheless invalidated that patent. :° In accepting 
the defense and invalidating the patent, the Supreme Court held that an 
earlier-filed and subsequently granted application which disclosed but 
did not claim the; invention claimed in a later patent application, prevents 
the later applicant from being the first inventorfl The Court 's  reasoning 
was that processing delays within the U.S. Patent and Trademark Office 
( ' P T O ' )  should not affect the validity o f  later-filed applications, z2 That 
is, i f  the PTO had immediately issued the patent on the earlier applica- 
tion, then the later applicant would not have been entitled to a patent 
because his claimed invention would have akeady been disclosed by the 
earlier patent. 

In  applying Milburn, courts have restricted the use o f  pending U.S. 
patent applications to priority determinations. :a In contrast, pending 
patent applications are viewed today as part o f  the prior art, and are used 
in making novelty and nonobviousness detern~atious.  

The language used in Milburn sounds like a priority o f  invention 
situation. However, after the 1952 Patent Act 24 the Milburn doctrine 

17. Secret prior art such as patent applications and prior inventions need not be 
completely secret. For example, a pending patent application might have been disclosed 
to others, and a prior invention may have been witnessed by the public. Indeed, prior 
invention cannot be concealed. Typically, however, the public has no knowledge of 
another's patent application or invention. Even if the public had knowledge of such 
events, ordinarily neither patent applications nor prior inventions are readily aceessible. 

18. 270 U.S. 390 (1926). 
19. Id. at401. 
20. Id  at 399. 
21. Id. at401. 
22. Id at400-01. 
23. See, e.g., United Specialties Co. v. Industrial WLr¢ Cloth Prod. Corp., 186 F.2d 

426 (6th Cir. 1951) (holding that a prior, co-pending patent application does not 
necessarily belong to the prior art when the issues do not involve priority of invention); 
Permo, Inc. v. Hudson-Ross, Inc., 179 F.2d 386 (7th Cir. 1950) (stating that co-pending 
patent applications which ripen into patents may not be part of the prior art in its usual 
sense, but these patent applications can nevertheless be used to prove that a patentee was 
not the original and first inventor or discoverer of the invention). 

24. Pub. L. No. 82-593, 66 Star 792 0952) (current version at35 U.S.C. § 1 et. 
seq. ). 
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falls more precisely under § 102(e). z~ Nevertheless, the Court of  
Customs and Patent Appeals ("CCPA") has repeatedly stated that the 
statutory basis of unpatentability in Milbum was a lack of novelty under 
§ 102(a). 26 

To say that Milburn was decided on the grounds of § 102(a) novelty 
is to stretch the basis for the Court's decision beyond its reasonable 
limits. Put succinctly, the Supreme Court's underlying rationale was that 
the applicant was net the first inventory Furthermore, the patent 
application used to invalidate the plaintiff's patent was not public - -  it 
was secret. Thus, the crux of  the case was priority, not prior art. 

In Hazeltine Research, Inc. v. Brenner, 2s the Supreme Court 
extended the Milbum reasoning to the determination of  nonobviousness 
(§ 102(e)/103 situation), z9 Specifically, the tiazeltine Court held that the 
patent application of  an issued patent, which g~s pending in the PTO at 
the time a second application was filed, constitutes part of  the prior art 
in determining whether the second invention was obvious. 3° Thus, the 

25. The report of the Committee on the Judiciary described § 102(o) of the bill as 
"another well-recognized condition imposed by a decision of the Supreme Court which 
was not zxpressed in the existing law;, for the purpose of anticipating subsequent 
inventors, a patent disclosing the subject matter speaks from the filing date of the 
application disclosing the subject matter." S. Rep. No. 1979, 82d Cong., 2d Sess. 
(1952), reprinted in 1952 U.S.C.C.A.N. 2394, 2399. 

26. /~g., In re Land, 368 F:2d 866, 877 (C.C.P.A. 1966) (Rich, J.); In re Hilmer, 359 
F.2d 859, 876-77 (C.C.P.A. 1966) (Rich, L). In In reLand, Judge Rich expounded his 
reasoning as follows: 

In a rejection today under the 1952 Patent Act, a so-called "section 
102(0) rejection" is equally predicated on lack of novelty and 102(a) if 
the reference fu l~  describes the invention; if  it is only partially 
described, becanse of a difference, then it is based on section 103 into 
which must be read the prior art outlined in 102 which supplies the 
evidence of obviousness. In the first ca.so, the evidence shows the 
invention was old and in tho second that it was obvious, at the time the 
appliccmt or patentee at bar made his invention. The rejection is based 
on 102(a) or 103,:however, 102(o) merely makes the evidence in the 
form of a "reference patenf' available, as before 1953 the rule of the 
Milburn case made it available. 

368 F.2d at 877. By similarly distinguishing priority from prior art in In re Hilmer, 
Judge Rich may have been attempting to buttress the foundation of his logic which 
required that § 102(e)-typo prior art be distinct from priority. 

27. See Maurice H. Klitzmaa, Rvmarks at the Third Patent System Major Problems 
Conference~ Franklin Pierce Law School (April 27, 199 I),/n 32 IDEA: J.L. & TBCH. 13, 
33 (1991) (stating that the Milbum case was really a § 102(g) case). 

28. 382 U.S. 252 (1965). 
29. Id. at 255. For the remainder of this article, the use of pending patent 

applications as prior art for determining nonobviousness shall be referred to as the 
"§ 102(o)/103" situation. 

30. Id. 
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Cour t  explici t ly held that secret prior  art is part  o f  the prior  art for 
obviousness determinations. As inMi lburn ,  the Court ' s  underlying logic 
was  that  delays in the PTO ~ o u l d  not  affect the l~-A'ult. 31 H~lce,  aiXt~ 
Hazelt ine pending patent  applications were no longer only evidence used 
in priori ty determinations, but  full-fledged pr ior  art. 

Decisions o f  the CCPA,  such as the one in In re Hi lmer  a2 ( 'Hi lmer  
£ ' ) ,  have  also had a major  impact  on the evolution o f  the secret prior  art 
doctrine. In Hilmer  I ,  the court interp__reted § 102(e), § 119, 33 and the 
P a d s  Convention ~ and concluded that a U.S. patent  applicat ion that 
eventua l ly  issues is  effective as pr ior  art only as o f  its U.S. filing date 
regardless  o f  any foreign priori ty filing da te )  ~ Hilmer  I has often been 
criticized as being decided incorrectly a6 and impacting foreigners 

31. Id. at256. 
32. 359 F.2d 859 (C.C.P.A. 1966). 
33. 35 U.S.C. § 119 (1988). 
34. Convention for the Protection of Industrial Property, Mat. 20, 1883, 1 Bovaas 

80 (revised by Paris Convention for the Protection of Industrial Property, July 14, 1967, 
21 U.S.T. 1583) [h~einal~r Paris Convention]. Article 4B states: 

Consequently, any subsequent firing in any of the other coun~es 
of the Union before the expiration of the periods referred to above shall 
not be invalidated by reason of any acts accomplished in the interval, in 
particular, another filing, the publication or exploitation of the invention, 
the putting on sale of copies of the design, or the use of the mark, and 
such acts cannot give risz to any third-patty fight or any right of 
personal possession. Rights acquired by third parties before the date of 
the first application that serves as the basis for the right of priority ate 
reserved in accordance with the domestic legislation of each country of 
the Union. 

Ia~ at 1632. 
35. 359 F.2d 859, 882-83 (C.C.P,~: 1966).In 1970, the CCPAdecided the related 

issue of whether § 102(g) may be combined with § 119 to create prior art as of a foreign 
priority date. The CCPA held that it could not_ In re ITdmer, 424 F~d 1108, 1112 
(C.C.P.A_ 1970). 

36. See, e.g., Gordon tL Lindeen, In re I-filmer and the Par~ Convention: An 
Interpretati~,z of  the Right of  Foreign Priority for Patents o f  lnvention, 18 CAL. W. INT'L 
L.J. 335 (1988); George tL Gansser, Violations o f  the Paris Convention for the 
Protection oflndustrial Property, 11 INT'L REV. INDUS. PROP. & COPYRIGHT L. ,. 22-23 
(1980). But see HAROLD C. W E ~  PATENT HARMONIZATION § 773 (1993); Wcgner, 
supra note 11, at 177-79; Wieczorek, supra note 7 (finding U.S. law to comply with a 
narrow interpretation of Article 4B); Harold We3ner & Jochen Pagenberg, Paris 
Convention Priority: A Unique American Viewpoint Denying "The Same Effect" to the 
Foreign 1;~ling, 5 INT'L RBV. INDUS. PROP. & COPYRIGHT L. 361,364 (1974). 
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disproportionately. 37 Nevertheless, the U.S. law is dear that pending 
patent applications become effective as prior art as of their U.S. filing 
date, not their foreign priority filing date. 

I n l n  re Bass, 3s the CCPA was presented with the difficult question 
of whether inventions of different entities of the same assignee could be 
used as prior art under § 102(g)/103. 39 Since the evidence did not prove 
prior invention, the court was able to make a decision on the merits 
without truly reaching the above question. Although the judgment was 
unanimous, no majority opinion was written since the court was sharply 
divided with respect to the correct legal reasoningJ ° 

Judge Rich was of the view that "what is prior art for one purpose 
is prior art for all purposes and in all courts and in the Patent Office. ''4~ 
In this regard, he stated: 

As a general proposition of law, and particularly 
considering the way in which full anticipation situations 
under § 102 shade into obviousness rejections under § 103 
because of discemable differences, we cannot sanction an 
interpretation of the statute under which a prior invention 
is "prior arc under the former situation but not the latter. 42 

Based on this view, Judge Rich concluded that another's prior invention 
is available to be used as prior art in detexmining obviousness as long as 
it had not been abandoned, suppressed, or concealedJ 3 Furthermore, 
Judge Rich asserted that these prior inventions were to be considered 
prior art regardless of when they are made public or if  a patent applica- 
tion was filed. 44 

37. See Donald S. Chisuni, Foreign Activity: Its Effect on Patentability Under 
United States Law, 11 INT'L REV. INDUS. PROP. & COPYI~GHT L. 26 (1980); Lindeen, 
supra note 36; Wegner & Pagenberg, supra note 36. Recent articles have commented 
that even though Hilmer 1 has a discriminatory effect it should not necessarily be 
disposed of  through harmonization. See Kate H. Murashige, The HilmerDoctrine, Self- 
Collision, Novelty trod the Definition of  Prior Art, 26 J. MARSHALL L. REV. 549 (1993); 
1L Carl Moy, The History o f  the PatentHaTmoniza~on Treaty: Economic Se~Interest 
As an Influence, 26 J. MARSHAIL L. REV. 457 (1993). 

38. 474 F.2d 1276 (C.C.P~L 1973). 
39. See id For the remainder of this article, the use of prior inventions as prior art 

for determining nonobviousness shall be referred to as the "§ I02(g)/103" situation. 
40. See ia[ 
41. Id  at 1289 (Rich, J.). 
42. Id  at 1285. 
43. Id  at 1289. % 
44. See ia[ at 1286-87. 
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In contrast, Judge Baldwin's concun-ing opinion was based on his 
view that the 1952 Patent Act was merely meant to codify existing law 
on priority of  invention- 45 He reasoned that prior invention under 
§ 102(g) should not be prior art for purposes o f§  103 since it was well 
settled prior to 1952 that "the question of  priority of  invention did not 
arise unless the parties claimed the same, or substantially the same, 
inventiOIL "46 

In  I n  re  C l e m e n s ,  47 the  CCPA hinted that it might retreat from its 
extension of the secret prior art doctrine. The CCPA therein stated, 
albeit in dicta, that in order to impute knowledge of another's invention 
in a § 102(g)/103 situation to one of  ordinaxy skill in the art, the 
knowledge must be known to either the public or the applicant. 4s The 
CCPA reasoned: 

Where an applicant begins with knowledge of an- 
other's invention that will be available to the public at a 
later date as a result of  an issued patent, treating this other 
invention as prior art is justified under facts such as those 
in  B a s s .  No such consideration is present when the appli- 
cant does not begin with such knowledge. To the contrary, 
where this other invention is unknown to both the applicant 
and the art at the time the applicant makes his invention, 
treating it as 35 U.S.C. § 103 prior art would establish a 
standard for patentability in which an applicant's contribu- 
tion would be measured against secret prior art. Such a 
standard would be detrimental to the innovative spirit the 
patent laws are intended to kindle. Inasmuch as there are 
no competing policy considerations to justify it, as there is 
in the case of  § 102(e) prior art and lost counts, we decline 
to establish such a staudard here. 49 

45. Id. at 1291 (Baldw;~.,~concurring). 
46. ld. at 1299. -~'~:-- 
47. 622 F.2d 1029 (C.C.P2~. 1980). 
48. Id  at 1039-40. In this case, knowledge of the earlier invention wasnot known 

by Clemens or by the public. In contrast, in In re Bass, at least one of the, co-inventors 
had knowledge of the prior invention. Accordingly, the dicta in In re Clemens echoes 
the concurring opinion of Judge Baldwin in In re Bass. See In re Bass, 474 F.2d 1276, 
1291 (C.C.P2L 1973) (Baldwin, J., concurring) (reasoning that prior invention should 
not be prior art). 

49. In re Clemens, 622 F~.d at 1039-40 (footnotes omitted). The court stated that 
the competing policy consideration whlch juslified § 102(e) is "to ensure that the speed 
at which the FrO performs its functions is not a factor which determines patentability." 
Id. at 1040 n.22. This is the same policy justification offered in Milburn and subse- 
quently adopted in Hazeltine. 
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Furthermore, in In re Wertheim, 5° the CCPA explicitly limited the 
secret prior art doctrine to its underlying logic. The court further 
developed the S~reme Court's Milburn and Hazelline rationale that 
"but for" the delays of  the PTO a patent would have issued earlier. 5~ In 
this case, the court held that for purposes of § 102(e), the filing date of 
a patent which issued from a series of  applications depends on compli- 
ancewith35 U.S.C. § 120 and§ 112. 52 Thus, apatent application which 
issues would nonuaUy be effective as a prior art reference for novelty 
and nonobviouaness determinations as of its U.S. filing date. 

Accordingly, ~a continuation application that issues would be  
effective as a prior art reference as of the U.S. filing date of  its earliest 
parent applicatio~ On the other hand, unlike a confi~u~on application, 
a continuation-in-part application adds new matter to the parent 
application. I f  such new matter is critical to the patentability of the 
claimed invention, a patent could not have issued ~om the parent 
application, and the F r o  delay rationale would therefoxe not apply? 3 As 
the CCPA stated: 

I f . . .  the PTO wishes to utilize against an applicant a part 
of that patent disclosure found in an application filled earlier 
than the date of  the application which bec~nne the pateng it 
must demonstrate that the earlie~-filed application contains 
s e r o u s  120/112 support for the invention claimed in the 
reference patent. For i f  a patent could not theoretically 
have issued the day the application was filled, it is not 
entitled to be used against another as "secret prior art," the 
rationale of  Milburn being inapplicable, as noted above. In 
other words, we will extend the "secret prior art" doctrine 
o f  Milburn and Hazel~ne only as far as we are requfied to 
do so by the logic of  those cases. 54 

However, the CCPA's apparent limitations on the use of  secret prior 
art were not adopted by the Federal C i r ~  in subsequent decisions. In 
both IOmberly-Clark Corp. 1,. Johnson & Johnson 55 and E.I. du Pont de 
Nemours & Co. 1,. Phillips Petroleum Co., 56 the Federal Circuit 
revitalLT~ the secret prior art doctrine. Although xecognizing that the 

50. 646 F2d 527 (C.C.P.A. ]981) (Rich, J.). 
.51. Id. at 536. 
52. Id at537. 
53. Id at 536-37. 
54.1d 
55. 745 F,2d 1437 (Fe~l. Cir. 1984). 
56. 849 F,2d 1430 (Fed. Cir. 1988). 
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use of  secret prior art is not favored for public policy reasons, in 
Kimberly-Clark, the Federal Circuit held that prior non-public work of  
another can be used as prior art under § 102(g)/103 regardless of  
whether the applicant had personal knowledge of  the earlier worZ57 The 
court acknowledged but discredited the di~a to the contrary in In re 
ClemensJ s In E.L du Pont, the Federal Circuit used reasoning similar to 
that in IOmber!y-Clark to hold that § 102(g) does not co~min a "known 
in the art" requirement apart from the requirement of  no abandonment, 
suppression, or concealment. 59 

Accordingly, in order for prior non-public work of  another to qualify 
as secret prior art, it need only meet the requirements of  § 102(g), which 
states: "A person shall be entitled to a patent unless . . . .  before the 
applicant's invention thereof the invention was made in this country by 
another who had not abandoned, suppressed, or concealed it. "6° 
Notwithstanding the fact that the former Commissioner of  the F r o  
described this subsection as containing the rules of  law governing 
priority of  invention, 6~ court decisions have pulled this subsection into 
the prior art context. 

Although the courts in Clemens, IOmberty-Clark, and E £  du Pont 
showed an aversion to secret prior art because of  policy considerations, 
these cases involved the second type of  secret prior art - -  prior 
inventions of  others in the United States. In contrast, with respect to the 
first type of  secret prior art - -  pending patent ~plicatious 7 -  the CCPA 
and the Federal Circuit have rigidly adhered to tim derisions and 
reasoning o f  the Supreane Court. In pa,-tienlar, the CCPA and the 
Federal Circuit have accepted the Supreme Court's somewhat suspect 
policy justification that F r O  delays should not substantively affect 
patentability. 

The Federal Circuit has also embellished on some of the more 
detailed aspects of  the secret prior art doctrine with respect to pending 
p atont applications. For example, in Sun Studs, Inc. v. ATA Equipment 
'Leasing, Inc., 62 the Federal Circuit clarified some of  the differences 

57. K/mber/y-Clar/g 745 F,2d at 1445. 
58. Id. Although not central to its holding, the Clemens court stated that it would 

be contrmy ~o public policy to impute knowledge of secret prior inventions to later 
applicants, and hinted that it would decline to do so if the issue arose in a future case. 
In re Clemens, 622 F:2d 1029, 1039-40 (C.C.P£L 1980). 

59. Ear. du Pont, 849 F2.d at 1437. 
60. 35 U.S.C. § 102(g) (1988). 
61. See Pasquale L Federic~., Con~n~tary on the New PatenlAct, 35 U.S.C.A. 1 

(1954), reprinted in 75 J. PAT. & TRADEMARK OFF. S~'Y 161, 180 (1993). 
62. 872 F.2d 978 (Fed. Cir. 1989), overruled on o t h e r g r o ~  by A.C. Aukerman 

Co. v. ILL. Chaides Cons,a'. Co, 960 F.2d 1020 (Fed. Cir. 1992). 
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be tween  § 102(e) and  § 102(g). Specifically, the Federal  Circui t  held 
that unde r  § 102(e) the entire disclosure o f  an  earlier-filed and  subse-  
quent ly  i ssued pa ten t  appl ica t ion is effective as a prior  art reference on ly  
as o f  its f i l ing date. 63 In  sharp conwast, § 102(g) pr ior  art is effective as 
o f  the date o f  concept ion  or  actual  reduct ion to practice. 64 

63. la~ at 983. 
64. Id. One commentator has expressed concern that the CCPA might permit the 

"roll back" of the effective date ofa § 102(¢) reference to its earlier § 102(g) date. See 
Maurice H. Fffrtzman, 35 USC 102(g) As F_.stabRshing Prior Art, 58 J. PAT. OFF. SOC'Y 
505, 516-17 ( 1976 ). This "reU back" idea was unsuccessful/y attempted in Sun Studs. 

In Sun Studs a jury found the patents valid, 872 F~.d at 981-82, and the i"ederal 
Circuit affLmied the validity finding. Ia~ at 986. The defendant argued on appeal that 
the jury instructions were faulty in that they ri]d not require the jury to consider an 
earlier-filed patent as prior art. Id. at 982. The plaintiff had argued that the earlier patent 
was a reference only under § 102(e) and effective only as oflts filing date, while the 
defendant argued that the reference was effective as of its conception date. I d  The 
plaintiff also argued that § 102(g) was not applicable becans~ the inventions were not 
the same. Ia~ at 983. Furthermore, the plaintiff argued that even if § 102(g) were 
applicable, the reference was ineffective before its filing date because the plaintiff had 
proved prior invention I d  The court stated: 

When patents are not in interference, the effective date of a 
reference United States patent as prior art is its filing date in the United 
States, as stated in § 102(c), not the date of conception or actual 
reduction to practice of the invention claimed or the subject matter 
disclosed in the reference patent. 

Both sides appear to have confused interference practice under 
§ 102(g) with prior art status under § 102(e). The [earlier patent] 
reference, as the district court held, does not describe or claim the 
identical invention to [the plaintiff's later application]. R is not prior art 
under § 102(g), but under § 102(e). 

I d  (citations omitted). 
The court's analysis up to this point appears consistent with existing law, namely 

that a g 102(e) reference is a reference patent effective as of its U.S. filing date. Striotly 
speaking, evidence of earlier conception of the invention described in the reference 
patent, while not relevant for § 102(e) p ~  would be relevant to establish § 102(g) 
prior art. 

The court also addressed the evidence of prior conception: 
The [district] court [also] allowed the jut3, to consider as prior art 

materials that Mouat had produced as evidence of conception; an error 
that favored [the defendant]. The court also stated that M o m ' s  
conception occurred in 1966, without discussing other questions raised 
by [the plaintiff'J, such as enablement and diligence, that would be 
pertinent in establishing Mouat's entitlement to a date ofinventinn under 
§ 102(g); an error again favoring [the defendant]. 

l d  at 984. This later part oftbe opmion is, however, confusing, In the ~ portion of 
the opinion it seems that the Federal Circuit was simply trying to separate § 102(e) from 
§ 102(g). However, the evidence of prior conception is clearly relevant to § 102(g) even 
when not in an interference. ARematively, the case could be read to say that § 102(g) 
is only available in an interference contest. The former interpretation is more likely, the 
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Final ly ,  in I n  re  Bar t f e ld ,  65 the Federal  Circuit affirmed the 
§ 102(e)/103 rejection o f  a patent applicat ion using a commonly- 
ass igned pending patent  applicat ion as prior  art. ~ The applicant  argued 
that Congress intended the second paragraph o f  § 103 to prohibi t  the use 
o f  commonly-assigned patent  applications as secret prior  art. 6v Unim- 
pressed with this argument, the Federal  Circuit made i t  d e a r  that the 
second paragraph  o f §  I03 means what  it  says. ~ That is, the paragraph 
operates to save the common-assignee only in § I02(f) / I03 and 
§ I02(g) / I03  situations. 69 

I V .  INTERNATIONAL HARIVIONIZATIOI~,DEVELOPMENTS 

Only the United States and the Philippines follow a first-to-invent 
sys tem - -  the rest  o f  the world follows a first-to-file system.7° In first- 
to-f i le  countries, pending patent  applications are the only relevant type 
o f  secret  pr ior  art. Wi th  respect  to pending applications, most  countries 
fol low a whole-contents novelty-only approach/ t  

court was just explaining that the basis of the case was § 102(e) and that any § 102(g) 
evidence considered by the district court was harmless. 

65. 925 F.2d 1450 (Fed/Cir. 1991). 
66. See i,-I at 1454. .~ 
67. See id. at 1452. It is interesting to note that, in this case, the earlier appl~3tion 

was not known to the later applicant. A commonly-assigned application cannot be secret 
to the assignee, even though eazh of the in,~entive entities may be unaware of the other's 
work. 

68. The second paragraph of§ 103 provides: 
Subject matter developed by another person, which qualifies as 

prior art only under subsection (f) or (g) of section 102 of this title, shall 
not preclude patentability under this section where the subject matter 
and the claimed invention were, at the time the invention was made, 
owned.by the same person or subject to an obligation of assignment to 
the saa~ person. 

35 U.S.C. § 103 (1988). 
69. In reBartfeld, 925 F~2d at 1452-53. 
70. A first-to-file system awards a patent to the individual who was first to file an 

application. See supra note 16 for a discussion of the first-to-invent system. 
71. Because claims in an application typically change during the examination 

process, the prior-claim approach is problematic whet~a later-filed application requests 
examination before an esrlier-filed application. Although the claims of the earlier 
application are included within the state of the art, the claims are not yet fixed, in 
contrast, the whole-cuntents approach avoids this problem since it considers the overall 
spirit of the earlier-filed application rather than the sp~fic claims present at the time of 
the later-filed application. See, e.g., Albrecht Krieger, The New German Patent Law 
After Its Harmonization With European Patent Law - -  A General Survey, 13 ~'T'L REV. 
INDUS. PROp. & COPYRIGHT L. 1, 7 (I 982). 
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In 1984, WIPO began efforts to harmonize international patent 
laws. 72 Since then, WIPO has convened numerous meetings of  the 
Committee of  Experts on the Harmonization of  Certain Provisions in 
Laws for the Protection of  Inventions to discuss various harmonization 
topics. This Committee has had the task of  drafting a treaty to harmo- 
nize international patent laws. 

One specific challenge put to the Committee was to develop a 
uniform treatment of  earlier-filed, but not yet published, patent applica- 
lions. Given the many differences in patent laws dwoughout the world, 
a search for uniformity presented the Committee with the following 
questions: 

(A) Should pending patent applications be considered pa~. of  the 
state of  the art? 

(B) As o f  what date (priority dau: or national filing date) should 
the3r be considered part of  the state of  the art7 

(C) Should the state of  tim art be limited solely to the claims of  
these applications or should it include their whole contents? 

03) Should such applications be used only for novelty determina- 
tions or for both novelty and obviousness determinations? 

(E) Should pending patent applications of  the same applicant be 
excluded fi~nn the state of  the art? ~ 

Questions A, B, C, and D relate to the pnor an  effect ofpemitng patent 
applications, and Question E relates to "serf-collision."74 

72. See genera/b, W ~  .supra note 36; Richard C. Wilder, An Overview of 
Changes to the Patent Law o f  the UrdIed States After the Patent Law Tremy. 26 J. 
MARSHALL L. RL~. 497 (1993); Donald S. Chisum, Introduction, 26 J. MAR.Wa~,,L L. 
REV. 437 (1993);, Murashige,, xapra, note 37; Moy, xupra note 37; W'flliam S. Thompson, 
Reforming the Patent System for the 21xt Century, 21 AIPI~ QJ. 171 (1993);, Jochen 
Pagenberg, The WIPO P a t e n t H ~ o n  Treat~, 19 AIPLA QJ. 1 (1991); Edward 
G. Y ~ ,  The WIPO "Basic Froposal~ for Harmonization of  Putent Laws ~ewed from 
the U~q. ~ ' s P o i n t  ofYiew, 19 AIPLA Q_[. 24 (I 991 ); W'dl~m T. Fryer, Patent 
Law Harmonization Treaty Is Not Far Off ~ What Cour~ Should the US. Take?: A 
Review of  the Current ~ituation andAItematives Available, 30 IDEA: JJ~. & ~ 309 
(199o). 

73. See Prior Art Effect o f  Previously Filed But Yet Unpublished Patent Applica- 
t/ons, WIPO Committee of Experts on the Harmonization o f ~  Provisions in Laws 
for the Protection of Inventions, 3d Ses.% at 4, 17, WIPO Doc. HIJCFJIff)2, Supp. 3 
(I 986) [hereinafter Prior Art Effect Memorandum]. 

74. Sdf-¢ollision occurs when one party's application is used as prior art against his 
or her own lat,,'r application. 
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After several studies on the issue, 75 the Committ~ of  E x p e r t s  
formulated a proposal that ultimately became part of  a draft treaty. 76 
There was general agreement with respect to Questions A, B, and C. 
Article 202 (later renumbered as Article 13) o f  the draft treaty ~7 
addressed the prior art status of  later-filed co-pending applications by 
establishing a whole-contents novelty-only approack Co-pending 
applications would be considered prior art for novelty purposes as o f  
their priority d~te, provided that the applications were subsequently 
published. There was, however, general disagreement with respect to 
Questions D and E. The two unsettled issues concerned the use o f  
pending applications for inventive-step de'a~mainations and their use 
against the same applicant or assignee. 

On the issue o f  pending applications, early versions of  the draft 
treaty limited their use to novelty, and most ¢ounlxies felt that this 
approach struck the right balance between the interests of  the applicant 
and the interests of  other inventors. ~s However, at the June 1990 
meeting of  the Committee of  F.xpcrts, the U.S. delegation proposed an 
amendment to Article 1379 that would allow, but not require, the nse~of 
prior co-p~ding applications in inveative-step determinations as welLS° 
After unfruitful debate on the issue, the Chairman revised the treaty to 
include the U.S. inventive~ep proposal on a provisional basis before 
tabling the issue. 81 The Swedish delegation revisited the issue in 1991 
and recommended removing the U.S. inventive-step proposal from 
Article 13. ~ All of  the delegations, with the exception of  the delegations 

75. See Prior Art EjOrect Memorandum, supra notz 73. 
76. See Draft TreaOI on the Hanm~dzation of  Certain Provisions in Laws for the 

Protecaon of  Inventions: Draft Regulations, WIPO Comn£,t~ of Experts on the 
Harmonization of Certain Provisions in Iaws for the Prot(~ion ofInwnfions, 5th Scss~ 
WlPO Doc. HI.JCEIV/2 (1988) [h c~Cmaftet Draft Harmoni: ation Treaty of  1988]. 

77. See/d. at 37, 39. 
78. See Draft Treaty on the Harmonization of  Certain Prov~ons b; Laws for the 

Protection of  Inventions; Draft ReguIati~as, WIPO Comnfil~ of Experts on the 
Harmon/zafion of Certain Provis/ons in Laws for the Protection of Inventions, 3d Sess~ 
at 38-39, WIPO Doc. H L / ~  (1986). 

79. D/p/omatic Ctmfere~Draft Treaty, art. 13,/n Diplomatic C o n f ~  Records, 
supra note 3.  ~:: 

80. WIPO Doe. PLT/DC/6 (1990),/n D~lomatic Conference Records, supra note 
3; see a/so W'dder, supra note 72, at 525. 

8 I. gee Report on the Fir3t Part of  the Eighth Se.~on, WIPO Co mnfttt~ of Experts 
on the Harmonization of Certain Pmv~ons in Laws for the Prote~on of Inventions, 8th 
Sess., ¶461, WIPO Doc. HL/CFdVIII/26 (1990). 

82. See WIPO Doc. PLT/D~I1 (1991), in Diplomatic Conference Records, xupra 
noto 3 .  ~'= 
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from the United States and possibly Israel, s3 supported the Swedish 
proposal. After noting that the U.S. proposal affected only two to thrcc 
percent of  all applications, the Chairman agreed to make the Swedish 
F, roposal the basis for further consideration. ~ 

With respect to sclf-col!ision, the draft treaty iy/itially contained a 
section which permitted, but did not require, avoidance of  sc,lf-collisior,, 
provided that double patenting was also prohibited. 85 By 1990, duc to 
widespread opposition, the Committee was considering a compromise 
approach in which the anti-self-coUision provision would be mandatory 
only for those countries which opted to consider pending patent 
applications as part of  the state of the art for purposes of determining 
inventive.step.S6 

In June 1991, a proposal supported by the European na'~o~.J was 
submitted to the Diplomatic Conference, a group composed of dclcga- 
(ions from various countries assembled to consider the draft treaty. The 
European proposal, which appears inparagraph (4)(b) of Article 13, s~ 
would enable a contracting party, to retain sclf-collision'provided that it 
also elects not to apply earlier co-pending applications in inventive-step 
determinations. Paragraph (4)(a) creates an anti-sclf-coUision rule. ss A 
number of  delegations that opposed this rule stated that there would be 
no need for it i f  the second sentence of paragraph (1)(a) s9 were deleted. 
~c.rring that, many of  these same countries felt that retention of this 
sentcuce necessitated retention of  subparagraph (4)(b). Several other 
counties wanted self-collision to be completely optional. Stili other 
countries, including thc"JJnitcd States, wanted the treaty to contain a 
mandatory anti-self-collision provision, such as paragraph (4)(a), but not 

83. See Diplomatic Conference Records, supra note 3, ~ 965.3 to 991 (summary 
minutes of the Main Committee I). 

84. See id. ¶ 992.1. 
85. See Drafl Harmonization Treaty of  1988, supra note 76, at art. 202(6). 
86. See Wilder, supra note 72, at 525o2g. 
g7. This paragraph s~tes: "Any Contracting Party that considers the',vhole contents 

of tk: former application to be p,'~r art only'for the purpose of determining the novelty 
of the invention shall be free not ~ apply subparagraph (a)." DiplomalicConferenee 
Records, supra note 3. 

88. Thisp&"agraphstatcs: "Paragraph (1) shall not apply when the applicmlt oi, or 
the inventor idenfif/~d in, t,~e .r,~_~er application, and the applicant o£ or the inventor 
identified in, the application under examination, is one emd the ~aasne person." ,~ee 
Diplomatic Conference Records, supra note 3:,-: 

89. This sentence states that: "Any Contracting Party may consider the whole 
contents u2 the former application to he prior art also for the purpose of determining 
whether the invention satisfies ~e requirement of inventive step (non-obviousness)." 

4 .  
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contain (4)(b). ~ The Chairman concluded that the completely optional 
approach could possibly reconcile these divergent views. 91 

Unfommately, the June 1991 Diplomatic Conference cast substantial 
doubt  over  whether a uniform solution could be achieved. The w I P e  
harmonizat ion talks had been proceeding for several years under the ::~ 
assumption that the United States was agreeable to adopting a first-to- 
file system in exchange for concessions in other areas of  the haunoniza- 
t ion package. In March 1991, the U.S. delegation unexpectedly 
proposed amendments to the treaty that would allow the United States 
the option o f  retaining its first-to-invent systen|.92 The U.S. delegation 
indicated that congressional approval and private sector support for the 
first-to-file system were uncertain. 93 Moreover, the U.S. delegation 
claimed that inclusion o f  its proposed amendments would maximize the 
chances that the United States would adhere to any resulting harmoniza- 
tion treaty. 94 

The U.S. delegation's proposal  would maintain the basic premise 
that  earlier-filed applications w o u l d  be considered prior art ~ o m  the 
earEer o f  their filing or priority dam. 95 However, the proposed amend- 
ment  would enable a contracting party (namely, the United States) to 
elin~Jlate the prior art effect o f  an earlier-filed application i f  the 
invention claimed in a later-filed application had a date of  invention 

90. When an anti-self-collision rule is in place, a double patenting rule is also 
needed to prevent the issuanc.~ of two patents to the same applicant for the same 
invention. Hence, the U.S. delegation wanted to add an additional provision, paragraph (i:~ 
(5), to Article 13 that would prevent more than one patent for each invention, wIPe  i.i: 
Dec. PLT/DC/51, in Diplomatic Conference Records, supra note 3. Although many 
countries supported the adoption of proposed paragraph (5), the European delegations 
did not because they felt that one's own prior application should not be used against 
one's later application. See Diplomatic Conference Records, supra note 3 (summary 
minutes of the Main Committee I). 

9 I. SeeDiplomatic Conference Records, supra note 3, ¶ 1066.2 (summary minutes 
of the Main Committee I). 

92. See Wr-~O Dec. PLT/DC/6 (1991), in Diplomatic Conference Records, supra 
note 3. 

93. See Diplomatic Conference Records, supra note 3, ¶ 4.2, 4.4 (summary minutes 
of the Main Committee I). )i 

94. See WIPO Dec. PLT/DC/6 (1991), in Diplomatic Conference Records, supra 
note 3. ~':L ~ 

95. This proposal would add the following subparagraph to Article 13 ¶ I: 
(c) Any Contracting Party tha~.awards patents to the first to invent 

may consider that the former application shall not be considered as prior 
art against an invention claimed in another application where that 
invention is made prior to the filing date of the former application, or 
where the former application claims the priority of an ~rlier application, 
prior to the priority date O f the former application. 
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prior to the filing or priority date o f  the earlier application. 96 While the 
U.S. delegation attempted to leave itself the option o f  backing out o f  a 
first-to-file system, it nevertheless consistently acquiesced to the idea o f  
abolishing the Hilmer rule. 97 Most other cotmtdes strongly opposed the 
U.S. proposal and argued that a mandatory fLrst-tO-file system was an 
essential element that could not be compromised. 98 

T h e  second part o f  the Diplomatic Conference originally scheduled 
for the summer o f  1993 has been postponed at the request o f  the United 
States to allow the Clinton Administration time to r ~ i e w  the issues and 
formulate its policy on patent harmonization. 99 

: V.  ADVISORY COMMISSION ON PATENT L A W  REFORM 

The Advisory Commission on Patent Law Reform was established 
in 1990 by former Secretary o f  Commerce Robert Mosbacher. The 
Advisory Commission inoluded rcpmscatatives ~om U.S. businesses, 
lmiversities, the patent bar, and the public. In 1992, the Advisory 

<~ Commission published its final report which proposed a series o f  
recommendations that would effect fundamental changes to the U.S. 
patent system.~°° Several o f  the recommendations relate to, and are 
contingent upon, the worldwide harmonization o f  patent laws. 

96. That is, this additional paragraph would permit the United States to retain its 
Rule 131 affidavit practice that enables applicants to swear behind the U.S. filing date 
of a patent application which has issued. See 37 C.F.R. § 1.131 (1995). 

97. See Thompson, supra note 72, at 184; Fiorito, supra note 72, at 41; Fryer, supra 
note 72, at 331. But ~. ADVISORY COMMISSION REPORT, supra note 4 (recommending 
retention of the Hilmer doctrine only if the first-to-ii/vent system is maintained). 

98. See Diplomatic Conference Records, supra note 3, ¶ 5.1 to 46.8 (summary 
minutes 'of the Main Committee I). However, the proposals of a few groups indicated 
greater flexibility. For example, the International Federation of Industrial Property 
Attorneys ('~ICPF') favored the draR ~v, aty and believed that although the option to 
retain a first-to-invent system would prevent worldwide harmonization, such a treaty 
would still be useful provided that a country that operated under the first-to-invent 
option dazrmined the date of invention for foreign and domestic inventions in the same 
way. The FICPI committee believed, however, that the first-to-invent option would meet 
with greater acceptance if used only as a transitional provision. See Ftdtration 
Intemationale Dos Conseils En Prop~tt6 ~ndustrivlle, HCPI Position Paper for the 
Diplomatic Conference for the Conclusion of a Treaty Supplementing the Paris 
Convention as Far as Patents Am Concerned (Patent Law Harmonization Treaty) (May 

..... 1991) (unpublished manuscript, on file with the Harvard Journal of Law & 
Technology). 

99. See Wilder, supra note 72, at 497-98. 
100. See ADVI50RY COMMISSIO: I R2PORT, supra note 4. 4o 
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Of particular interest to this article is Recommendation IV-A, which 
concerns the prior art effect of patent applications. This recommenda- 
tion states: 

(i) If the U.S. retains a first-to-invent system, the 
"Hilmer rule" should be maintained "as is." The U.S. 
should only change the "Hilmer role" in the context of a 
global harmonization package. 

(ii) If  first-to-file is adopted as part of harmonization, 
U.S. patents and published U.S. applications should be 
applicable as prior art references for novelty as of their 
earfiest effective filing date (foreign priority date), and for 
both novelty and obviousness as of their~?U.S, filing date 

~, (including filing date of  provisional appli~tions). 
('fii) Whether or not the U.S. adopts a first-to-file 

system, ff  publication of applications is adopted, the 
applicability of a prior-filed U.S. application as prior art 
should occur when the U.S. application either issues as a 
U.S. patent, or is published, whichever occurs first, whether 
ornot the~ilmer_.mle" is changed. The ,artiest U.S. filing 

.:_~..~ _date..~,~d be theeffective date for prior art purposes. 1°] 

Recall that contrary to the law in most countries, U.S. patent 
applications are effective as prior art as of their U.S. filing date, not as 
of their foreign filing date. a°2 Moreover, although most foreign countries 
consider patent applications to be prior art only for purposes of novelty, 
under current U.S. law, patent applications are considered prior art for 
both novelty and nonobviousness. 

After a thorough study on the topic, the Advisory Commission 
recommended changing the Hilmer role only in the context of a patent 
law harmonization package. In particular, the Adviso~ Commission felt 
that unilaterally changing the Hilmer mle  would disadvantage U.S. 
inventors because it would enable more foreign-originated U.S. 

~' -4_ . :  

101. /d.  at 65. 
102. This practice results from the Hilmer decisions, which numerous authors have 

criticized. See, e.g., STEPH]~N P. LADAS, PATENTS, TRADEMARKS, AND ~ RIGHTS 
-- NATIONAL AND INTERNATIONAL PROTECTION 498-99 (1975); Lindven, supra note 36; 
Wegner & Pagenberg, supra note 36; Wicezorek, supra note 7. 
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applications to defeat domestic U.S. patent applications, m The 
Advisory Commission also thought it best for the United States to 
leverage elimination of  the Hilmer rule in order to insure a balanced 
harmonization package. 

With respect to the use of earlier-filed patent applications, the 
Advisory Commission took a hybrid approach that attempted to balance 
the advantages and disadvantages of  the various approaches. Under this 
ap~proach, published U.S. patent applications would be prior art for 
novelty purposes as of  their foreign priority date, and for obviousness 
purposes as of  their U.S. filing date. The Advisory Commission felt that 
this hybrid approach would ~ the impact of eliminating the 
Hilmer rule, while still preventing a substantial number of patents from 
isstfiug which are obvious variants of  each other. 

I: ) 

VI.  A RECOMMENDATION TO IMPROVE U.S.  PATENT LAW 

The United States should adopt a whole-contents novelty-only 
approach ~om the priority date regardless of  whether or not the U~ted 
States switches to a first-to-file systeaL The remainder of  this section 
argues that public policy favors the adoption of a novelty-only approach, 
that the public policy arguments asserted against novelty-only are not 
well-founded, and that a novelty-only approach is more consistent with 
the underlying theory of U.S. patent law. 

A. Public Policy Favors the Adoption o f  a Novelty-Only Approach 

1. Novelty-and-Obviousness Approach Is Too Harsh 

Adoption of  a novelty-only standard would increase the fairness of  
U.S. patent law. There is a basic unfairness associated with secret p r io r  
ar t )  °4 because undisclosed inventions can defeat a later application on 

103. ADVISORY COMMISSION REPORT, supra note 4, at 66. While it is true that 
changing the Hilmer rulo would make foreign-originated U.S. applications effective as 
prior art up to ono year earlier, it is not dear whether this would disproportionately 
disadvantage U.S. inventors as opposed ~ foreign invantors becansc about half of all 
U.S. patent applications are foreign originated. On tho other hand, it is clear that 
currently the Hilmer rule does dispropo~onately disadvantage fordgn inventors. See 
Karl F. Jorda, That Discriminatory U.,g. Patent Law!, 61 L PAT. OFF. SOC'Y 95 (1979). 

104. See Paul W. Leuz~ ,4 Re-Evalua~on of the Use of 35 U.S.C. 102(e), Secret 
PriorArt, in Obvlousne,~Deterrrdnations, 29 IDEA: J.L. & TECH. 167 (1988) (arguing 
that an obviousness rojection relying on § 102(o) secret prior art is an illogical result for 
which the courts havo never provided a reasonable just/fication); see also Wegner, supra 
note 36, § 771• 
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obviousness grounds even though the later applicant had no way o f  
knowing  about the earfier invention. The § 102(e)/103 rejection is 
particularly unfair when the co-pending applications have differing 
inventive entities but are controlled by a common assignee./°5 In this 
situation, a company 's  own secret work is used to restrict its ability to 
obtain patents on related inventions. The Advisory Commission 's  
hybrid approach does nothing to correc t  this unfairness. 

Under  current U.S. law, secret prior work or pending patent 
applications can be used as prior art against anyone exd~pt the identical 
inventive entity. Although an applicant caught in the common-assignee 
§ 102(e)/103 situation has five potential options available, their utility is 
limited. First, an applicant could contest the obviousness determination. 
Second, an applicant could file a Rule 131 affidavit to swear behind the 
fil ing date o f  the reference, in order to eliminate its patent-dele t ing 
effect./°6 Third, an applicant could cancel matter unneeded and 
unc la imed=~om a n  application before its issuance./°7 Fourth, an 
appl icant  could file a continuation-in-part application and abandon both 
parent  applications (provided the earlier-filed application had not 
issued). This approach eliminates the § 102(e)/103 problem by joining 
all the inventors under a single application. Finally, an applicant could 
try to alter the application such that it has the same inventors as the 
reference. 

These options are by no means a satisfactory solution to the 
unfairness. Indeed, many patent practitioners do not fully unders~.and 
how limited the options are. When these options are either unavailable 
or not  properly invoked, self-collision results for the common-assignee. 
Moreover, the § 102(e)/103 rejection would remain harsh even in a first- 
to-file system.~°s The adoption o f  a novelty-only standard would~limit 

105. See Daniel E. Wyman, Thoughts on 102/103, 74 J. PAT. & TRADI~ARK OFF. 
SOC'Y 440, 443-44 (1992) (contending that the second paragraph of § I03 should be 
amended to e-celude § 102(e) in the common-assignee situation). The classic emunple 
is the situatic.~ where inventor A of one company invents X and a first patent appfication 
is filed in the U ~ d  Sta~s. Shortly thereafter, invent., " ...... "e same company invents 
Y and a second p~tent application is filed in the Urn;:: - :~;" .'.~. In this situation, if Y is 
an obvious derivation from X, regardless ofwhetho_ '~ ~c the public at large knew of A's 
invention, § 102(e)/103 will defeat th~ second application. 

106. A Rule 131 affidavit allows an applicant to swear that his invention was made 
in the United States before the filing date ofthe earli%application. 37 C.F.R~ § 1.131 
(1995). Such an affidm~t is not ef f~vo if both applications claim the same invention. 

107. See Ex parte Sralego, 154 U.S.P.Q. (BNA) 52 (Pat. Off. Bd. App. 1.966 ). 
103. This har~hn~ss encouraged Denmark to switch from noveRy-and-obviousness 

to novelty-only between filing and publication. See Lise Osterborgo Recent Changes in 
Danish Patent Law--  Harmonization With the International Patent Systems, 10 INT'L 
REV. INDUS. PROp. & COPYRIGHT L. 314 (1979). 



IJ 

;,168 Hat~,ard Journal  o f  Law & Technology [Vol. 9 

the use of  secret prior art. As a result, the § 102(e)/103 rejection would 
disappear, since pending patent applications would no longer be 
available for obviousness determinations. 

2. Novelty-Ouly Approach Would Reduce Uncertainty 

Applicants generally know vezy little about the details of  earlier- 
filed applications and prior inventions. Indeed, these applications and 
inventions are referred to as secret prior art for this very reason, Secret 
prior art makes it very difficult to ascertain the state of the art at any 
particular point in time. Accordingly, secret prior art poses a serious 
obstacle to certainty.l°9 The novelty-only approach used by most 
countries together with a first-to-file system reduces this problem 
significantly. This approach eliminates the use of  pending patent 
applications as secret prior art for nonobvionsness determinations. By 
reducing the total volume of secret prior art, applicants are better able to 
ascertain the likelihood of  their application issuing, 

:i 
3. Novelty-Only Approach Fosters Innovation 

The purpose of the patent system is to stimulate innovation. The 
adoption of a novelty-only approach would enable an applicant to obtain 
a patent which is obvious in fight of  an earlier pending application, n° As 
a result, two patents can issue and each ~atentowner can obtain funding 
to compete with the other, m The novelt~-ouly approach will encourage 
more inventors and businesses to enter the patent race because the threat 
of losing is reduced.1 n 

4. Novelty-Only Approach Facilitates Harmonization 

The novelty-only recommendation would also facilitate global 
harmonizatiom W i t h  respect to secret prior art, the international 
delegations to the WIPO harmonization negotiations have not been able 

109. Many industry representatives as well as patent practitioners have complained 
about"submarine patents" because ofthe uncertainty they create. According to Chisum, 
a submarine patent is a patent "that hide[s] unseen beneath the PTO 'pa*x-nt pending" 
ocean and, after an industl T sets sail unawarv of proprietary rights claims, surfaces with 
torpedoes ready to fire." Chisum, supra note 72, at 445. 

110. Provided, of course, that the hter application is filed before the earlier 
application is punished. 

111. See WEONER, supra note 36, at 182-83. 
112. But see Donald S. Chisum, Priorl.nventlon andPatentabili~,, 63 I. PAT. OFF. 

SOC'Y 397, 415-16 (1981). 
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to reach agreement. The United States insists on an option to use 
pending patent applications for both novelty and obviousness, but most 
other countries oppose such an option and want a mandatory novdty- 
only approaclL m The Advisory Commission's hybrid approach~4 
would be strongly opposed at any future WIPO harmonization discus- 
siens, m In contrast, a novelty-only approach would be readily accept- 
able to the other delegations, n6 

B. Public  Pol icy  Arguments  Asser ted  Agains t  Novel ty-Only 
Are  No t  Well Founded ::= 

The policy arguments commonly asserted again~ a novelty-ouly 
approach are: (1) that all patents should be "patentabty distincf 'n7 from 
each other, (2) that the public should not be subjected to multiple 
infringement suits; and (3) that the present U.S. system works well as it 
stands . . . .  " 

1. Patentably Indistinct Patents Commonly Issue 

The notion that all patents should be nonobvious fi~m other parents 
ignores reality. Although this is perhaps a laudable goal, existing law 
has not produced this result. Patents which are obvious with respect to  

other patents are fiequently issued for numerous reasons. For example, 
a patent examiner may allow an application without considering a very 
similar, previously filed application, patent, or prior invention. In other 
cases, an application may be allowed after the applicant files a Rule 131 
affidavit. In addition, a termiwl disclaimer may be filed to overcome a 
double patenting rejection, ns In still ether cases, the Hilmer  ride would 
allow patentably Indistinct applications to issue, n9 Thus, the ~xrent 
U.S. system fails to yield the result urged by its defenders. 

The proposed reform retains the formal requirement that applica- 
tions be patentably distinct. The change provided by the novelty-ouly 

113. See text accompanying notes 67, 68, and 79-83. 
114. See ADVISORY COMMISSION REPORT, supra note 4. 
115. See notes 89-94 and ar, companyingtexL 
116. Seenotes 71-77 and accompanying text. 
117. The patentably distinct requirement means that the claims in an application must 

not be obvious in light of the claims in an earlier patent, gee. e.g., In re Brant, 937 F:2d 
589, 592 (Fed. Cir. 1991). 

118. A terminal disclaimer allows any patentee ~ applicant to "disclaim or dedicate 
to the public the entire term, or any terminal part of the term, of the patent granted or to 
be granted." gee 35 U.S.C. § 253 (1988). 

119. gee In re Hilmer, 359 F.2d 859, 879 (C.C.P.A. 1966); In re Ffilmer 424 F.2d 
1108 (C.CJ'~ 1970). 
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recommendation is that the obviousness would no longer be measured 
against secret prior art. Moreover, in the context of  foreign-originated 
applications, the effects of  eliminating the Hilmer rule would tend to 
offset any increase in the number ofpatentably indistinct patents. 

In addition, the bar on double patenting minimizes the issuance of  
obvious patents in the context of  applications b y  the same inventive 
entity. Generally speaking, a bar on double-patenting addresses the 
same concerns as secret prior art, namely, avoidance of  multiple 
~ g e m e n t  suits for the same or similar inventions and limitation on 
extension of  the term of exclusive rights. TM In the United States, the ban 
on double patenting applies only if  the two patents are owned by the- .. 
same applicant or assignee. ~:~: .... 

2. Multiple Infringement Suits 

The U.S. delegation and many U.S. practitioners appear to strongly 
oppose a novelty-only approach because it would lead to the issuance of 
multiple patents on patentably indistinct inventions thereby subjecting 
the public to payment of  multiple royalties or multiple inf~gcment suits 
on one invention. Although multiple infringement suits on one invention 
should be avoided, in practice they cannot be completely prevented. 

Even under cun~nt U.S. law, nothing necessarily shields the public 
fIom multiple royalties or infringement suits for an invention. For 
example, the manufacua~ or seller of  a chair with four tapered legs 
could be subject to an infi-ingement suit by a first paten '~ having a 
patent claiming a chair with at least three iegs, by a second patentee 
having a patent claiming a chair with four tapered legs, and by a third 
patentee having a design patent covering the chair in question. Given 
that it is not uncommon for a single product to include featm~s which 
are covered by one or more different patents, the concern over multiple 
infringement suits is exaggeratecL Even though there is a greater 
probability that patentably indistinct inventions will issue, most counlries 
still prefer a novelty-only approach121 Furthermore, early publication of  
patent applications sharply lim/ts the window of opportunity for such 
patentably ini~tinct inventions. Accordingly, the resistance of  the U.S. 
delegation an i many U.S. practitioners is not well founded. 

120. See supra notes 7-14 and accompanying text. 
121. See supra text accompanying notvs 79-82. 
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3. Resistance to Change Is to Be Expected 

Another argument often asserted by U.S. practitioners against a 
novelty-only approach is founded on inertia. Like a stationary object, 
many U.S. practitioners resist change or motion. The existing l aw 
governing the prior art effect of pending patent applications is well 
established. Not surprisingly, a portion of the patent bar resists changing 
the established practice. Although there is usually some uncertainty with 
any change, the uncertainty is typically short termu Those practitioners 
who feel overwhelmed by such inertial forces need to reconsider the 
benefits associated with a novelty-only approach, namely improved 
fairness, predictability, and harmonization. Once these practitioners 
fully consider these benefits, they should realize that the short term 
disadvantage of uncertainty is overshadowed by the long term benefits. 

C. Legal Theory Supports Novelty-Only 

Existing U.S. law, which currently employs a novelty-and-obvious- 
ness approach, can be viewed so that it actually supports a novelty-only 
approach. This section performs that analysis by comparing and 
contlasting the legal concepts of priority and prior art. In essence, the 
argument asserts that the evolution of U.S. patent law has been detoured 
from its proper path and that legal consistency supports a novelty-only 
approach. 

1. Priority Is Conceptually Distinct from Prior Art 

In In re Bass, Judge Rich expressed strong support for the notion 
that what is prior art for novelty is prior art for obviousness)" In 
Hazeltine, the Supreme Court also used reasoning based on symm~zy 
to extend the Milbum logic for secret prior art fi-om the novelty situation 
to the obviousness situation1~ 

The symmetry argument is intellectually pleasing. However, with 
respect to the prior art effect of patent appfications, symmetry is not 
appropriate because the conceptual underpinnings do not support it. 
Properly understood, a pending application gives rise to priority, but not 
prior art. In either a first-t~file system or a first-to-invent sy~/;m, filing 
denotes an act of priority. ~Efling, however, does nothing to ~ C  h the 
public knowledge. Therefore~the act of filing cannot create prior art. 

122. See In re Bass, 474 F.2d 1276, 1289 (C.C.P.A. 1973). Chisum has also 
criticized the novelty-only approach. ,gee Chisum, supra note 112, at 418 n.57. 

123. Hazelfine Research, Inc. v. Brenner, 382 U.S. 252 (1965). 



172 Harvard Journal of Law & Technology 

? 

[VoL 9 

It is the publication of  patent applications or the issuance of patents 
which establishes prior art. Thus, the concepts of priority and prior art 
are distinct. It is more consistent with this dichotomy to treat secret prior 
art as evidence ~!f priority rather than as prior art. A novelty-only 
approach to pendi~g~=patent applications thus replaces an apparent 
symmetry with true enusisteacy. 

2. Pending Patent Applications Establish Priority 

a. First-to-Invent System 

Filing a patent application operates as a constructive reduction to 
practiOg. TM In a first-to-invent system, a constructive reduction to 
practice, like an actual reduction to practice, establishes priority of 
invention. Even so, a filed application is not available to the public.125 
Thus, it should be evident that the act of filing establishes priority, not 
prior art. 

Fm:thermore, § 102(e) pending U.S.patent applications are but a 
subset of  § 102(g). No one disputes the notion that the lineage of  
§ 102(g) lies i n  priority. I f  § 102(g) is categorized as priority, TM § 102(e) 
must also pertain to priority, not prior art. Consequently, the act of filing 
should not be viewed as creating prior art in a first-to-invent system. 

b. First-to-File System 

In a first-to-file s3~tem, filing is by definition an act of  priority. To . : :  
effectuate the priority right, most first-to-file countries provide patent 
applications with a patent-defeating effect as of their filing date. In such 
countries, the patent-defeating effect Is usually limited to a novelty-only 
approach in which patent applicatic~ are usable for novelty determina- 
tions but not inventive-stq: detenninatious, x27 

Althot,.gh most first-to-file cou~'ries include patent applications 
within the state of the art, some of  these countries more precisely refer 

i24. See, e.g., In re McIntosh, 230 F.2d 615, 619 (C.C.P.A. 1956). 
125. See35 U.S.C. § 122(1988). 
126. See Fedefico, supra note 61 and accompanying text. 
12']. Although the priority versus prior art distinction is easier to visualize in a first- 

to-file system, it has s'dR result-.d in confusion. See Tanabe & Wegner, supra note 5. 
Tanabe ~ d  Wegner explained the differences in the cont,~xt of Japanese patent law as 
follows: "A 3apanese patent appE-.afion is "prior art" as ofitsfirstpublication date, and 
not its filing date. A published Japanese patent application, however, has a limited 
patent-defeating effect under Article 29his as of its effective filing date under the Paris 
Convention" Id. at 653-55. 
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to  patent  applicat ions as establishing a senior right, m Whichever label  
is  used, the lmderlying notion is that the act o f  filing is a priori ty 
mechanism. Nevertheless, most  first-to-file countries carry out the 
pr ior i ty  mechanism by  including patent applications within the state o f  
the art for l indted purposes. 

3. Secret Prior  Art  Is a Misnomer 

At  least  one commentator has consistently insisted that secret pr ior  
art  is merely an attempt to undercut the first-to-invent system.129 At first 
b lush,  one might  think that this v iew is ~ t h e r  radical, particularly since 
the Federal  Circuit  has on several occas i~ls  upheld not  only the concept 
o f  secret pr ior  art but  also the termJ 3° HOwever, upon closer examina- 
t ion,  i t  becomes evident that  the phrase "secret prior  art" is indeed a 
misnomer .  TM The art denoted as secret pr ior  art is not pr ior  art in either 
a f irst- to-invent  system or  a first-to-file system - -  it  is evidence o f  
priority. 

The mis labe l ing  o f  pr ior i ty  as pr ior  art is more than an e~oneous 
l a b e l  This misnomer has confused other points o f  U.S. patent  law, 
par t icular ly  Rule 131 affidavits. The confusion arises because the Rule 
131 affidavit treats patent  applications as pr ior  art as o f  their U.S. fi l ing 
date, when in fact they only establish priority. Hence, swearing~behind 
a U.S.  appl ica t ion ' s  filing date avoids the reference under § 102(e) but  
leaves  serious questions open with respect to pr ior  invention under 

128. See Wegner, supra note II;  see a/so WORLD ~ C T U A L  PROPERTY 
GUIDEBOOK: FEDERAL REPUBLIC OFGERMANY , AUSTRIAA.ND ~ Get 2-42 
(Dr. Bemd R~ter ed., 1991) [herdnafler GERMANY, AbWIRIA AN'D SWlTZER2A.h~] ("In 
accordance with the f, rst-to-apply principle, an older invention is never state of the art 
unless it has been published. However, an invention with an older filing or priority day 
is relevant as being a senior fight, if published after the application If published before 

,~ the application, it co~limtes prior art. Inventions filed the same day, for example, a 
patent application and an accompanying application for a utility model, are neither prior 
art nor senior tight"); W.R_ COm~_SH, WORLD INIEI~cruAL PROPER~Y Gt~3,~BOOK: 
UNITED KINGDOM 133 (199~) ("Once the earlier applicant has his spe~cation 
published, it of course becomes part of the state of the re't- But without special provision 
it  would not have that character in the period betwe~ securing the priority date and 
publication of the specification. Yet if nothing is done, "double patenting" may result, 
and that has long been thought unaccaptable . . . .  Instead, the material i~ the patent 
specification is now given a priority date, which is determined in the same way as the 
priority date of a claim."); Gi~_MANY, AUSTRIAAND SWlTZERIA~, ~pra,  at Aus 3-15. 

129. ,See, e.g., KTttzman, supra note 27. 
130. See, e.g., Sun Studds, Inc. v. ATA Equip. Leasing, Inc, 872 F.2d 978, 982-83 

(Fed. Cir. 1989), overruled on other grounds by A.C. Aukerman Co. v. ILL. Chaides 
Constr. Co, 960 FL2d 1020 (Fed. Cir. 1992); Kimbedy-Clark Corp. v. Johnson & 
Johnson, 745 F2.d 1437, 1446 fled. Cir. 1984). 

131. `seeWegner, xapranote l l ,  at 176. 
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§ 102(g). t32 The problem is that the Rule 131 affidavit is only a half- 
solution because priority is not fully considered. In particular, unless the 
claims are substantially similar, the PTO does not consider U.S. 
applications for prior invention under § 102(g). 133 However ,  it is well 
settled that prior invention by another under § 102(g) is prior art 
regardiess of  what is claimecL TM Accordingly, the "secret prior art" 
misnomer facilitates the Rule 131 affidavit practice, which undercuts the 
first-to-~vent system, at least within the PTO. 

Furti~ermore, it is misleading to say that pending applications 
retroactively become prior art as of  their filing or priority date once they 
are either published or issued, m5 The condition that applications must 
eventually be published or granted in order to have any prior art effect, 
as required by all countries making use of  secret prior art, demonstrates 
that it is the act of  publication - -  not the act of  filing - -  that is the 
triggering event_ In essence, the laws of  such countries make use;of a 
legal fiction whereby the effectivei~iate of  published applications or 
patents is set earlier than their actual date of  publication. 

Moreover, in all counUies utilizing secret prior art, only national 
applications possess a patent-defeating e f f C C t  TM - -  foreign applications 
are ignored. This usage is consistent with priority analysis, but is 
incon#.:~tent with prior art notions. 

:: Thus, filed patent applications should not be refened to as prior art, 
secret or otherwise) 37 In fact, the phrase "secret prior art" is self- 
contradictory since what is secret is not prior art. A more acctwate 
phrase would be "patent-defeating effect of  priority." 

132. See Klitzman, supra note 64, at 521; Murashige, supra no:e 37. 
133. For example, this problem arose in In re Bass. There, despite the fact that 

affidavits were filed, the Board of Appeals held that those affidavits were not n¢cessmfly 
sufficient. "[A]ssuming the a~davhs were sufficient, the reference is not necessur//y 
removed in view of the relationship of the patties and the common ownership. There is 
still section § 102(g) to consider. Under this provision the prior ~,vention of another, 
meeting the conditions specified in [§ 102(g)], is prior art with respect to a later 
invention." In re Bass, 474 F.2d 1276, 1281 (C.C.P.A. 1973) (quoting Exparte Robbins, 
I56 U.S.P.Q. 707, 709 (Pat. Off  Bd. App. 1967)). : S: 

134. See supra text accompanying notes 47-59. 
135. Butsee, e.g., Tanabe & Wegner, supra note 5, § 132. 
136. Published documents are, for the most pan, deemed prior art throughout the 

wcdd, regardless of  where they were published. Hence, i f  patent applicadons were truly 
part of the prior art, one would think they would have a worldwide effect, not a localized 
effect. Foreign appficafions that are subsequently filed as national applications in 

+' accordance with a treaty are typically treated the sfime as national filings. 
t , 4  

,: ' , ,  137. Likewise, prior inventions in a first-to-invent system should not be referred to 
", ,, ~iS socret prior art. 
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4. Patent Applications Should Only Bar the Same Invention 

a. The Supreme Court OverextendedMilburn in Hazel t ine 

The issue in Hazel t ine was whether a pending patent application was 
prior art for obviousness) 3s The inventions involved were different but 
the differences were obvious. In Hazelt ine,  Justice Black followed 
Milburn  and concluded without much discussion that the fact that the 
case arose under § 103 and not § 102(e) was a "dis~.=,ct.]on... without 
sign/fieance. "~39 Any other course would "create an area wtzere patents 
are awarded for unpatentable advances in the art. "~4° As inMi lburn ,  the 

~ionale, again, ~ .  that the delays of  the PTO should not affect the 
re~ "~ because the appfieant had done what he could to add his disclosure 
to th,  ~rior art) 4t 

Hazelt ine can be criticized on a number of  grounds. First, the Court 
did not consider the resulting inequities, the uncertainty, and the anti- 
competitive effects of  its decision)42 Second, in contrast to what the 
Supreme Court stated, the a p p l i c ~  t, f the earlier patent did not  do all he 
could to add his disclosure to the prior art. The applicant knew his 
disclosure would be held in secrecy, ~43 and could have published his 
disclosure f fhe  w~nted to make it available to the public before its issue 
date. 

Third. the extension o f  the Mi lburn  rationale was unjustified. The 
filing of  a patent application is an act of  priority, and such priority is 

:, preserved regardless of  when the PTO examines the appl,.'~tion The 
appropriate conceptual basis for the novelty-defeating effect is priority 
and has nothing to do with PTO delays. Thus, the policy justification 
offered by the Supreme Corot wa:~ inapposite. 

Finally, the Court's reasoning that no patents should be issued for 
obvious advances in the art is not expressly codified in the U.S. patent 
laws. The notion of  one patent for one invention is fmuly entr~ched i~ 
U.S. law) ~ However, the U.S. patent laws do not require that all patents 
be nonobvions fi'om one another. Indeed, the Hi lmer  rule contradicts 
this assertion. ~45 Terminal disclaimers and Rule 131 affidavits also 

:.) 

138. Hazcltine Research Inc. v. Brenner, 382 U.S. 252 (1965). 
139. Id. at 256. -.~ 
14~. Id. 
141. Id ~ 
142. See supra part iIL 
143. See 35 U.S.C.  § 122 (1988). 
144. See, e.g.,In re Deckler, 977 F~2d 1449 (Feel Cir. 1992). 
145. See Donald S. Chisum, Foreign Actwity: Its Effect on Patentability Under 

United States Law, i I INT'L REV. INDU~. PROP. & COPYRIGHT L. 26, 39-40 (1980). 
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undermine this contention. Furthermore, Congress enacted the second 
paragraph o f  § 103 to temper the Bass result, thereby excluding certain 
jo in t  research efforts from this assertion. 146 

b. Priority Should Prevent Patents for the Same Invention but  Not  
Obvious Variations 

Since the act o f  filing establishes priority, not prior  art, patent 
applicat ions should be  treated in accordance with priority principles. 
That is, as between two applicants for the same invention, the applicant 
wi th  pr ior i ty  should receive the patent. I f  the two applicants claim 
d i f f e r c ~  inventions, both  should receive patents, regardless o f  whether 
one is obvious in view of the other, t47 

Countr ies  which follow a first-to-file system have almost uniformly 
decided that earlier-filed applications are able to bar  subsequent 
applicat ions claiming the some invention, but  not obvious variations, z4s 
These  countries use a novelty-only approach to achieve an equitable 
balance between the interests o f  earlier and later applicants. 149 

The U.S. first-to-invent system treats earlier patent applications that 
eventual ly  issue as prior  art references as o f  their U.S. filing date. 
Because the United States has historically insisted that an issued patent 

146. See 35 U.S.C. § 103 (1988). 
147. This is the case with almost all first-to-file countries, but it is not accurate for 

the U.S. first-to-invent system. For example, if the P r o  detects the overlapping subject 
matter, an interference will be declared and typically only the winner receives a patent. 
On the other hand, if the overlapping subject matter is not detected, then both typically 
receive patents subject to later challenge under § 102(g)/103. 

148. This is also in accord with Ladas' interpretation of Article 4B of the Paris 
Convention. See LADAS, supra note 102. 

149. See Osterborg, supra note 108. The Danish Patent Act of 1967 was amended 
in 1978 to harmonize its laws to those of the various conventions. Under the old law, 
Danish patent applications were considered part of the state of the art for novelty and 
inventive-step. The new law adopts novelty-only. Osterborg indicates that the new law 
is a gentler provision. Further, with respect to the old law it was said that: "Since its 
introduction in 1967 this provision has been heavily criticized. In particular it has been 
pointed out that it may reduce the applicant's possibilities of obtaining patent protection 
for his further development of the invention." la~ at 318. 

The European Patent Office appears to agree. See Robert Bosch GmbH v. Nissan 
Motor Company, Ltd., Case No. T 167/84 (E.P.O. 1987), reprinted tn lg INT'L REV. 
INDUS. PROP. & COPYPJGHT L. 788, 789 (1987) ("In order to mitigate the harsh effects 
of the 'wholecontents approach', its application is confined to novelty."). 
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should not be an obvious variation of another issued patent, ~5° the U.S. 
law forces priority concepts into prior art doctrine for obviousness 
purposes to ensure the intended result. Although this technique is 
effective to prevent patenting of obvious variations, it is not conceptually 
correct to use an earlier patent application that was unavailable to the 
public to bar an applicant from a patent on a different, yet obvious, 
invention. Therefore, filed applications, when properly treated as 
establishing priority, should only bar the same invention. TM 

D. Effect of  Recommendation on U.S. Law 

Some subsections of § 102 that apply to novelty determinations do 
not apply to obviousness determinations under § 103. These subsections 
are usually referred to as loss-of-fights provisions. As the term implies, 
these subsections operate to deprive a patent seeker of fights by virtue 
of priority, but have no effect on determinations based upon file 
consideratiml of prior art. Currently, most practitioners would classify 
the subsections of § 102 according to Table I. 

150. See, e.g., In re Deckler, 977 F.2d 1449, 1451-52 (Fed. Cir. 1992) ("[S]ections 
102, 103, and 135 of 35 U.S.C. clearly contemplate-- where different inventive entities 
are concerned - -  that only one patent should issue for inventions which are either 
identical to or not patentably distinct from each other." (quoting Aelony v. Ami, 547 
F.2d 566, 570 (C.C.P.A. 1977)). 

151. Judge Baldwin's concurring opinion in In re Bass supports this notion. See 
supra note 45 and accompanying text. Judge Baldwin stated: 

There has long been a distinction in the law between the defense of 
invalidity based on unpatentabll@ over the prior art and the defense of 
invalidity based on the prior invention of another. Framed in the 
terminology of our present statute, that distinction is merely this: if the 
defense or rejection is based on prior art, the claim under consideration 
is not patentable if the differences between the subject matter claimed 
and the prior art relied on are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. On 
the other hand, when the defense or rejection is not based on prior art, 
but rather is based onprior invention, i.e., the prior invention made in 
this country by another who had not abandoned, suppressed or con- 
cealed it, the claimed invention w~ll be patentable unless the prior 
invention is the same as or substantially the same as the claimed 
invention. 

In re Bass, 474 F.2d 1276, 1300 (C.C.P.A. 1973) (Baldwin, J., concurring). 
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Table I: 

Pr ior  Art  
r i 

§ lO2(a) 

Current  § 102 Categorization 

| 

Loss-of-Rights 

§ 102(b) 

§ 102(c) 

§ 102(d) 

§ 102(c)" 

§ 102(i)'" § 102(t)'** 

§ 102(g)'" 
I 

§ 102(g)"" 

• The effective date of an application is the U.S. filing date, 
not the foreign priority filing date. 
"" Only for non-common-assignee situations. 
"'" In common-assignee situations, use is limited to novelty. 

As shown in Table I, under existing U.S. law, pending patent 
applications (§ 102(e)) are considered to be prior art and are therefore 
available for both novelty and obviousness determinations. Prior 
inventions by others (§ 102(g)) are also considered to be prior art and are 
available for both novelty and obviousness detelminatious, but only in 
non-common-assignee situations. 

The novelty-only recommendation would completely exclude use 
of pending patent applications in obviousness determinations, restricting 
their effect to use to a patent-defeating effect of priority. In accordance 
with the above recommendation, the subsections of  § 102 would be re- 
categorized as shown in Table II. 
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Table II: Proposed Categorization of § 102 

Prior Art  
............ m . . ,~  

. . . .  2". ..... i ~=: r z*.ent-defeafing 
Loss-m-mgnts [ Effect of Priority 

§ 102(a) 

§ 102(o) 

§ 102(o) 

§ 102(d) 

§ 102(e)" 

§ 102(0 

§ 102(g) "° 

"The effective date of a patent application would be the foraign priority 
filing date. 
"" This subsection would disappear if the United States switches to a 
first-to-file system. 

As shown, the recommendation would clearly define § 102(e) not 

as prior art, but as priority, which carries a novelty-only patent-defcating 
effect. For consistency, since § 102(g) is also a priority section, it should 
be grouped with § 102(e). 

VII. CONCLUSION 

The patent laws of many countries include earlier-filed patent 
applications as part of the state of the art. However, the extent to which 
such applications may be used varies considerably throughout the world. 
For example, although some countries include only the claims of such 
applications in the state of the art, most countries include the whole 
contents. Further, most countries use such applications for purposes of 
evaluating novelty, but not for purposes of evaluating nonobviousness. 

Presently, for carlier-filed patent applications, the United States uses 
a novelty-and-obviousness approach based on the U.S. filing date. 
However, a conceptual framework already exists within U.S. law that 
supports a novelty-only approach for secret prior art. First, pending 
patent applications are not truly prior art because their filing does not 
disclose their contents to the public. Second, the filing of a patent 
application does create a right of priority. Third, a right of priority is 
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distinct from prior art, b,~t should carry with it a patent-defeating effect 
for the same invention in any country where such priority is claimed. 
Fourth, since the basis for the patent-defeating effect is priority, not prior 
art, the patent-defeating effect should be limited to novelty. 

The time has come for the United States to improve its patent laws 
by adopting a novelty-only approach based on the foreign priority filing 
date. This reform would produce fairness, predictability, and harmoniza- 
tion that would more than offset the increased risk that obvious patents 
could issue. In addition, the discrimination caused by the Hilmer rule 
would end. The overall effect of such changes would be to limit what 
is commonly, although improperly, known as secret prior art. 




